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The Patents (Amendment) Act, 2005
The Patents Rules, 2003
The Patents (Amendment) Rules, 2005
Government Notification No. S.0.562(E) of 20 May 2003 containing a list of
convention countries for the purposes of Section 133(1) of the Patents Act, 1970
PCT

Government Notification No. S.0.563(E) of 20 May 2003 containing a list of
authorized depository institutions for the purposes of Section 10 of the Patents
Act, 1970 Budapest

2005 3

118



TRIPS 27 1) @ (3

(h)
(P)

HIV/AIDS TRIPS 31
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(6)

WTO IP/N/1/IND/L/1 11 Jan. 2001
IP/N/1/IND/L/2 10 Nov. 2003
- The Semiconductor Integrated Circuits Layout-Design Act, 2000
- The Semiconductor Integrated Circuits Layout-Design Rules, 2001

(7)

54 TRIPS

(8)

TRIPS 40

TRIPS
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TRIPS

TRIPS TRIPS
PART Il — Standards concerning the availability, scope and use of 2 WTO
Intellectual Property Rights The Copyright Act 1957, as amended by the Copyright
SECTION 1: COPYRIGHT AND RELATED RIGHTS 1 (Amendment) Act 1999.
Avrticle 9: Relation to the Berne Convention 9 Consolidated version of the International Copyright
1. Members shall comply with Articles 1 through 21 of the Berne | (1) 1971 1 21 Order, 1999 and the International Copyright
Convention (1971) and the Appendix thereto. However, Members (Amendment) Order, 2000.
shall not have rights or obligations under this Agreement in 6 2 The International Copyright Order, 1999 and the
respect of the rights conferred under Article 6bis of that International Copyright (Amendment) Order, 2000
Convention or of the rights derived therefrom. IP/N/V/IND/C/1
2. Copyright protection shall extend to expressions and not to | (2) Copyright (Amendment) Act 1999
ideas, procedures, methods of operation or mathematical concepts 13. Works in which copyright subsists.- 1999
as such. (1) Subject to the provisions of this section and the other 13
provisions of this Act, copyright shall subsist throughout India in
the following classes of works, that is to say;-
(a) original literary, dramatic, musical and artistic works;
(b) cinematograph films; and
(c) sound recordings;
Avrticle 10: Computer Programs and Compilations of 10 Copyright (Amendment) Act 1999
Data 2. Interpretation. -In this Act, unless the context otherwise 1999
1. Computer programs, whether in source or object code, shall be | (1) requires,- 2
protected as literary works under the Berne Convention (1971). (0) “literary work” includes computer programmes, tables and
) 1971 compilations including computer literary data bases ;
2. Compilations of data or other material, whether in machine
readable or other form, which by reason of the selection or | (2)
arrangement of their contents constitute intellectual creations
shall be protected as such. Such protection, which shall not extend )
to the data or material itself, shall be without prejudice to any
copyright subsisting in the data or material itself.
Article 11: Rental Rights 1 Copyright (Amendment) Act 1999
In respect of at least computer programs and cinematographic 14. Meaning of copyright-For the purposes of this Act,
works, a Member shall provide authors and their successors in "copyright" means the exclusive right subject to the provisions of
title the right to authorize or to prohibit the commercial rental to this Act, to do or authorise the doing of any of the following acts
the public of originals or copies of their copyright works. A Member in respect of a work or any substantial part thereof, namely: 1999 14
shall be excepted from this obligation in respect of (b) in the case of a computer programme,
cinematographic works unless such rental has led to widespread (i) to sell or give on commercial rental or offer for sale or for
copying of such works which is materially impairing the exclusive commercial rental any copy of the computer programme:
right of reproduction conferred in that Member on authors and (d) In the case of cinematograph film,
their successors in title. In respect of computer programs, this
obligation does not apply to rentals where the program itself is not
the essential object of the rental.
Avrticle 12: Term of Protection 12 Copyright (Amendment) Act 1999
Whenever the term of protection of a work, other than a ( ) | 22. Term of copyright in published literary, dramatic, musical and
photographic work or a work of applied art, is calculated on a basis artistic works. -Except as otherwise hereinafter provided, 60 1999 22
other than the life of a natural person, such term shall be no less copyright shall subsist in any literary, dramatic, musical or
than 50 years from the end of the calendar year of authorized 50 50 artistic work (other than a photograph) published within the 60 60
publication, or, failing such authorized publication within 50 years lifetime of the author until sixty years from the beginning of the 60
from the making of the work, 50 years from the end of the 50 calendar year next following the year in which the author dies. 23
calendar year of making. 23. Term of copyright in anonymous and pseudonymous works.
(1) In the case of a literary, dramatic, musical or artistic work
(other than a photograph), which is published anonymously or | 60 24
pseudonymously, copyright shall subsist until sixty years from 25 26
the beginning of the calendar year next following the year in 27 28
which the work is first published : 28A
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24. Term of copyright in the posthumous work.

25. Term of copyright in photographs.

26. Term of copyright in cinematograph films.

27. Term of copyright in records.

28. Term of copyright in Government work.

28A. Term of copyright in works of public undertakings.

29. Term of copyright in works of international organisations.

60
TRIPS

29

Avrticle 13: Limitations and Exceptions

Members shall confine limitations or exceptions to exclusive
rights to certain special cases which do not conflict with a normal
exploitation of the work and do not unreasonably prejudice the
legitimate interests of the right holder.

13

Copyright (Amendment) Act 1999

31. Compulsory licence in works withheld from public.-

(1) If at any time during the term of copyright in any Indian work
which has been published or performed in public, a complaint is
made to the Copyright Board that the owner of copyright in the
work- (a) has refused to republish or allow the republication of
the work or has refused to allow the performance in public of the
work, and by reason of such refusal the work is withheld from
the public; or

31A.Compulsory licence in unpublished Indian works.-(1) Where,
in the case of an Indian work referred to in sub-clause (iii) of
clause (a) of section 2, the author is dead or unknown or cannot
be traced, or the owner of the copyright in such work cannot be
found, any person may apply to the Copyright Board for a licence
to publish such work or a translation thereof in any language.
32.Licence to produce and publish translations.- (1) Any person
may apply to the Copyright Board for a licence to produce and
publish a translation of a literary or dramatic work in any
language after a period of seven years from the first publication
of the work.

31 31A

1999

1999 32

Article 14: Protection of Performers, Producers of Phonograms
(Sound Recordings) and Broadcasting Organizations

1. In respect of a fixation of their performance on a phonogram,
performers shall have the possibility of preventing the following
acts when undertaken without their authorization: the fixation of
their unfixed performance and the reproduction of such fixation.
Performers shall also have the possibility of preventing the
following acts when undertaken without their authorization: the
broadcasting by wireless means and the communication to the
public of their live performance.

14

()

Copyright (Amendment) Act 1999

38. Performer’s right- (1) Where any performer appears or
engages in any performance, he shall have a special right to be
known as the “performer’s right” in relation to such performance.

38

50 1999

sound recording  visual recording

2. Producers of phonograms shall enjoy the right to authorize or
prohibit the direct or indirect reproduction of their phonograms.

2

Copyright (Amendment) Act 1999

14. Meaning of copyright-For the purposes of this Act,
“copyright” means the exclusive right subject to the provisions of
this Act, to do or authorise the doing of any of the following acts
in respect of a work or any substantial part thereof, namely:-

(e) In the case of sound recording, -

(i) to sell or give on hire, or offer for sale or hire, any copy of the
sound recording regardless of whether such copy has been sold or
given on hire on earlier occasions;

14

1999

3. Broadcasting organizations shall have the right to prohibit the
following acts when undertaken without their authorization: the
fixation, the reproduction of fixations, and the rebroadcasting by
wireless means of broadcasts, as well as the communication to the
public of television broadcasts of the same. Where Members do not
grant such rights to broadcasting organizations, they shall provide
owners of copyright in the subject matter of broadcasts with the
possibility of preventing the above acts, subject to the provisions of
the Berne Convention (1971).

)

1971

Copyright (Amendment) Act 1999

37. Broadcast reproduction right-(1) Every broadcasting
organisation shall have a special right to be known as “broadcast
reproduction right” in respect of its broadcasts.

37

25 1999
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4. The provisions of Article 11 in respect of computer programs | (4) 11 ( Copyright (Amendment) Act 1999
shall apply mutatis mutandis to producers of phonograms and any ) 14. Meaning of copyright-For the purposes of this Act, sound recording
other right holders in phonograms as determined in a Member’s “copyright” means the exclusive right subject to the provisions of 1999 13
law. If on 15 April 1994 a Member has in force a system of 1994 4 15 this Act, to do or authorise the doing of any of the following acts
equitable remuneration of right holders in respect of the rental of in respect of a work or any substantial part thereof, namely:
phonograms, it may maintain such system provided that the (e) In the case of sound recording,
commercial rental of phonograms is not giving rise to the material
impairment of the exclusive rights of reproduction of right holders.
5. The term of the protection available under this Agreement to | (5) Copyright (Amendment) Act 1999
performers and producers of phonograms shall last at least until 37. Broadcast reproduction right.- 50 1999
the end of a period of 50 years computed from the end of the 50 (3) (2 The broadcast reproduction right shall subsist until | 37
calendar year in which the fixation was made or the performance twenty-five years from the beginning of the calendar year next 25 1999
took place. The term of protection granted pursuant to paragraph 20 following the year in which the broadcast is made. 38
3 shall last for at least 20 years from the end of the calendar year 38. Performer’s right- TRIPS
in which the broadcast took place. (2) The performer's right shall subsist until fifty years from the
beginning of the calendar year next following the year in which
the performance is made.
6. Any Member may, in relation to the rights conferred under | (6) (1) (2) (3)
paragraphs 1, 2 and 3, provide for conditions, limitations,
exceptions and reservations to the extent permitted by the Rome 1971
Convention. However, the provisions of Article 18 of the Berne 18
Convention (1971) shall also apply, mutatis mutandis, to the rights
of performers and producers of phonograms in phonograms.
SECTION 2: TRADEMARKS 2 1999 WTO
Avrticle 15: Protectable Subject Matter 15 2 The Trade Marks Act, 1999 (NO.47 OF 1999)
1. Any sign, or any combination of signs, capable of distinguishing | (1) (@) IP/NJVIND/T/1  NOTIFICATION New Delhi, the
the goods or services of one undertaking from those of other (m) 26th February, 2002 The Trade Marks Rules, 2002.
undertakings, shall be capable of constituting a trademark. Such IP/N/V/IND/T/2
signs, in particular words including personal names, letters, (
numerals, figurative elements and combinations of colours as well (zb) TRIPS
as any combination of such signs, shall be eligible for registration 1999 2 (H(m)
as trademarks. Where signs are not inherently capable of zb
distinguishing the relevant goods or services, Members may make
registrability depend on distinctiveness acquired through use. 9 1999 9 H@®
Members may require, as a condition of registration, that signs be (@)
visually perceptible. @ 1999 9 (D
2. Paragraph 1 shall not be understood to prevent a Member from | (2) (1)
denying registration of a trademark on other grounds, provided (©
that they do not derogate from the provisions of the Paris 1967
Convention (1967).
3. Members may make registrability depend on use. However, | (3) 1999
actual use of a trademark shall not be a condition for filing an 18
application for registration. An application shall not be refused 3 (@)
solely on the ground that intended use has not taken place before
the expiry of a period of three years from the date of application.
25 1999 18
D 10 34
@
( )
10
34
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(®)

4. The nature of the goods or services to which a trademark is to
be applied shall in no case form an obstacle to registration of the
trademark.

(4)

5. Members shall publish each trademark either before it is
registered or promptly after it is registered and shall afford a
reasonable opportunity for petitions to cancel the registration. In
addition, Members may afford an opportunity for the registration
of a trademark to be opposed.

®)

1999
21

(1)

21

1999

Avrticle 16: Rights Conferred

1. The owner of a registered trademark shall have the exclusive
right to prevent all third parties not having the owner's consent
from using in the course of trade identical or similar signs for
goods or services which are identical or similar to those in respect
of which the trademark is registered where such use would result
in a likelihood of confusion. In case of the use of an identical sign
for identical goods or services, a likelihood of confusion shall be
presumed. The rights described above shall not prejudice any
existing prior rights, nor shall they affect the possibility of
Members making rights available on the basis of use.

16
(1)

1999
28

(1)

29
(1)

28

29

1999

1999

2. Article 6bis of the Paris Convention (1967) shall apply, mutatis
mutandis, to services. In determining whether a trademark is
well-known, Members shall take account of the knowledge of the
trademark in the relevant sector of the public, including
knowledge in the Member concerned which has been obtained as a
result of the promotion of the trademark.

(2) 1967

3. Article 6bis of the Paris Convention (1967) shall apply, mutatis
mutandis, to goods or services which are not similar to those in
respect of which a trademark is registered, provided that use of
that trademark in relation to those goods or services would
indicate a connection between those goods or services and the
owner of the registered trademark and provided that the interests
of the owner of the registered trademark are likely to be damaged
by such use.

(3) 1967

1999

(1)
(z9)

1999

Avrticle 17: Exceptions

Members may provide limited exceptions to the rights
conferred by a trademark, such as fair use of descriptive terms,
provided that such exceptions take account of the legitimate
interests of the owner of the trademark and of third parties.

17

1999
30
@ 29

@)
(®)

1999

30
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(2)
@

33
(1)

@)
(®)

33

1999

Article 18: Term of Protection

Initial registration, and each renewal of registration, of a
trademark shall be for a term of no less than seven years. The
registration of a trademark shall be renewable indefinitely.

18

1999
25

(1)

10

2

10

10
25

1999

Avrticle 19: Requirement of Use

1. If use is required to maintain a registration, the registration
may be cancelled only after an uninterrupted period of at least
three years of non-use, unless valid reasons based on the existence
of obstacles to such use are shown by the trademark owner.
Circumstances arising independently of the will of the owner of
the trademark which constitute an obstacle to the use of the
trademark, such as import restrictions on or other government
requirements for goods or services protected by the trademark,
shall be recognized as valid reasons for non-use.

19
(1)

1999
47

()

(b)

1999

47

2. When subject to the control of its owner, use of a trademark by
another person shall be recognized as use of the trademark for the
purpose of maintaining the registration.

2

Avrticle 20: Other Requirements

The use of a trademark in the course of trade shall not be
unjustifiably encumbered by special requirements, such as use
with another trademark, use in a special form or use in a manner
detrimental to its capability to distinguish the goods or services of
one undertaking from those of other undertakings. This will not
preclude a requirement prescribing the use of the trademark
identifying the undertaking producing the goods or services along
with, but without linking it to, the trademark distinguishing the
specific goods or services in question of that undertaking.

20

Avrticle 21: Licensing and Assignment

Members may determine conditions on the licensing and
assignment of trademarks, it being understood that the
compulsory licensing of trademarks shall not be permitted and
that the owner of a registered trademark shall have the right to
assign the trademark with or without the transfer of the business
to which the trademark belongs.

21

1999
38

48
L 49

1999

38
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SECTION 3: GEOGRAPHICAL INDICATIONS

Avrticle 22: Protection of Geographical Indications

1. Geographical indications are, for the purposes of this
Agreement, indications which identify a good as originating in the
territory of a Member, or a region or locality in that territory,
where a given quality, reputation or other characteristic of the
good is essentially attributable to its geographical origin.

2. In respect of geographical indications, Members shall provide
the legal means for interested parties to prevent:

(@) the use of any means in the designation or presentation of a
good that indicates or suggests that the good in question originates
in a geographical area other than the true place of origin in a
manner which misleads the public as to the geographical origin of
the good,;

The Geographical Indications of Goods (Registration and
Protection) Act, 1999

Definitions And interpretation

2. (1) In this Act, unless the context otherwise requires:-

(e) “geographical indication”, in relation to goods, means an
indication which identifies such goods as agricultural goods,
natural goods or manufactured goods as originating, or
manufactured in the territory of a country, or a region or locality
in that territory, where a given quality, reputation or other
characteristic of such goods is essentially attributable to its
geographical origin and in case where such goods are
manufactured goods one of the activities of either the production
or of processing or preparation of the goods concerned takes place
in such territory, region or locality, as the case may be.
Explanation:- For the purposes of this clause, any name which
is not the name of a country, region or locality of that country
shall also be considered as the geographical indication if it relates
to a specific geographical area and is used upon or in relation to
particular goods originating from that country, region or locality,
as the case may be;

WTO

The Geographical Indications of Goods (Registration

and  Protection) Act, 1999N0.48 of 1999
IP/N/V/IND/G/1

NOTIFICATION New Delhi, the 8th March, 2002

The Geographical Indications of Goods(Registration and

Protection) Rules, 2002. IP/N//IND/G/2

(b) any use which constitutes an act of unfair competition within
the meaning of Article 10bis of the Paris Convention (1967).

3. A Member shall, ex officio if its legislation so permits or at the
request of an interested party, refuse or invalidate the registration
of a trademark which contains or consists of a geographical
indication with respect to goods not originating in the territory
indicated, if use of the indication in the trademark for such goods
in that Member is of such a nature as to mislead the public as to
the true place of origin.

3
22

@

@

@

(b) 1967 10 2

(€) (

The Geographical Indications of Goods (Registration and
Protection) Act, 1999

25. Notwithstanding anything contained in the Trade Marks Act,
1999, the Registrar of Trade Marks referred to in section 3 of that
Act, shall, suo motu or at the request of an interested party,
refuse or invalidate the registration of a trade mark which-

(@) contains or consists of a geographical indication with respect
to the goods or class or classes of goods not originating in the
territory of a country , or a region or locality in that territory
which such geographical indication indicates, if use of such
geographical indications in the trade mark for such goods, is of
such a nature as to confuse or mislead the persons as to the true
place of origin of such goods or class or classes of goods;

(b) contains or consists of a geographical indication identifying
goods or class or classes of goods notified under sub-section (2) of
section 22.

4. The protection under paragraphs 1, 2 and 3 shall be applicable
against a geographical indication which, although literally true as
to the territory, region or locality in which the goods originate,
falsely represents to the public that the goods originate in another
territory.

@1 @

Avrticle 23: Additional Protection for Geographical Indications for
Wines and Spirits

1. Each Member shall provide the legal means for interested
parties to prevent use of a geographical indication identifying
wines for wines not originating in the place indicated by the
geographical indication in question or identifying spirits for spirits
not originating in the place indicated by the geographical
indication in question, even where the true origin of the goods is
indicated or the geographical indication is used in translation or
accompanied by expressions such as “kind”, “type”, “style”,
“imitation” or the like.

23

()

(kind)

(style) (imitation)

(type)

The Geographical Indications of Goods (Registration and
Protection) Act, 1999

Rights conferred by registration

21. (1) Subject to the other provisions of this Act, the registration
of a geographical indication shall, if valid, give,-

(a) to the registered proprietor of the geographical indication and
the authorised user or users thereof the right to obtain relief in
respect of infringement of the geographical indication in the
manner provided by this Act;

(b) to the authorised user thereof the exclusive right to the use of
the geographical indication in relation to the goods in respect of

TRIPS
manufactured goods
23
10
WTO
1999
25
1999
21
1999 22
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2. The registration of a trademark for wines which contains or | (2) 1 which the geographical indication is registered.

consists of a geographical indication identifying wines or for spirits (2) The exclusive right to the use of a geographical indication

which contains or consists of a geographical indication identifying 1 given under clause (b) of sub-section (1) shall be subject to any

spirits shall be refused or invalidated, ex officio if a Member's condition and limitation to which the registration is subject.

legislation so permits or at the request of an interested party, with Infringement or registered geographical indications

respect to such wines or spirits not having this origin. 22. (1) A registered geographical indication is infringed by a
person who, not being an authorised user thereof,-
(@ uses such geographical indication by any means in the
designations or presentation of goods that indicates or suggests
that such goods originate in a geographical area other than the
true place of origin of such goods in a manner which misleads the
persons as to the geographical origin of such goods; or 1999 22 (3
(b) uses any geographical indication in such manner which
constitutes an act of unfair competition including passing off in kind
respect of registered geographical indication.(c) uses another nature  type
geographical indication to the goods which, although literally
true as to the territory, region or locality in which the goods
originate, falsely represents to the persons that the goods
originate in the territory, region or locality in respect of which
such registered geographical indication relates.
(3) Any person who is not an authorised user of a geographical
indication registered under this Act in respect of the goods or any
class or classes of goods notified under sub-section (2), uses any
other geographical indication to such goods or class or classes of
goods not originating in the place indicated by such other
geographical indication or wuses such other geographical
indication to such goods or class or classes of goods even
indicating the true origin of such goods or uses such other
geographical indication to such goods or class or classes of goods
in translation of the true place of origin or accompanied by
expression such as “kind”, “style”, “imitation”, or the like
expression, shall infringe such registered geographical indication.

3. In the case of homonymous geographical indications for wines, | (3) 2 The Geographical Indications of Goods (Registration and

protection shall be accorded to each indication, subject to the 22 4 Protection) Act, 1999

provisions of paragraph 4 of Article 22. Each Member shall Registration of homonymous geographical indications

determine the practical conditions under which the homonymous 10. Subject to the provisions of Section 7, a homonymous 1999

indications in question will be differentiated from each other, geographical indication may be registered under this Act, if the 10

taking into account the need to ensure equitable treatment of the Registrar is satisfied, after considering the practical conditions

producers concerned and that consumers are not misled. under which the homonymous indication in question shall be
differentiated from other homonymous indications and the need
to ensure equitable treatment of the producers of the goods
concerned, that the consumers of such goods shall not be
confused or misled in consequence of such registration.

4. In order to facilitate the protection of geographical indications | (4)

for wines, negotiations shall be undertaken in the Council for

TRIPS concerning the establishment of a multilateral system of

notification and registration of geographical indications for wines

eligible for protection in those Members participating in the

system.

Avrticle 24: International Negotiations; Exceptions 24

1. Members agree to enter into negotiations aimed at increasing | (1) 23

the protection of individual geographical indications under Article

23. The provisions of paragraphs 4 through 8 below shall not be | (4) (8)

used by a Member to refuse to conduct negotiations or to conclude
bilateral or multilateral agreements. In the context of such
negotiations, Members shall be willing to consider the continued
applicability of these provisions to individual geographical
indications whose use was the subject of such negotiations.
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2. The Council for TRIPS shall keep under review the application
of the provisions of this Section; the first such review shall take
place within two years of the entry into force of the WTO
Agreement. Any matter affecting the compliance with the
obligations under these provisions may be drawn to the attention
of the Council, which, at the request of a Member, shall consult
with any Member or Members in respect of such matter in respect
of which it has not been possible to find a satisfactory solution
through bilateral or plurilateral consultations between the
Members concerned. The Council shall take such action as may be
agreed to facilitate the operation and further the objectives of this
Section.

2

3. In implementing this Section, a Member shall not diminish the
protection of geographical indications that existed in that Member
immediately prior to the date of entry into force of the WTO
Agreement.

)

4. Nothing in this Section shall require a Member to prevent
continued and similar use of a particular geographical indication
of another Member identifying wines or spirits in connection with
goods or services by any of its nationals or domiciliaries who have
used that geographical indication in a continuous manner with
regard to the same or related goods or services in the territory of
that Member either (a) for at least 10 years preceding 15 April
1994 or (b) in good faith preceding that date.

(4)

15

10

(®)

@)1994 4

5. Where a trademark has been applied for or registered in good
faith, or where rights to a trademark have been acquired through
use in good faith either:

(@) before the date of application of these provisions in that
Member as defined in Part VI; or

(b) before the geographical indication is protected in its country of
origin;

measures adopted to implement this Section shall not prejudice
eligibility for or the validity of the registration of a trademark, or
the right to use a trademark, on the basis that such a trademark
is identical with, or similar to, a geographical indication.

®)

@
(®)

6. Nothing in this Section shall require a Member to apply its
provisions in respect of a geographical indication of any other
Member with respect to goods or services for which the relevant
indication is identical with the term customary in common
language as the common name for such goods or services in the
territory of that Member. Nothing in this Section shall require a
Member to apply its provisions in respect of a geographical
indication of any other Member with respect to products of the
vine for which the relevant indication is identical with the
customary name of a grape variety existing in the territory of that
Member as of the date of entry into force of the WTO Agreement.

©

The Geographical Indications of Goods (Registration and
Protection) Act, 1999

Prohibition of Registration of certain geographical indications

9. Ageographical indication:

Explanation 1: For the purposes of this section, “generic names or
indications”, in relation to goods, means the name of a goods
which, although relates to the place or the region where the
goods was originally produced or manufactured, has lost its
original meaning and has become the common name of such
goods and serves as a designation for or indication of the kind,
nature, type or other property or characteristic of the goods.

1999

7. A Member may provide that any request made under this
Section in connection with the use or registration of a trademark
must be presented within five years after the adverse use of the
protected indication has become generally known in that Member
or after the date of registration of the trademark in that Member
provided that the trademark has been published by that date, if
such date is earlier than the date on which the adverse use
became generally known in that Member, provided that the
geographical indication is not used or registered in bad faith.

(7)
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8. The provisions of this Section shall in no way prejudice the right | (8) The Geographical Indications of Goods (Registration and
of any person to use, in the course of trade, that person's name or Protection) Act, 1999 1999
the name of that person’s predecessor in business, except where 26. (3) Nothing contained in this Act shall in any way prejudice 26
such name is used in such a manner as to mislead the public. the right of any person to use, in the course of trade, that person’s

name or the name of that person’s predecessor in business,

except where such name is used in such a manner as to confuse

or mislead the people.
9. There shall be no obligation under this Agreement to protect | (9)
geographical indications which are not or cease to be protected in
their country of origin, or which have fallen into disuse in that
country.
SECTION 4: INDUSTRIAL DESIGNS 4 2000 WTO
Avrticle 25: Requirements for Protection 25 2 The Designs Act, 2000 (No. 16 of 2000)
1. Members shall provide for the protection of independently | (1) IP/N/V/IND/D/1
created industrial designs that are new or original. Members may @
provide that designs are not new or original if they do not
significantly differ from known designs or combinations of known
design features. Members may provide that such protection shall (© (copyright)
not extend to designs dictated essentially by technical or
functional considerations. (d)
2. Each Member shall ensure that requirements for securing | (2) 2 3
protection for textile designs, in particular in regard to any cost,
examination or publication, do not unreasonably impair the
opportunity to seek and obtain such protection. Members shall be
free to meet this obligation through industrial design law or
through copyright law. 1958 2 (W
Article 26: Protection 26 479 1957
1. The owner of a protected industrial design shall have the right | (1) 2 (o)
to prevent third parties not having the owner's consent from (9)
making, selling or importing articles bearing or embodying a
design which is a copy, or substantially a copy, of the protected
design, when such acts are undertaken for commercial purposes.
2. Members may provide limited exceptions to the protection of | (2)
industrial designs, provided that such exceptions do not
unreasonably conflict with the normal exploitation of protected
industrial designs and do not unreasonably prejudice the
legitimate interests of the owner of the protected design, taking
account of the legitimate interests of third parties.
3. The duration of protection available shall amount to at least 10 | (3) 10 2000 10 5
years. 11 15 2000 11

@

10
) 10
10 5
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SECTION 5: PATENTS 5 2005 WTO
Avrticle 27: Patentable Subject Matter 27 2 The Patents (Amendment) Act, 2005 (IP/N/1/IND/P/2),
1. Subject to the provisions of paragraphs 2 and 3, patents shall be | (1) (2) (3) (@) The Patents Rules, 2003, The Patents (Amendment)
available for any inventions, whether products or processes, in all (ac) Rules, 2005 (IP/N/1/IND/P/3)
fields of technology, provided that they are new, involve an
inventive step and are capable of industrial application. (5) Subject 65 4 70 (8
to paragraph 4 of Article 65, paragraph 8 of Article 70 and (3) ) 1912 1 1
paragraph 3 of this Article, patents shall be available and patent
rights enjoyable without discrimination as to the place of (ja) 2005 29
invention, the field of technology and whether products are
imported or locally produced.
() 2005
TRIPS
70 8 9 1999
() 1995 1 1
4A 24A 24F
29
@
1912 1
54
@
2. Members may exclude from patentability inventions, the | (2) 2005 2005 3
prevention within their territory of the commercial exploitation of 3 @
which is necessary to protect ordre public or morality, including to ) (b)
protect human, animal or plant life or health or to avoid serious @ (©
prejudice to the environment, provided that such exclusion is not (d)
made merely because the exploitation is prohibited by their law. (b) © @
©
(@)
1
3. Members may also exclude from patentability: (3) 2005
3
(a) diagnostic, therapeutic and surgical methods for the treatment | (a) 2005 3
of humans or animals; (i)
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(b) plants and animals other than micro-organisms, and | (b) 2005
essentially biological processes for the production of plants or 3
animals other than non-biological and microbiological processes. 2005 3
However, Members shall provide for the protection of plant ) The Protection of Plant
varieties either by patents or by an effective sui generis system or (b) Varieties and Farmers Rights Act, 2001
by any combination thereof. The provisions of this subparagraph IP/N/V/IND/P/1
shall be reviewed four years after the date of entry into force of the
WTO Agreement.
Avrticle 28: Rights Conferred 28 2005
1. A patent shall confer on its owner the following exclusive rights: | (1) 48 TRIPS
(@) where the subject matter of a patent is a product, to prevent | (a) 47
third parties not having the owner's consent from the acts of:
making, using, offering for sale, selling, or importing for these
purposes that product; @
(b) where the subject matter of a patent is a process, to prevent | (b)
third parties not having the owner's consent from the act of using
the process, and from the acts of: using, offering for sale, selling, or (b)
importing for these purposes at least the product obtained directly
by that process.
2. Patent owners shall also have the right to assign, or transfer by | (2) 2005 2005
succession, the patent and to conclude licensing contracts. 69 69

@
Avrticle 29: Conditions on Patent Applicants 29 2005
1. Members shall require that an applicant for a patent shall | (1) 10
disclose the invention in a manner sufficiently clear and complete (@)
for the invention to be carried out by a person skilled in the art
and may require the applicant to indicate the best mode for
carrying out the invention known to the inventor at the filing date 4
or, where priority is claimed, at the priority date of the application. @ 2005 10

(b) 2005

10

©

(@)
2. Members may require an applicant for a patent to provide | (2) 2005
information concerning the applicant's corresponding foreign 8 2005
applications and grants. (@) 8 138

@)

(b)

)
@

131




138

@
133
@
Avrticle 30: Exceptions to Rights Conferred 30 2005
Members may provide limited exceptions to the exclusive XVI 2005
rights conferred by a patent, provided that such exceptions do not XVII 16 2005
unreasonably conflict with a normal exploitation of the patent and 17 2005
do not unreasonably prejudice the legitimate interests of the 107A 107A
patent owner, taking account of the legitimate interests of third
parties. @ 2005 107A (b)
(b)
Avrticle 31: Other Use Without Authorization of the Right Holder 31 2005
Where the law of a Member allows for other use of the subject 84
matter of a patent without the authorization of the right holder, (@) 3 2005 84
including use by the government or third parties authorized by the 3
government, the following provisions shall be respected:
(a) authorization of such use shall be considered on its individual | (a) @
merits;
(b) such use may only be permitted if, prior to such use, the | (b) () 2005 84
proposed user has made efforts to obtain authorization from the
right holder on reasonable commercial terms and conditions and ©) 2005 84
that such efforts have not been successful within a reasonable 4)
period of time. This requirement may be waived by a Member in
the case of a national emergency or other circumstances of 2005
extreme urgency or in cases of public non-commercial use. In 84
situations of national emergency or other circumstances of
extreme urgency, the right holder shall, nevertheless, be notified ©
as soon as reasonably practicable. In the case of public )
non-commercial use, where the government or contractor, without (iv)
making a patent search, knows or has demonstrable grounds to
know that a valid patent is or will be used by or for the
government, the right holder shall be informed promptly;
(c) the scope and duration of such use shall be limited (© 2005 90
to the purpose for which it was authorized, and in the case of L 84 2005 90
semi-conductor technology shall only be for public non-commercial
use or to remedy a practice determined after judicial or (viii)
administrative process to be anti-competitive;
(d) such use shall be non-exclusive; (d) 2005 0D (@O 2005
(iv) 90
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(e) such use shall be non-assignable, except with that part of the
enterprise or goodwill which enjoys such useg;

®)

2005
v)

0 (1)

2005

90

(f) any such use shall be authorized predominantly for the supply
of the domestic market of the Member authorizing such use;

(f)

2005
(vii)

92A

(1)

0 (1)

2005

92A

(9) authorization for such use shall be liable, subject to adequate
protection of the legitimate interests of the persons so authorized,
to be terminated if and when the circumstances which led to it
cease to exist and are unlikely to recur. The competent authority
shall have the authority to review, upon motivated request, the
continued existence of these circumstances;

)

2005
94

(1)

2005

94

(h) the right holder shall be paid adequate remuneration in the
circumstances of each case, taking into account the economic value
of the authorization;

(h)

2005
(i)

0 (1)

90

2005

(i) the legal validity of any decision relating to the authorization of
such use shall be subject to judicial review or other independent
review by a distinct higher authority in that Member;

2005

(j) any decision relating to the remuneration provided in respect of
such use shall be subject to judicial review or other independent
review by a distinct higher authority in that Member;

0)

2005

(k) Members are not obliged to apply the conditions set forth in
subparagraphs (b) and (f) where such use is permitted to remedy a
practice determined after judicial or administrative process to be
anti-competitive. The need to correct anti-competitive practices
may be taken into account in determining the amount of
remuneration in such cases. Competent authorities shall have the
authority to refuse termination of authorization if and when the
conditions which led to such authorization are likely to recur;

(k)
® ®

2005

() where such use is authorized to permit the exploitation of a
patent (“the second patent”) which cannot be exploited without
infringing another patent (“the first patent”), the following
additional conditions shall apply:

(M (@ @i

(i) the invention claimed in the second patent shall involve an
important technical advance of considerable economic significance
in relation to the invention claimed in the first patent;

Qi 2

(i1) the owner of the first patent shall be entitled to a cross-licence
on reasonable terms to use the invention claimed in the second
patent; and

() 1

(iii) the use authorized in respect of the first patent shall be
non-assignable except with the assignment of the second patent.

i)y 1
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Article 32: Revocation/Forfeiture 32 2005
An opportunity for judicial review of any decision to revoke or 64
forfeit a patent shall be available. (@) 2005 64 104
2005 117A
25 (4
104
105 106
117A
@
15 16 17 18 19
20 25 4 28 51 54 57
60 61 63 66 69 (3) 78
84 1 O 85 88 91 92
9%
25
4)
Article 33: Term of Protection 33 2005 20 2005
The term of protection available shall not end before the 20 53 53
expiration of a period of twenty years counted from the filing date. (@) 2002 ( )
20
Article 34: Process Patents: Burden of Proof 34 2005
1. For the purposes of civil proceedings in respect of the| (1) 28 (1)(b) 104A @
infringement of the rights of the owner referred to in paragraph (@) (b)
1(b) of Article 28, if the subject matter of a patent is a process for
obtaining a product, the judicial authorities shall have the
authority to order the defendant to prove that the process to
obtain an identical product is different from the patented process. @
Therefore, Members shall provide, in at least one of the following (b) 2005 104A (1)
circumstances, that any identical product when produced without ()
the consent of the patent owner shall, in the absence of proof to the
contrary, be deemed to have been obtained by the patented
process:
(a) if the product obtained by the patented process is new; @
@ @
(b) if there is a substantial likelihood that the identical product | (b)
was made by the process and the owner of the patent has been
unable through reasonable efforts to determine the process
actually used.
2. Any Member shall be free to provide that the burden of proof | (2) QO @ (b)
indicated in paragraph 1 shall be on the alleged infringer only if
the condition referred to in subparagraph (a) is fulfilled or only if (@)
the condition referred to in subparagraph (b) is fulfilled.
3. In the adduction of proof to the contrary, the legitimate interests | (3)
of defendants in protecting their manufacturing and business
secrets shall be taken into account.
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SECTION 6: LAYOUT-DESIGNS (TOPOGRAPHIES) OF 6 WTO
INTEGRATED CIRCUITS
Avrticle 35: Relation to the IPIC Treaty 35 The Semiconductor Integrated Circuits Layout-Design
Act, 2000 IP/N/Y/IND/L/1
Members agree to provide protection to the layout-designs ( The Semiconductor Integrated Circuits Layout-Design
(topographies) of integrated circuits (referred to in this Agreement Rules, 2001 1P/N/1/IND/L/2
as “layout-designs”) in accordance with Articles 2 through 7 (other 7 (3)
than paragraph 3 of Article 6), Article 12 and paragraph 3 of 12 16 (3
Article 16 of the Treaty on Intellectual Property in Respect of 38
Integrated Circuits and, in addition, to comply with the following
provisions.
Avrticle 36: Scope of the Protection 36 The Semiconductor Integrated Circuits Layout-Design Act, 2000 2000
Subject to the provisions of paragraph 1 of Article 37, Members (@) 7. (1) A layout-design— 2000 7
shall consider unlawful the following acts if performed without the (@) which is not original; or @
authorization of the right holder: importing, selling, or otherwise ( (b) which has been commercially exploited anywhere in India or | (b)
distributing for commercial purposes a protected layout-design, an in a convention country; or (©
integrated circuit in which a protected layout-design is ) (c) which is not inherently distinctive; or (d)
incorporated, or an article incorporating such an integrated circuit (d) which is not inherently capable of being distinguishable from
only in so far as it continues to contain an unlawfully reproduced any other registered layout-design,
layout-design. shall not be registered as a layout-design:
17. Subject to the other provisions of this Act, the registration of a
layout-design shall, if valid, give to the registered proprietor of 2000 17
layout-design the exclusive right to the use of the layout-design
and to obtain relief in respect of infringement in the manner
provided by this Act.
18. (1) A registered layout-design is infringed by a person who, 2000
not being the registered proprietor of the layout-design or a 18 (D)(b)
registered user thereof—
(b) subject to the provisions of sub-section (5) , does any act of
importing or selling or otherwise distributing for commercial
purposes a registered layout-design or a semiconductor
integrated circuit incorporating such registered layout-design or
an article incorporating such a semiconductor integrated circuit
containing such registered layout-design for the use of which
such person is not entitled under this Act.
Article 37: Acts Not Requiring the Authorization of the Right 37 The Semiconductor Integrated Circuits Layout-Design Act, 2000
Holder 18. (2) Notwithstanding anything contained in section 17, 2000 18 (2
1. Notwithstanding Article 36, no Member shall consider unlawful | (1) sub-section (1) or sub-section (5), the performance of the act of
the performance of any of the acts referred to in that Article in reproduction referred to in clause (a) of sub-section (1), where
respect of an integrated circuit incorporating an unlawfully such act is performed for the limited purposes of scientific
reproduced layout-design or any article incorporating such an evaluation, analysis, research or teaching, shall not constitute act
integrated circuit where the person performing or ordering such of infringement within the meaning of that clause.
acts did not know and had no reasonable ground to know, when 69. No suit or other legal proceedings shall lie against any person 2000
acquiring the integrated circuit or article incorporating such an in respect of anything which is in good faith done or intended to 69
integrated circuit, that it incorporated an unlawfully reproduced be done in pursuance of this Act.
layout-design. Members shall provide that, after the time that 71. Where a registered layout-design, or a semiconductor 2000
such person has received sufficient notice that the layout-design integrated circuit in which a registered layout-design is 71

was unlawfully reproduced, that person may perform any of the
acts with respect to the stock on hand or ordered before such time,
but shall be liable to pay to the right holder a sum equivalent to a
reasonable royalty such as would be payable under a freely
negotiated licence in respect of such a layout-design.

incorporated, or an article incorporating such a semiconductor
integrated circuit is sold or has been contracted for sale, the seller
shall be deemed to warrant that the registration, of such
layout-design or the layout-design so incorporated is genuine
within the meaning of this Act unless the contrary is expressed in
writing signed by or on behalf of the seller and delivered at the
time of the sale or contract to sell of such layout-design, or
semiconductor integrated circuit or article, as the case may be,
and accepted by the buyer.
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2. The conditions set out in subparagraphs (a) through (k) of
Article 31 shall apply mutatis mutandis in the event of any
non-voluntary licensing of a layout-design or of its use by or for the
government without the authorization of the right holder.

@ 3 @ K

Article 38: Term of Protection

1. In Members requiring registration as a condition of protection,
the term of protection of layout-designs shall not end before the
expiration of a period of 10 years counted from the date of filing an
application for registration or from the first commercial
exploitation wherever in the world it occurs.

38
(1)

10

The Semiconductor Integrated Circuits Layout-Design Act, 2000
3. (1) The Central Government may, by notification in the Official
Gazette, appoint a person to be known as the Registrar of
Semiconductor Integrated Circuits Layout-Design for the
purposes of this Act.

15. The registration of a layout-design shall be only for a period of
ten years counted from the date of filing an application for
registration or from the date of first commercial exploitation
anywhere in India or in any country whichever is earlier.

Registrar

(Ministry of Communications and
Information Technology) (Department of
Information Technology) = Semiconductor Integrated
Circuits Layout-Design Registry

10
(The  Semiconductor  Integrated  Circuits
Layout-Design Act, 2000 15 )

2. In Members not requiring registration as a condition for
protection, layout-designs shall be protected for a term of no less
than 10 years from the date of the first commercial exploitation
wherever in the world it occurs.

2

10

3. Notwithstanding paragraphs 1 and 2, a Member may provide
that protection shall lapse 15 years after the creation of the
layout-design.

@O @
15

SECTION 7 PROTECTION OF UNDISCLOSED
INFORMATION
Article 39:

1. In the course of ensuring effective protection against unfair
competition as provided in Article 10bis of the Paris Convention
(1967), Members shall protect undisclosed information in
accordance with paragraph 2 and data submitted to governments
or governmental agencies in accordance with paragraph 3.

7

39
(1) 1967 10 2

2
©)

2. Natural and legal persons shall have the possibility of
preventing information lawfully within their control from being
disclosed to, acquired by, or used by others without their consent in
a manner contrary to honest commercial practices so long as such
information:

2
@ ©

(a) is secret in the sense that it is not, as a body or in the precise
configuration and assembly of its components, generally known
among or readily accessible to persons within the circles that
normally deal with the kind of information in question;

@

(b) has commercial value because it is secret; and

(b)

(c) has been subject to reasonable steps under the circumstances,
by the person lawfully in control of the information, to keep it
secret.

©

3. Members, when requiring, as a condition of approving the
marketing of pharmaceutical or of agricultural chemical products
which utilize new chemical entities, the submission of undisclosed
test or other data, the origination of which involves a considerable
effort, shall protect such data against unfair commercial use. In
addition, Members shall protect such data against disclosure,
except where necessary to protect the public, or unless steps are
taken to ensure that the data are protected against unfair
commercial use.

)

SECTION 8: CONTROL OF ANTI-COMPETITIVE PRACTICES
IN CONTRACTUAL LICENCES

Article 40

1. Members agree that some licensing practices or conditions
pertaining to intellectual property rights which restrain

40
(1)
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competition may have adverse effects on trade and may impede
the transfer and dissemination of technology.

2. Nothing in this Agreement shall prevent Members from
specifying in their legislation licensing practices or conditions that
may in particular cases constitute an abuse of intellectual
property rights having an adverse effect on competition in the
relevant market. As provided above, a Member may adopt,
consistently with the other provisions of this Agreement,
appropriate measures to prevent or control such practices, which
may include for example exclusive grantback conditions,
conditions preventing challenges to validity and coercive package
licensing, in the light of the relevant laws and regulations of that
Member.

2

3. Each Member shall enter, upon request, into consultations with
any other Member which has cause to believe that an intellectual
property right owner that is a national or domiciliary of the
Member to which the request for consultations has been
addressed is undertaking practices in violation of the requesting
Member's laws and regulations on the subject matter of this
Section, and which wishes to secure compliance with such
legislation, without prejudice to any action under the law and to
the full freedom of an ultimate decision of either Member. The
Member addressed shall accord full and sympathetic
consideration to, and shall afford adequate opportunity for,
consultations with the requesting Member, and shall cooperate
through supply of publicly available non-confidential information
of relevance to the matter in question and of other information
available to the Member, subject to domestic law and to the
conclusion of mutually satisfactory agreements concerning the
safeguarding of its confidentiality by the requesting Member.

3)

4. A Member whose nationals or domiciliaries are subject to
proceedings in another Member concerning alleged violation of
that other Member's laws and regulations on the subject matter of
this Section shall, upon request, be granted an opportunity for
consultations by the other Member under the same conditions as
those foreseen in paragraph 3.

(4)

)
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WIPO WIPO 1975 5 1
1928 4 1
WTO 1998 12 7
WTO

)

WTO

- The Patents (Amendment) Ordinance, 1994

- The Patents Rules, 2003

- Patents (Amendment) Act, 2005

- Designs Act, 2000

- Geographical Indications of Goods (Registration and Protection) Act, 1999

- The Geographical Indications of Goods (Registration and Protection) Rules,
2002

- Trade Marks Act, 1999

- The Trade Marks Rules, 2002.

TRIPS
1891 4 14
1967 6 14
1958 10 31
(3)

2005 (h)
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Avrticle 1: Establishment of the Union; Scope of Industrial Property
(1) The countries to which this Convention applies constitute a
Union for the protection of industrial property.

(2) The protection of industrial property has as its object patents,
utility models, industrial designs, trademarks, service marks,
trade names, indications of source or appellations of origin, and
the repression of unfair competition.

(3) Industrial property shall be understood in the broadest sense
and shall apply not only to industry and commerce proper, but
likewise to agricultural and extractive industries and to all
manufactured or natural products, for example, wines, grain,
tobacco leaf, fruit, cattle, minerals, mineral waters, beer, flowers,
and flour.

(4) Patents shall include the various kinds of industrial patents
recognized by the laws of the countries of the Union, such as
patents of importation, patents of improvement, patents and
certificates of addition, etc.

()
2

3)

(4)

2005

()

Article 2: National Treatment for Nationals of Countries of the
Union

(1) Nationals of any country of the Union shall as regards the
protection of industrial property, enjoy in all the other countries of
the Union the advantages that their respective laws now grant, or
may hereafter grant, to nationals; all without prejudice to the
rights specially provided for by this Convention. Consequently,
they shall have the same protection as the latter, and the same
legal remedy against any infringement of their rights, provided
that the conditions and formalities imposed upon nationals are
complied with.

()

(1)

154

1999

PCT

(2) However, no requirement as to domicile or establishment in the
country where protection is claimed may be imposed upon
nationals of countries of the Union for the enjoyment of any
industrial property rights.

(3) The provisions of the laws of each of the countries of the Union
relating to judicial and administrative procedure and to
jurisdiction, and to the designation of an address for service or the
appointment of an agent, which may be required by the laws on
industrial property are expressly reserved.

2

)

Avrticle 3: Same Treatment for Certain Categories of Persons as for
Nationals of Countries of the Union

Nationals of countries outside the Union who are domiciled or
who have real and effective industrial or commercial
establishments in the territory of one of the countries of the Union
shall be treated in the same manner as nationals of the countries
of the Union.
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Article 4: A to |. Patents, Utility Models, Industrial Designs,
Marks, Inventors' Certificates: Right of Priority

G. Patents: Division of the Application

A.(1) Any person who has duly filed an application for a patent, or
for the registration of a utility model, or of an industrial design, or
of a trademark, in one of the countries of the Union, or his
successor in title, shall enjoy, for the purpose of filing in the other
countries, a right of priority during the periods hereinafter fixed.
(2) Any filing that is equivalent to a regular national filing under
the domestic legislation of any country of the Union or under
bilateral or multilateral treaties concluded between countries of
the Union shall be recognized as giving rise to the right of priority.
(3) By a regular national filing is meant any filing that is adequate
to establish the date on which the application was filed in the
country concerned, whatever may be the subsequent fate of the
application.

()

2

)

B. Consequently, any subsequent filing in any of the other
countries of the Union before the expiration of the periods referred
to above shall not be invalidated by reason of any acts
accomplished in the interval, in particular, another filing, the
publication or exploitation of the invention, the putting on sale of
copies of the design, or the use of the mark, and such acts cannot
give rise to any third—party right or any right of personal
possession. Rights acquired by third parties before the date of the
first application that serves as the basis for the right of priority are
reserved in accordance with the domestic legislation of each
country of the Union

(1)

2005
135
1) 6

2000

()

@
(b)
(1)

154
(2

1883

12

1967

12

1999

1979

C. (1) The periods of priority referred to above shall be twelve
months for patents and utility models, and six months for
industrial designs and trademarks.

(2) These periods shall start from the date of filing of the first
application; the day of filing shall not be included in the period.

@» @
12

2

12 2005
6 2000
6 1999

135
4 (1)@
154 (2)

@

(3) If the last day of the period is an official holiday, or a day when
the Office is not open for the filing of applications in the country
where protection is claimed, the period shall be extended until the
first following working day.

(4) A subsequent application concerning the same subject as a
previous first application within the meaning of paragraph (2),
above, filed in the same country of the Union shall be considered
as the first application, of which the filing date shall be the
starting point of the period of priority, if, at the time of filing the
subsequent application, the said previous application has been
withdrawn, abandoned, or refused, without having been laid open
to public inspection and without leaving any rights outstanding,
and if it has not yet served as a basis for claiming a right of
priority. The previous application may not thereafter serve as a
basis for claiming a right of priority.

)

@)

D. (1) Any person desiring to take advantage of the priority of a
previous filing shall be required to make a declaration indicating
the date of such filing and the country in which it was made. Each
country shall determine the latest date on which such declaration
must be made.

(2) These particulars shall be mentioned in the publications issued
by the competent authority, and in particular in the patents and
the specifications relating thereto.

(3) The countries of the Union may require any person making a
declaration of priority to produce a copy of the application

()

@)

)

2005
@ 10

138
(1)

136

133
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(description, drawings, etc.) previously filed. The copy, certified as Controller
correct by the authority which received such application, shall not
require any authentication, and may in any case be filed, without
fee, at any time within three months of the filing of the subsequent (3)
application. They may require it to be accompanied by a certificate
from the same authority showing the date of filing, and by a
translation.

(4) No other formalities may be required for the declaration of | (4)
priority at the time of filing the application. Each country of the
Union shall determine the consequences of failure to comply with
the formalities prescribed by this Article, but such consequences
shall in no case go beyond the loss of the right of priority.

(5) Subsequently, further proof may be required. 5)

Any person who avails himself of the priority of a previous
application shall be required to specify the number of that 2
application; this number shall be published as provided for by
paragraph (2), above.

E. (1) Where an industrial design is filed in a country by virtue of a (@)
right of priority based on the filing of a utility model, the period of
priority shall be the same as that fixed for industrial designs.

(2) Furthermore, it is permissible to file a utility model in a| (2)
country by virtue of a right of priority based on the filing of a 2
patent application, and vice versa.

F. No country of the Union may refuse a priority or a patent 2005

application on the ground that the applicant claims multiple 137

priorities, even if they originate in different countries, or on the (@) 2 1 2

ground that an application claiming one or more priorities 1

contains one or more elements that were not included in the 135 (1)

application or applications whose priority is claimed, provided

that, in both cases, there is unity of invention within the meaning 12

of the law of the country. 2 1 2
With respect to the elements not included in the application or

applications whose priority is claimed, the filing of the subsequent

application shall give rise to a right of priority under ordinary

conditions.

G. (1) If the examination reveals that an application for a patent (@) 2005

contains more than one invention, the applicant may divide the 7

application into a certain number of divisional applications and (@) 1

preserve as the date of each the date of the initial application and
the benefit of the right of priority, if any.

16

(2) The applicant may also, on his own initiative, divide a patent | (2) (@)

application and preserve as the date of each divisional application 2
the date of the initial application and the benefit of the right of
priority, if any. Each country of the Union shall have the right to
determine the conditions under which such division shall be
authorized.

H. Priority may not be refused on the ground that certain 2005

elements of the invention for which priority is claimed do not 137

appear among the claims formulated in the application in the 2 1 2
country of origin, provided that the application documents as a
whole specifically disclose such elements.

I. (1) Applications for inventors’ certificates filed in a country in (@)
which applicants have the right to apply at their own option either
for a patent or for an inventor’s certificate shall give rise to the
right of priority provided for by this Article, under the same
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conditions and with the same effects as applications for patents.

(2) In a country in which applicants have the right to apply at
their own option either for a patent or for an inventor’s certificate,
an applicant for an inventor’s certificate shall, in accordance with
the provisions of this Article relating to patent applications, enjoy
a right of priority based on an application for a patent, a utility
model, or an inventor’s certificate.

2

Article 4bis: Patents: Independence of Patents Obtained for the
Same Invention in Different Countries

(1) Patents applied for in the various countries of the Union by
nationals of countries of the Union shall be independent of patents
obtained for the same invention in other countries, whether
members of the Union or not.

(2) The foregoing provision is to be understood in an unrestricted
sense, in particular, in the sense that patents applied for during
the period of priority are independent, both as regards the grounds
for nullity and forfeiture, and as regards their normal duration.

(3) The provision shall apply to all patents existing at the time
when it comes into effect.

(4) Similarly, it shall apply, in the case of the accession of new
countries, to patents in existence on either side at the time of
accession.

(5) Patents obtained with the benefit of priority shall, in the
various countries of the Union, have duration equal to that which
they would have, had they been applied for or granted without the
benefit of priority.

()

(D)

3D
@D

®)

Avrticle 4ter: Patents: Mention of the Inventor in the Patent
The inventor shall have the right to be mentioned as such in the
patent.

Avrticle 4quater: Patents: Patentability in Case of Restrictions of
Sale by Law

The grant of a patent shall not be refused and a patent shall not
be invalidated on the ground that the sale of the patented product
or of a product obtained by means of a patented process is subject
to restrictions or limitations resulting from the domestic law.

Article 5

A. Patents: Importation of Articles; Failure to Work or Insufficient
Working; Compulsory Licenses

(1) Importation by the patentee into the country where the patent
has been granted of articles manufactured in any of the countries
of the Union shall not entail forfeiture of the patent.

(2) Each country of the Union shall have the right to take
legislative measures providing for the grant of compulsory licenses
to prevent the abuses which might result from the exercise of the
exclusive rights conferred by the patent, for example, failure to
work.

(3) Forfeiture of the patent shall not be provided for except in cases
where the grant of compulsory licenses would not have been
sufficient to prevent the said abuses. No proceedings for the
forfeiture or revocation of a patent may be instituted before the
expiration of two years from the grant of the first compulsory
license.

(4) A compulsory license may not be applied for on the ground of
failure to work or insufficient working before the expiration of a
period of four years from the date of filing of the patent application
or three years from the date of the grant of the patent, whichever
period expires last; it shall be refused if the patentee justifies his
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3

4)

2005
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(1)
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85
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47
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inaction by legitimate reasons. Such a compulsory license shall be
non—exclusive and shall not be transferable, even in the form of
the grant of a sub-license, except with that part of the enterprise
or goodwill which exploits such license.

(5) The foregoing provisions shall be applicable, mutatis mutandis,
to utility models.

®)D)

4)

B. Industrial Designs: Failure to Work; Importation of Articles
The protection of industrial designs shall not, under any
circumstance, be subject to any forfeiture, either by reason of
failure to work or by reason of the importation of articles
corresponding to those which are protected.

C. Marks: Failure to Use; Different Forms; Use by Co—proprietors
(1) If, in any country, use of the registered mark is compulsory, the
registration may be cancelled only after a reasonable period, and
then only if the person concerned does not justify his inaction.

(2) Use of a trademark by the proprietor in a form differing in
elements which do not alter the distinctive character of the mark
in the form in which it was registered in one of the countries of the
Union shall not entail invalidation of the registration and shall not
diminish the protection granted to the mark.

(3) Concurrent use of the same mark on identical or similar goods
by industrial or commercial establishments considered as
co—proprietors of the mark according to the provisions of the
domestic law of the country where protection is claimed shall not
prevent registration or diminish in any way the protection granted
to the said mark in any country of the Union, provided that such
use does not result in misleading the public and is not contrary to
the public interest.

(1)

2
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1999
47
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(b)

46

(1)

47

D. Patents, Utility Models, Marks, Industrial Designs: Marking

No indication or mention of the patent, of the utility model, of
the registration of the trademark, or of the deposit of the industrial
design, shall be required upon the goods as a condition of
recognition of the right to protection.

Avrticle 5bis: All Industrial Property Rights: Period of Grace for the
Payment of Fees for the Maintenance of Rights; Patents:
Restoration

(1) A period of grace of not less than six months shall be allowed for
the payment of the fees prescribed for the maintenance of
industrial property rights, subject, if the domestic legislation so
provides, to the payment of a surcharge.

(2) The countries of the Union shall have the right to provide for
the restoration of patents which have lapsed by reason of
non—payment of fees.
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Avrticle Ster: Patents: Patented Devices Forming Part of Vessels,
Aircraft, or Land Vehicles

In any country of the Union the following shall not be considered
as infringements of the rights of a patentee:
(i) the use on board vessels of other countries of the Union of
devices forming the subject of his patent in the body of the vessel,
in the machinery, tackle, gear and other accessories, when such
vessels temporarily or accidentally enter the waters of the said
country, provided that such devices are used there exclusively for
the needs of the vessel;
(i) the use of devices forming the subject of the patent in the
construction or operation of aircraft or land vehicles of other
countries of the Union, or of accessories of such aircraft or land
vehicles, when those aircraft or land vehicles temporarily or
accidentally enter the said country.

2005
49

(1)

@

(®)

Avrticle 5quater: Patents: Importation of Products Manufactured
by a Process Patented in the Importing Country

When a product is imported into a country of the Union where
there exists a patent protecting a process of manufacture of the
said product, the patentee shall have all the rights, with regard to
the imported product, that are accorded to him by the legislation of
the country of importation, on the basis of the process patent, with
respect to products manufactured in that country.
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48

@

(®)

47

Avrticle 5quinquies: Industrial Designs
Industrial designs shall be protected in all the countries of the
Union.

2000

©)
(d)
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Article 6: Marks: Conditions of Registration; Independence of
Protection of Same Mark in Different Countries

(1) The conditions for the filing and registration of trademarks
shall be determined in each country of the Union by its domestic
legislation.

(2) However, an application for the registration of a mark filed by a
national of a country of the Union in any country of the Union
may not be refused, nor may a registration be invalidated, on the
ground that filing, registration, or renewal, has not been effected
in the country of origin.

(3) A mark duly registered in a country of the Union shall be
regarded as independent of marks registered in the other
countries of the Union, including the country of origin.
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1999
18
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Article 6bis: Marks: Well-Known Marks 1999 1999 9
(1) The countries of the Union undertake, ex officio if their | (1) 9 (@)
legislation so permits, or at the request of an interested party, to (@) @
refuse or to cancel the registration, and to prohibit the use, of a @
trademark which constitutes a reproduction, an imitation, or a (b)
translation, liable to create confusion, of a mark considered by the (b)
competent authority of the country of registration or use to be well
known in that country as being already the mark of a person (©
entitled to the benefits of this Convention and used for identical or
similar goods. These provisions shall also apply when the essential (©
part of the mark constitutes a reproduction of any such
well-known mark or an imitation liable to create confusion
therewith.
@Q) @ @

(2) A period of at least five years from the date of registration shall @ @
be allowed for requesting the cancellation of such a mark. The (b)
countries of the Union may provide for a period within which the (b) (©
prohibition of use must be requested. (3)
(3) No time limit shall be fixed for requesting the cancellation or (©
the prohibition of the use of marks registered or used in bad faith. (d) 1950 ( ) (Emblems

and Names(Prevention of Improper Use)Act)

©)

@)

(b)

©

1 1999 1

@

(@)

(b)
Article 6ter: Marks: Prohibitions concerning State Emblems, 1999
Official Hallmarks, and Emblems of Intergovernmental 9
Organizations 2
(1) (@ The countries of the Union agree to refuse or to invalidate | (1) a @
the registration, and to prohibit by appropriate measures the use,
without authorization by the competent authorities, either as (b)
trademarks or as elements of trademarks, of armorial bearings,
flags, and other State emblems, of the countries of the Union, (©
official signs and hallmarks indicating control and warranty (d) 1950 ( ) (Emblems
adopted by them, and any imitation from a heraldic point of view. and Names(Prevention of Improper Use)Act)
(b) The provisions of subparagraph (a), above, shall apply equally
to armorial bearings, flags, other emblems, abbreviations, and | b (a)

names, of international intergovernmental organizations of which
one or more countries of the Union are members, with the
exception of armorial bearings, flags, other emblems,
abbreviations, and names, that are already the subject of
international agreements in force, intended to ensure their
protection.

147




(©) No country of the Union shall be required to apply the
provisions of subparagraph (b), above, to the prejudice of the
owners of rights acquired in good faith before the entry into force,
in that country, of this Convention. The countries of the Union
shall not be required to apply the said provisions when the use or
registration referred to in subparagraph (a), above, is not of such a
nature as to suggest to the public that a connection exists between
the organization concerned and the armorial bearings, flags,
emblems, abbreviations, and names, or if such use or registration
is probably not of such a nature as to mislead the public as to the
existence of a connection between the user and the organization.

(b)

@

(®)

1999

@
(b)

(2) Prohibition of the use of official signs and hallmarks indicating
control and warranty shall apply solely in cases where the marks
in which they are incorporated are intended to be used on goods of
the same or a similar kind.

2

(3) (@) For the application of these provisions, the countries of the
Union agree to communicate reciprocally, through the
intermediary of the International Bureau, the list of State
emblems, and official signs and hallmarks indicating control and
warranty, which they desire, or may hereafter desire, to place
wholly or within certain limits under the protection of this Article,
and all subsequent modifications of such list. Each country of the
Union shall in due course make available to the public the lists so
communicated. Nevertheless such communication is not
obligatory in respect of flags of States.

(b) The provisions of subparagraph (b) of paragraph (1) of this
Article shall apply only to such armorial bearings, flags, other
emblems, abbreviations, and names, of international
intergovernmental organizations as the latter have communicated
to the countries of the Union through the intermediary of the
International Bureau.

a (@)

b (1)b)

2

(4) Any country of the Union may, within a period of twelve
months from the receipt of the notification, transmit its objections,
if any, through the intermediary of the International Bureau, to
the country or international intergovernmental organization
concerned.

)
12

3)

(5) In the case of State flags, the measures prescribed by
paragraph (1), above, shall apply solely to marks registered after
November 6, 1925.

G)D)

1925

1

(6) In the case of State emblems other than flags, and of official
signs and hallmarks of the countries of the Union, and in the case
of armorial bearings, flags, other emblems, abbreviations, and
names, of international intergovernmental organizations, these
provisions shall apply only to marks registered more than two
months after receipt of the communication provided for in
paragraph (3), above.

©

3)

(7) In cases of bad faith, the countries shall have the right to cancel
even those marks incorporating State emblems, signs, and
hallmarks, which were registered before November 6, 1925.

()
1

1925

(8) Nationals of any country who are authorized to make use of the
State emblems, signs, and hallmarks, of their country may use
them even if they are similar to those of another country.

)
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(9) The countries of the Union undertake to prohibit the
unauthorized use in trade of the State armorial bearings of the
other countries of the Union, when the use is of such a nature as to
be misleading as to the origin of the goods.

©)

(10) The above provisions shall not prevent the countries from
exercising the right given in paragraph (3) of Article 6quinquies,
Section B, to refuse or to invalidate the registration of marks
incorporating, without authorization, armorial bearings, flags,
other State emblems, or official signs and hallmarks adopted by a
country of the Union, as well as the distinctive signs of
international intergovernmental organizations referred to in
paragraph (1), above.

(10)

(1)

Avrticle 6quater: Marks: Assignment of Marks

(1) When, in accordance with the law of a country of the Union, the
assignment of a mark is valid only if it takes place at the same
time as the transfer of the business or goodwill to which the mark
belongs, it shall suffice for the recognition of such validity that the
portion of the business or goodwill located in that country be
transferred to the assignee, together with the exclusive right to
manufacture in the said country, or to sell therein, the goods
bearing the mark assigned.

(2) The foregoing provision does not impose upon the countries of
the Union any obligation to regard as valid the assignment of any
mark the use of which by the assignee would, in fact, be of such a
nature as to mislead the public, particularly as regards the origin,
nature, or essential qualities, of the goods to which the mark is
applied.

()

(D)

1999
38

Avrticle 6quinquies: Marks: Protection of Marks Registered in One
Country of the Union in the Other Countries of the Union

A. (1) Every trademark duly registered in the country of origin
shall be accepted for filing and protected as is in the other
countries of the Union, subject to the reservations indicated in this
Avrticle. Such countries may, before proceeding to final registration,
require the production of a certificate of registration in the country
of origin, issued by the competent authority. No authentication
shall be required for this certificate.

(2) Shall be considered the country of origin the country of the
Union where the applicant has a real and effective industrial or
commercial establishment, or, if he has no such establishment
within the Union, the country of the Union where he has his
domicile, or, if he has no domicile within the Union but is a
national of a country of the Union, the country of which he is a
national.

()

2

1999
154

(1)

B. Trademarks covered by this Article may be neither denied
registration nor invalidated except in the following cases:

(i) when they are of such a nature as to infringe rights acquired by
third parties in the country where protection is claimed;

(if) when they are devoid of any distinctive character, or consist
exclusively of signs or indications which may serve, in trade, to
designate the kind, quality, quantity, intended purpose, value,
place of origin, of the goods, or the time of production, or have
become customary in the current language or in the bona fide and
established practices of the trade of the country where protection
is claimed;
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1999

(1)
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©)
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(iii) when they are contrary to morality or public order and, in | 3 2 2
particular, of such a nature as to deceive the public. It is @ @
understood that a mark may not be considered contrary to public (b)
order for the sole reason that it does not conform to a provision of (b) (©
the legislation on marks, except if such provision itself relates to
public order. (©
This provision is subject, however, to the application of Article (d) 1950 ( ) (Emblems
10bis. and Names(Prevention of Improper Use)Act)
1 1

L 12

@)

(b)

@

@)

(b)
C. (1) In determining whether a mark is eligible for protection, all (@)
the factual circumstances must be taken into consideration,
particularly the length of time the mark has been in use.
(2) No trademark shall be refused in the other countries of the | (2)
Union for the sole reason that it differs from the mark protected in
the country of origin only in respect of elements that do not alter
its distinctive character and do not affect its identity in the form in
which it has been registered in the said country of origin.
D. No person may benefit from the provisions of this Article if the
mark for which he claims protection is not registered in the
country of origin.
E. However, in no case shall the renewal of the registration of the
mark in the country of origin involve an obligation to renew the
registration in the other countries of the Union in which the mark
has been registered.
F. The benefit of priority shall remain unaffected for applications 154
for the registration of marks filed within the period fixed by Article 2
4, even if registration in the country of origin is effected after the
expiration of such period.

6

Article 6sexies: Marks: Service Marks 1958

The countries of the Union undertake to protect service marks.
They shall not be required to provide for the registration of such
marks.

1999
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Avrticle 6septies: Marks: Registration in the Name of the Agent or
Representative of the Proprietor Without the Latter’s
Authorization

(1) If the agent or representative of the person who is the
proprietor of a mark in one of the countries of the Union applies,
without such proprietor’s authorization, for the registration of the
mark in his own name, in one or more countries of the Union, the
proprietor shall be entitled to oppose the registration applied for or
demand its cancellation or, if the law of the country so allows, the
assignment in his favor of the said registration, unless such agent
or representative justifies his action.

()

(2) The proprietor of the mark shall, subject to the provisions of
paragraph (1), above, be entitled to oppose the use of his mark by
his agent or representative if he has not authorized such use.

2

()

(3) Domestic legislation may provide an equitable time limit
within which the proprietor of a mark must exercise the rights
provided for in this Article.

)

Article 7: Marks: Nature of the Goods to which the Mark is
Applied

The nature of the goods to which a trademark is to be applied
shall in no case form an obstacle to the registration of the mark.

Article 7bis: Marks: Collective Marks

(1) The countries of the Union undertake to accept for filing and to
protect collective marks belonging to associations the existence of
which is not contrary to the law of the country of origin, even if
such associations do not possess an industrial or commercial
establishment.

(2) Each country shall be the judge of the particular conditions
under which a collective mark shall be protected and may refuse
protection if the mark is contrary to the public interest.

(3) Nevertheless, the protection of these marks shall not be refused
to any association the existence of which is not contrary to the law
of the country of origin, on the ground that such association is not
established in the country where protection is sought or is not
constituted according to the law of the latter country.
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Article 8: Trade Names

A trade name shall be protected in all the countries of the Union
without the obligation of filing or registration, whether or not it
forms part of a trademark.

Article 9: Marks, Trade Names: Seizure, on Importation, etc., of
Goods Unlawfully Bearing a Mark or Trade Name

(1) All goods unlawfully bearing a trademark or trade name shall
be seized on importation into those countries of the Union where
such mark or trade name is entitled to legal protection.

(2) Seizure shall likewise be effected in the country where the
unlawful affixation occurred or in the country into which the goods
were imported.

()

2

1999
140

(1)

©)c)

29

(3) Seizure shall take place at the request of the public prosecutor,
or any other competent authority, or any interested party, whether
a natural person or a legal entity, in conformity with the domestic
legislation of each country.

(4) The authorities shall not be bound to effect seizure of goods in
transit.

)

(4)
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(5) If the legislation of a country does not permit seizure on
importation, seizure shall be replaced by prohibition of
importation or by seizure inside the country.

(6) If the legislation of a country permits neither seizure on
importation nor prohibition of importation nor seizure inside the
country, then, until such time as

the legislation is modified accordingly, these measures shall be
replaced by the actions and remedies available in such cases to
nationals under the law of such country.

®)

©

Article 10: False Indications: Seizure, on Importation, etc., of
Goods Bearing False Indications as to their Source or the Identity
of the Producer

(1) The provisions of the preceding Article shall apply in cases of
direct or indirect use of a false indication of the source of the goods
or the identity of the producer, manufacturer, or merchant.

(2) Any producer, manufacturer, or merchant, whether a natural
person or a legal entity, engaged in the production or manufacture
of or trade in such goods and established either in the locality
falsely indicated as the source, or in the region where such locality
is situated, or in the country falsely indicated, or in the country
where the false indication of source is used, shall in any case be
deemed an interested party.

10

()

D)

1999
103

6 3 50,000
200,000

@

(b)

d

e 139

M 139

Avrticle 10bis: Unfair Competition

(1) The countries of the Union are bound to assure to nationals of
such countries effective protection against unfair competition.

(2) Any act of competition contrary to honest practices in industrial
or commercial matters constitutes an act of unfair competition.

(3) The following in particular shall be prohibited:

(i) all acts of such a nature as to create confusion by any means
whatever with the establishment, the goods, or the industrial or
commercial activities, of a competitor;

(i1) false allegations in the course of trade of such a nature as to
discredit the establishment, the goods, or the industrial or
commercial activities, of a competitor;

(iii) indications or allegations the use of which in the course of
trade is liable to mislead the public as to the nature, the
manufacturing process, the characteristics, the suitability for their
purpose, or the quantity, of the goods.

10
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Article 10ter: Marks, Trade Names, False Indications, Unfair
Competition: Remedies, Right to Sue

(1) The countries of the Union undertake to assure to nationals of
the other countries of the Union appropriate legal remedies
effectively to repress all the acts referred to in Articles 9, 10, and
10bis.

(2) They undertake, further, to provide measures to permit
federations and associations representing interested industrialists,
producers, or merchants, provided that the existence of such
federations and associations is not contrary to the laws of their
countries, to take action in the courts or before the administrative
authorities, with a view to the repression of the acts referred to in
Articles 9, 10, and 10bis, in so far as the law of the country in

10

()

2

checklist of issues on enforcement (IP/N/6/IND/1, 29 Nov. 2001)
Special Requirements Related to Border Measures

15. Indicate for which goods it is possible to apply for the
suspension by the customs authorities of the release into free
circulation, in particular whether these procedures are available
also in respect of goods which involve infringements of
intellectual property rights other than counterfeit trademark or
pirated copyright goods as defined in the TRIPS Agreement
(footnote to Article 51). Specify, together with relevant criteria,
any imports excluded from the application of such procedures
(such as goods from another member of a customs union, goods
in transit or de minimis imports). Do the procedures apply to
imports of goods put on the market in another country by or with

2000 11 29

(IP/N/6/IND/1)

1999

15

1957
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which protection is claimed allows such action by federations and
associations of that country.

the consent of the right holder and to goods destined for
exportation?

The proprietor or a licensee of a registered trademark may give
notice in writing to the Commissioner of Customs to prohibit the
importation of goods if the import of such goods constitutes
infringement under the Trade Marks Act, 1999, to enable
appropriate action by the Customs Authorities. The owner of
the copyright in any work or his duly authorised agent can apply
to the Registrar of Copyright to prohibit the import of copies that
would infringe copyright within the meaning of the Indian
Copyright Act, 1957.

Border measures are applicable to both imports and exports.
Goods in transit are not liable to be detained by the Customs
Authorities, since they do not pass through normal customs
clearance procedures.

Article 11: Inventions, Utility Models, Industrial Designs, Marks:
Temporary Protection at Certain International Exhibitions

(1) The countries of the Union shall, in conformity with their
domestic legislation, grant temporary protection to patentable
inventions, utility models, industrial designs, and trademarks, in
respect of goods exhibited at official or officially recognized
international exhibitions held in the territory of any of them.

(2) Such temporary protection shall not extend the periods
provided by Article 4. If, later, the right of priority is invoked, the
authorities of any country may provide that the period shall start
from the date of introduction of the goods into the exhibition.

(3) Each country may require, as proof of the identity of the article
exhibited and of the date of its introduction, such documentary
evidence as it considers necessary.

1
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Avrticle 12: Special National Industrial Property Services 12
(1) Each country of the Union undertakes to establish a special
industrial property service and a central office for the | (1)
communication to the public of patents, utility models, industrial
designs, and trademarks.

(2) This service shall publish an official periodical journal. It shall | (2)(1)
publish regularly:
(@) the names of the proprietors of patents granted, with a brief | a
designation of the inventions patented; b
(b) the reproductions of registered trademarks.
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conflict
Manual of Patent Practice and Procedure 2005> PCT PCT X PCT
1 | (iv) Additional Special Requirements: Under the said additional special PCT 51 51 2
requirements (PCT Rules 51 bis), no designated Office is to require before the 27
expiration of the applicable time limit for entering the national phase, the 51 21
performance of acts other than those referred to in Article 22, namely the @51 22 27
payment of the national fee, furnishing of a translation and, in exceptional
cases, the furnishing of a copy of the international application, and indication of
the name and address of the inventor. All other requirements of the national (i)
law are referred as “special requirements” and they may be complied with once (ii)
national processing has started. As per DO/IN or EO/IN the special (iii)
requirements of the Office are as follows:
a) Name, Nationality and address of the inventor if they have not been (iv)
furnished in the “Request” part of the international application,
b) Instrument of assignment or transfer where the applicant is not the inventor, v)
¢) Document evidencing a change of name of the applicant if the change
occurred after the international filing date and has not been reflected in a (vi)
notification from the International Bureau (Form PCT/IB/306). Form 6 and/or
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e) Statement regarding filing of corresponding applications in other countries, e) (b) 27 (7)
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