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ERDOY L—2 1 KO 2 1R S22 D08, ARLHRET & SETHI & ORNIZH S 2N HE
ERBHDDOT, FEHEECIT. P ER AT 2 7= 00/ & LT 6 B OHARTAEE
OO,

BEERFRE 117 SRATHE SN DIERADETIEIZBW T, TIERDO I RGR TE ZRWEY
WEENDHATIL, B C, TOEMEME, HAMAZ AT 2L TR D8
ENEZ25N5, FTIERNERTEXRWGEIZIE, BT U U IdM 7o, fTIEZRD DN,
TEHET DI DORTEN RS ND,

3-3 HFEFTICK DIRTE & TDFEE

3-3-1 W& BIRE

FREOE T (32-3 B, SEAFEE 27 S4HE SN IEORTIEICH O,
STERIT L U CbiL T2 OREDIE S5, FTIERD—E (FlIE, —H0iTES L
— ) TN TORIIE SIS = LI,

—J7, JEERFRES 117 RICHUE SN DERROFTIEIZ W TR, RO TIEZIIHMEIH]
Wrsid (45 BL 0,268,708 (2008 410 H 2 HikiE) M), SEERFHER 27 5%
(CHE SN DI ORTIE L 572 0 | EEORTIERZRIEI W2 Dl I HZERR U
MRLATET S WO MHEICE DD E ST,
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3-3-2 LARFIMTHEREIC K S TIEE L UREE

BEERFRESR 27 SRITHE SN IIZEOFTEIZBW T, BT OWEIIK T D AARH
ST, ERREIHERSI R L TIT O S E R TE D, AR TIL, REDEIR ﬂbf@#
179 ZEMTE, PED—H BIIE, —EHDRTIEY L—LA0G80 LIV -722 &) |
WTATH Z EIETE RN,

— 5, HERRHES 117 RICHE SN DEREDTIEICRBW TS . BT OmREIsk+ 5~
AREASEClE, ERRHIBHER 6 L CTIT S 2 &N T B, ARFFNL T, e 0—H Bz 10X,
—IBOMERRDFTIEMNFRD BN -T2 &) IZOWTTH TN TE, ZOHA, ANIRHSL
T& Lo 25 TIEICBA LTI, AARFSZHIRRA St L 7= %6 E T 5.

EARHIWHEER L, FTIERD Y272 LTV D 89 DRI DOWTH BAMTH Z LT
&5, Flo. BHWHERRIC BV ORI TER AR 5 2 &b, HHTOHETHO L
NDZENDHD, 7ok, FEPFRFRIELRSND Z &iF, —RAIZIEZaw,

-4 it

Vb X o1z, EEOFIE G, OB 00, RipT UIEHIFT O &I
K50 EF‘aﬁfTﬂﬁbﬂé <E75>%77< FRPHER I, Z R, HEORTEROIRY, &
BEF LD L) IRETIERDEENRO LIVTEY . AR CREF A EFF e 5 X o7
L 7o TnD, —J, BAROHIETIE, FTEOESNEOI TS B2, BEEE LA

LHETIEFHEOMIE S TER2WD T, FraFEE 2 & > TITIER _ﬁ%ﬂ[ﬁﬁéﬂt%@‘(&;é LR
5D EHURBEA NS DEEZEL e T U U ZHEL D),

Uk
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Rl « KUF - WRAEASEG T et - pEl
=

1. FEFACIRORTIERIE DR

FrPHER 13RI BT 23817 (Reissue : 35 USC 251). HEAHHEA (Ex Parte
Reexamination : 35 USC 302, MPEP 2200). F7-i13Y4F&E A% A (Inter Partes
Reexamination : 35 USC 311, MPEP 2600) O FelZU T, KFFo3 o 7= AL L7z
BRIZBWTH, 7 b—2A (claim), 3fE (Specification) & N[ (Drawings) OWAE%Z
FTIETAZ ENTE D, HHFTOFHRICBNWTINGEEFTTHZ LT TE70),

HFITORILNIERAFOATH L, BEERHFREOHIMHEAICHIRITL, HHERHT
FAIL, FIERRODLHE=FDHPHLLTDHZENTED, DFED ., KR B
\ZRTIEZATE D L T725613, ARITROEERFHRAZIND Z LN TE 5, H=A1.
BERIHRA & HFARFFEOVTNZRET 22 L bARETH Y . FFHEZ L. Wih
DFHOFTH, PAHDTZDDETIEZATO Z &M ARETH D,

FIRIT, AERHEHRE, UYFEREEEOWTIUIBWTY, FTEONEE LT, B0
JL—LDty NetoRT DI ENTE, T4 A« T ¥ a AT DT, ZTIEOHN
RELEHETHZLENARETH D (7 L—2k v MIBMZDT DT TRV, IR
IS T LT VHHE R [RTIEO PAIRER] & [FERO B A LB 5 Z L NATRETH D, ).

FHAT, BERAFRE, YFERHBEEOVTIUCEBNTY, D7 L— ATk 55T
IEFHO RSB Sdu, —RR9s (SEEERD) WS s 2 &30,

7 L—LOFTIEDTF A S5 E R HEE DI E O O IEA T 5 Z L IXTE 578,
VR CIEAR <, EERIC Y, BIIEORLEZ HETEIET 5 Z i3y,

k. FFAT, AERIFEL, EIINFEEREFEEOSTRUL, ERIHE Vb
TR, FFFER DR HERFIRAEIEE L. %A D R i DI A Fak L7z
rals, FrrhEE & LOd T E LTINODOFHa H LALTH Z LIE—SAIETH
%o LML, 2O DT I LALTS & R IR B Of 1 6 L (Intervening
Right) 52 TLE D AR HLH L, 7 L—LOBNFRETIEDTED HIVZERIT, Zlk
DRBDHNDIE D D, HEHEDIGHAN & D 22008 T-E Y LN Z L5E)5, TDOHEH
Th b, £, BEHRFHFAIL, 1999 FUOEE THASNIZHEAST LWHIETH D Z &
b FBIDOBRDPRIE T3 RSN TWRWFHRO—2>THD ULk e 7 ) 7FE L),
HARDETIEK « FTIESRH & 3 5128 72> T, 2O X D ITKEOFFRIT, EERHE
&, IS EERFFEEOFHIOERITIUTIEL NI LITEEPLETH D,

2. FrFHEFROME

FFRHEE LT, KEICKT DR FRO T T2k ~%,
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KENZFRBWTREFHIFE (35 USC 111) 23723 &, FFRERIC K D2HFAD BRI S, /A
B MRR PR 20 2 TN &I L7235 8, et ofEHEEE @SN (First Office Action)
ZiEEnd % (35 USC 132),

HRAANIE, 2k L, BEREELIIEZEZEORM, b LIEFEEE L OmRIZLD ., FF
TP E R CDND Z L 2R 5, TOBRICHFEANZ, FT1E (amendment) #9352 &
MTEL (FOHHUZONWT, 37 CFR 1.121), FIEICE ST L—LZJuETHZ & 6]
RETH D ("late claiming") 75, HHHZFTE (new matter) 2B 5 Z & 1XTE 7 (35 USC
132(a)),

7 L—LOFEIZEDLE S L 512, flE (Specification) XX (Drawings) OWNE%
FTET 2 Z LIFAMRETH D, D O ULKERFEFTHHBACK LED X DITKDDH Z &0dH
ST, HEEADFERRCED L) RERISTHZ EITENTHY . 450, KERFHITHE
DX D IRRTIEZERD 2L 7e o7z,

HIRE A2 e ) O EHEER R AN o6t U OIS L7223, S B SR B EE R 2 M S T
TR U7 & XTSRRI 2 B H oM R R 2w A, Wi, 2 B H O
PRAR AN % OFEAEER @2 (Final Office Action) &78% (MPEP 706.07(a)), ZiuZ
®LUT, HEEANL, BEREELITEZEZEORM, b LIEEEE & OmRIZED | FRrE:
A CND 2 LA ERT D, HREOEHBEEERMIIRT20E L LTORTEL. —EDD
DIZHIBEEMS (37 CFR 1116 KX UN2)) 194, ZDEETY L— 2EAH0T 2 & I3ET
Y AWAJAN

Beth OFEHEFR AR @A 62 HFEA DIVEIC KT 5B E ORISTLL T LB TH D

(MPEP 706.07(0(C)), £, HFEADINEIC L 0 FEEDRETFE 20 2 T D ST L
7285805, ¥RFEE (Notice of Allowance, MPEP 706.07(0(C)(1) & TN2). [F] 1303) 73l
TSI, ZAUx UHREADRR PR A 208, Frrssgfrsinsd (35 USC 131, MPEP
701), 7 L— LIS ENDEHE S, 7 L—2DOHIRNH - 7238 THEETIIET L 720 (K
Bl /2d) D, BKONRRFEEN 2 SN, BAEN, HFEEREICHN AR, £
TIFHFEARMEET DA T, FEZIEVET (37 CFR 1.126, MPEP 608.01()),

etk OFEHEER AN e~ 2 HFE A DIV K- T HHEHEER R 2SR S TU e C R
BV L7c & EiE, 7 A U aEE BEES. B REA, Advisory Action) Z%7 %

(MPEP 706.07(D(C)(3), [F] 714.13),

7 KA YIS BWT, —H0 7 L—AE I MEf S84, B LFo X
NILT D ENTE D, T72bb, DFED DY L—AOHRULO Ty 7e85E ., fhil
SN L— L EHIBRT ARTIEAATWEE S V2 o 727 L— A OWTREF 2= 5 2 &
NTEXD (ZOHE. TXTOY L—AICOWTARRRITEIND,) ., ElESHehsT2
L—MIOWTRFHEZ S 9 2 L 22T 25813, QI L—LA%ETEICX W HI
BrL. fEiESNRD o Te 7 L— LI HOW TR Z ST 5 L RIFRFS (ZOREET, bt
7 L—BWZOWTAENFITEIND,) . TOHMSHHIBR L2 L— A2 DWW T E HFE

(divisional application, 35 USC 121) %1795 Z &N TX 5, ZOHA, HlS o7z

194 (1)An amendment may be made canceling claims or complying with any requirement of form
expressly set forth in a previous Office action; (77 L— DI 721 350 EAERE B Tz S - 2007
B a3 T2 D DRTIE)
(2)An amendment presenting rejected claims in better form for consideration on appeal may be
admitted; or GEHIOFELDT-DIZ 7 L— L% LW LWERIZT 5720 DRTIE)
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I L —AIOWTIEFRIEFHET D Z L TE 5, 2B, T-X3TD 7 L—LAIZON T, (3)
kAR (Request for Continued Examination, [RCE] EWEEi15,) 2179 2 &X°,
DFFFFTHHE (the Board of Patent Appeals and Interferences) (2425 #HEEK

(Appeal , 35 USC 134, 37 CFR 41.31(a)) #3252 L1 TE 50, FEDOEPETHEEI N
72Tz L= WOV CHTT 7R EBR R A AL SAUEE SNV C L E S "IREME D HH DT,
HEVIFRLIAETII RN E END,

FHEE R NIL, B PR ok (decision) 126 L CRIRD S DA%, HEGKEX.
PEEHIFT (the United States Court of Appeals for the Federal Circuit) (255595 2 &
INTED (35USC141), F£7o, FHEZWE L LTU T i DC AREHITHAFT (the
United States District Court for the District of Columbia) (Zxf LS4 (Civil Action)
LT HZ LNTE D (B35 USC 145), %A DYa. H LWGHILA BT 5 Z &L 3 A[HET
HHENI AV Y IBRBHHN, FERICFEHERICRFTRADRE SN D 7 — A I TH 5,

3. BH1T (Reissue)

HE & 7o XX S R385 T2 OIS E DFFRFOR E T35 Eh & 72 0 9 DAL,
FAENL, FFFRHEDOREE (surrender) Z5HIZ, FFRFEFERITTHIENTE S, ZH
ERREITEVD (35 USC 251, 37 CFR 1.171~1.178, MPEP 1401), F%1TIE, FEFHED
T HETHRETH D, FTXDOLE HFHAFOFFHED [surrender] &HUE SN TND
72, — R EIITORNL & RIRHFRRAEN IS 2000 K HIZB 2208, FEBITIE, ik
HE (surrender) OZWEDAT DOIX TR AR THRRFOFRITHEBRICRD b & EThH
0. FFATOWSL & [RRHCFRRTHED RS2 0 Tideuy (2004 410 A 21 fHiJ2E 37
CFR 1.178(2))

AL, BPMOREA RN T, BREICI D LYLTHOND BEEZ AN ND &
IR B OAGEENVE) (MPEP 1410.01),

JFRIE UC, BRRHRECRET 28T, T CHEZB I bimEA S, @ ORFFHTE & [F
R S5 (35 USC 251 # 3 Be%. 37 CFR 1.176, MPEP 1445), F#f a5 7
L—ABBIRT A Z LI TE T, T 7 L—ARNEHERE NS (MPEP 1445), J5lkr
TFOIITND 2HELINTHIUL, 7 L—LZJRET 5 2 L 1 C& 5 (35 USC 251 i 4 BH%) .

FHRITICBIT DETIE (Amendment) O L, FFFHREICBIT 5 EN L FRETH D (37
CFR 1.173, MPEP 1453) , 3T 1EIX, RTIEEHT 2R L7 2 CIETITH) 2 &b TEH L,
ST U7=ETIEZE (separate amendment paper) CTfT9 Z & HTX 5 GFEAllZ. MPEP 1453,
37 CFR 1.173(b)).,

7 L—AZBT AETIEIL, O D7 L— AT D ETIERFRD HIRWEAIZT_TD
7 =TT DETEN B AEIESR S D L) i s g, lxos L—AT LI
ZOFEEW D, 7272 L, TEREIC OV TORTIEIL, MNIIEIZ 55T IE & —fEA
DOHLOLE L TG (e7 U 7fELD),

7 L—ULZBTAETIEIX, A7 4 A+ 7 7 3 a3 > (Office Action) (Zx%19 %)% (Response)
ELTRENDIDT, T4 AT U arOEIGTIEONEEZERTHZ LN TE, 4H)
DFTENFZRICETT 52 EHIREND Z &3y (o2 L, FRrHEAD, A
KU SATHIRBET AT DIV ST AV L— A ETREDIERE LT-5E . FO%IZ7 L—A
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ZYRET 2 R COEENREEISGRO HILDH Z E13md Th7puy, ), BRI AR OZ T )
TFENDD (AT 4 AT 7 vaBHENDD) ([ZOWTL, fix OFEE DL S,
HRITIZRIT D, Hth O & Z UKk 2 HEADINVE., FEEIZL DT R
AP YIBEEE Z UK D HFEA DRI C WL, @ O FHHFEOYSS & FETH S
(M2, FErHFEFROME ] 1),

FIATINRD HGNIZHATH, FITRINGRO LIV A U DD T L— L DFZHMRE Y
BEEINDZ L3R, R TOREOEE CEINESNZZ L—AIZiE, Y P Fvos L—
LD D B KOFZOWRLL FOFEEHRY B 3115 (MPEP 1455 1T Claim Numbering ) .

4. BFZRBEZE (Ex Parte Reexamination)

NS, HDRFFOWVT LD Y L—2A (any claim of a patent) (ZOVNT, KERFFE
55 301 SR - CHIH SN THAN &2 R & L €. B TIZ L 2 58 (reexamination)
kT 52 LN TE % (35 USC 302, MPEP 2200), SEEMNCIL. HrrEd 3 H LAL T
NTFEEDOHBITH Y . HB=FNH UL CHUSESEH L Th 5,

AR, T OMAARFFES 301 SRICHAD SR SN RF E 72 I FRIF T
O BDIZREDA, FdEFAR R EIXBE IR0,

TEARFRAIL, BTN, B E 25 TODREFOWVTILND Y L— MO, TR
M B2 527281 7- 728 (a substantial new question of patentability) | 23ErR SAU7z &
T L7255 Lo TRtE S5 (85 USC 303),

TERHFFEEDOPNEIL, FHEELZRDL 7 L—LORFEE, D7 L—AZKLED
FATHATN ED X HTHEH SN 0EFAT 5 Z Lok Hid (MPEP 22140)(2), Zd
IO ECRHHEE CIL HEREZZIT L) ET57 L—2%8IRT 5 Z ENRETH D,
ZOGA, FEER. FHIE LU TETREEENGEREINZZ L—LbOREHFET D, BE
REFED GRS o1/ L— L EFETDH I LILAHETHSH (MPEP 2258 IVB), %
Sbh, EHE LU BERHEEDGRSNRDST7 L—LEFETHZ LT EA
E7pu,

BEAHFEIZBNTYH, FrrEs X, §T1E (amendment) #1795 Z LN TEx %5 (MPEP
2221,2250), 7-7-L. 7 L—AOEHEZIEET A Z LI T/,

TERFRTICBWOTH, 9., o mmEsn (First Office Action) 37235 2
EL2EHDOA T 4 A T v a AFFRNE U TR OfEHFEREEN  (Final Office Action)
ThsbHZE MPEP2271) 13, @ OHFEL[FEETH D,

FT 4R T I a AT oEE LT, 7 b—L05TIEZR,{TH Z &3 T& %5 (MPEP
2234, 2266), alIEIX. FTIEONKRZL#E L7-5T1E#E (amendment paper) OFEHIZ L VLT
9 (87 CFR 1.530(d)), 7 L—2AODFTIEIE, A7 4 A« T 7 ¥ 3 AZx9 552 (Response)
ELTRENDIDT, T4 ATV arOEIGTIEONBEZERTHZ LN TE, 44
DFTENFZBICEFTTLZ EHIREND Z L1320 (272 L. A THIA8ET 5720120
ST ABREDIRE " U127 L— LB PET 5 5 COERNFEER IO HILsH 2 L3R
TN, FERRMBIOEERNTF SN (T T4 A T 7 a S50y 1250
TiE, flx OFEE O X D,

J L—ALOFTIEK, lx D7 L— AT LIZZOFENEW SIS (MPEP 2260(c)
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Rejection of claims), ONEDD Y L— AT ARTIEDFED HIVRWGEIZTRTD 7 L—
AT DETIED—HFEITIES S D L9 el T Sneny, 72720, fEEid, s
WZXARTIEE —Ef D D & L THr S D, HMNEDHIBR (cancel) iz & X113,
TR AMN IR CE S E TN H S (MPEP 2260.01),

BERHFEICBO ka2 35R$ 5 Z LITATRECTH 5, KrPT D (the Board of
Patent Appeals and Interferences) (Zxi9 28 HEGRC, HHPr~DOHFR S FIRETH D (35
USC 306),

BERFFEEIZRBN T, NIRANL (appeal) OHARRINEGET 5 2> RIRFSI FHeh s i&as Lz
R C, FEAAFE (reexamination certificate) 2331735, Z OFFRAFEICIL. H
RENT-7 L—A, B HERTX -7 L—2A, ZTIE - BINSihi-27 L—2A, BfiE~D
NG S NS (35 USC 307, MPEP 2288), Z O T, BERFEEIZBIT H5TIE
DINIISHETET 5 Z L1725 D T, FReDimH T/ L—AO—FNHEET DG E o7
REIIAE U, FEERROLNISEATH, BEERNGRO AT VT o s L—
LDOFE DRV EIND Z L1372, FRFEOIETBMENZY L—AZiE, 4V o
DY L—LD D LIRROFZDOWRLL T OF SRV B 5,

5. LZEFERBEERE (Inter Partes Reexamination)

IS, KERFRES 301 SRICHES TSN ATHIN A JSE L LT, FRPTIC L DY
FHAFSFA (Inter Partes Reexamination) Z5&:Kk3 5 Z &3 T % (35 USC 302, MPEP
2600).,

TER A & e U7 Y FE R ORI E LT, OYFERFRRIIEATHL
VETTERNWZ &, QN ANTHLHE=A0, BHNE ST ~DOB G2 IR TR ST
WD & CFEEE EDA L H Ea—HIIRSILTND Z & D% OFE CEE S (estoppel)
IZEDEERAIRDEREOND Z ENHDH L (35 USC 315() MZETFHITND, YFH
AHEFEECII WD A 7 4 AT 7 3 a & Action Closing Prosecution | & & i1 (MPEP
2671.02). 2 EHDOA T 4 A « 77 2 a1 [Right of Appeal Notice] EFrIN5,

RNLOBRZ 7 L—LZ IR TE 5 2 L FadEHI & L TR S Z L—AIZDN T
DIIRIND T &, FRHEEDRTIEZITH M TEH I &, BTEX. FTIEONEAZ TG L
7-#TIE#E (amendment paper) O#EHICE VTS Z & (37 CFR 1.530(d) . 7 L—LAD&T
EiE, flx D7 L—ALZ LIRS i1, — DD 7 L—AIKT DETIEDRZRD Hi
ROGERIZT RTO 7 L— ATk DT IEDS —HH ISR SN D L) i sivien s
& RARANL (appeal) OHARAEEE T2 2 AAR S THe N KAE L7 R C, SR AEE

(reexamination certificate) 731733152 & (35 USC 316, MPEP 2688) %84 DHLY %
WNZHOWTE, BERFFEA LSRR TH D,

72k, AAROHIE & T % & YA RIEAIT A RO IEF I, Lo,
HAIZIIT D5 N T EIIFH SN CUORWEIRTH 5, ([REFDEIER I NS5
WVEERHFEL B LS CHNENL, O & ZHERFADEBZ FIZLDEDZ L TH D,
R Z 92 LN CTE D F v AN, BHIFTICHIT HIREFA L FRFTICRT 5 45
REHEED 20— M2 D L& 2 DWERERANL, YA REEAL P L CHM,
T, FFATIEY L—AZFTIECE 20 DICx LY FE REFEA LR LY C T LE D ERRTHE
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BRI L7 =L 2R IET D% 52 TLED 2L, 25 (Estoppels) 28ECTLE D
Z L HARST O RENT YFEREFAELP LY THZEIEILRANED I ETH D,

6. FAREAIIFH: (Appeal)

T, BERHHRA, UFERHEEOWTIUIBWT Y, TR ~D NIRRT
&L FHESOHWNCAIRD B D & & OEHIFT~DOHFFNHETH D, FrTHES X, FrPTH
HRR E AP TI, GTIEZTTD Z &ITTERLY,

HHGKRIXPEERECHIET (Federal Circuit) ([SAIRFSE L7236 OFEOHFFHIZ OV T,
[RIECHIFTOREN IO 2 AT 5 Z &L TH VHHAE 1 )60 ET Z & TR0
DT, FHFBADOARRHSL OB AR SL ORI & EN72 03> 727 L— AT OV CHFRK
[BIXPERECHIFTA WA 773 2 L1370,

HFKE PR HFT AR T 22 LR L Remand) 7252 ENH D0, %< D
Brali3er (instruction) M &4, FHENLZAUES T2 ZITO BOTHY . £D
MOFHIZ OV TR ELATT O 2 SIIEE S TORLY,

1D

B SHR
- KEFFFT Manual of Patent Examining Procedure| (558 it 2010 4= 7 AR
* Matthew A. Smith [Inter Partes Reexamination 2d] (West)
s EE— T A DEERETER N R 78 3 (Fassah)
- FLET— TMPEP O D KERFR RIS 2 iy eSthem gt Ny 7 X—24)
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VI. #E
(HEE . FH)R)
1. FIESE

FEENZIW T, R GAR  CRFHEE DR A RTIET 5 FEECH DRTIERH GEERST
EHE1365%) OHIENG D, TIEFHNIZHBWT, sERoOBEIL. Fl2iE “RFRFE00000053
D BHESE: (Xi) - 75REENCUST L7-BTE (Xim) O KX O IZETIET 5 2 & 2R D7 LR
SNb,

FET RN R FIT IR R L QO B, FTERHZGERT 2 Z LR TE7eu (REENFF
TREF1365 L 1AHE) | R uofRE i, Frrishishl oot cfthnhd 5T
IEDFER] 12X»> T, HMIELOXEEZFTIET D 2 &N TE S MHERFHES1335:02) |
T, FEREOED 2L ETH DR FORFT N 55K T 2855, fBRE I LIERT
5 ENTE D (ERFHER183KFH1IHEE) , ZO%E, iBROBEIL, il [ “FEF
55000000 5 DFE =R OFIPHER 1 TE N OETH DB+ % MEsh & 325, 518 i dEs R A0vEa i3
57 LWOERERD D LRt D GRHFEESEIN656H)

FTIEFRAIRS L ORI A BT 2T IEOFERIZE W T, TOEROTER AT
5 Z EITFFRE S IUTUORLY,

F72. FTEFHICBW TS, Rt ilc sl T 25T IERERICB W T Y, RTETFRE —IK
& L CHFG I L7 U7 57 & LT, FTIED A28 TUZeLy,
KRR ROV IESNA5ra, WIIEZETIE L CE O & T IER OFRRTRE RO
Eh—BEE D T LW TIRHCER U TURYY, ERRIZZ D X 5 Z2BEOTHE DT
EETHNEIMIZONTIE, FEDNDPINTND LD ThHD,
REERFFHEIC L D & FRFEPLE, Rt o5 £ 12 I3REITXT T 5 RIRODFR 2 D32
ESNTHAIT, ZOERNPEBNH D LT & &3, RS X 0 MR F /-3 e %
BOHEIR2FUT 5T, ZOX D BREGHHRMEE Lz & 13, FHE DS HERHLZ LT
TR FETTRE R LT U 6700, F2, FReHRRICEB W TERIHOIAR L 7e > 7231,
ZDFHNZDOW TR R 2 483 5 (REERFHEF1895) o

7ok, _ARHIWEERE T 2 BRI L, FTIEOF G R ORFOANMEIRET A2 EZ H 6
1795 Z LT T&E A0,

2. FEFOBUMEES S FHROPTITHNSHETIE

2-1 FTIEEDRH

R HITRE 50 ATTEOHBRICI T, FTIED T 2 S0, BHIE & OTE ©
% (RERSTRESE133ADRELI)

195 70k, HEFREROBPHIZIMERICE Fho  ERERRRES 42 25 2 1H)
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2-2 FEERVERFOAMNEDEE

2-2-1 FTIEDEH

FEETCIE, FTERROONL =00 E LT, VRS ROEIAZ NS 554, iDid-o
TR SN L DOEFTIET 2855, i) TR Gl SN b 02T 52854 v
ADNTEZY Lt ud7e 597, ol £ 723 moRT IR, BIAME 7o X i <
N FHOFPAN TITHO/2 UL 7, Frfas RO 2 52BN HEE 72 I3E R X/
AN

Fio. FREFENEEAINGER STV GERIFICOW CGTIET 25681213, ERGRTIED S
HOX OIS T HETIEL, GTIEROFRR TR ORI ZFod S vz FE R L7
IR 25200 5 2 M TE 2 b O TRITIUT R 5720 GRERFHES 1335025 1 TEH R Y
FATACHER 3 D 55136555 4H) .

— )5, FRFREHFE AR SIRERIEIC W GRTIET 235A11E, Bt “STIERORHT
FER OFFHI Z FrE SN FIED MR HIRE R LT RACRR T 23210 5 Z LN TE A L O TRITh
X722 5720 & B 2 BRO TN D GRERFTRESR1835:D25E5TH) . Ziud, FrF
PRI OWTIL, IR OFR BV THWTT 2 X 912 U CTROEEEBLIE L, §TIEE
KRFHORF AR DHT-DOTH D',

2-2-2 ETIEEAEEREREAN

HEEClIE, $l T 5 K D IZETIED RZMEN GRS HIVRWD T, ZNAEHET 57280 :iTE

DR r“ DEH I TS, RTIEEROFTIEOE 272 LTV GE . B
NICETIEARAEE S 2@ L CE ﬁi%TmHjﬁ‘%)*éiéA%Erzfi FAUTZR & GRERFHES
133D25RHBATENEN T 55 136555551H) . iR NI TFBR&HE OB & HRITTHIUL,
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Patentgesetz

§ 6

Das Recht auf das Patent hat der Erfinder oder
sein Rechtsnachfolger. Haben mehrere gemeinsam
eine Erfindung gemacht, so steht ihnen das Recht
auf das Patent gemeinschaftlich zu. Haben
mehrere die Erfindung unabhéngig voneinander
gemacht, so steht das Recht dem zu, der die
Erfindung zuerst beim Patentamt angemeldet hat.

§ 20

(1) Das Patent erlischt, wenn

1.der Patentinhaber darauf durch schriftliche
Erklarung an das Patentamt verzichtet,

2.die in § 37 Abs. 1 vorgeschriebenen Erklarungen
nicht rechtzeitig nach Zustellung der amtlichen
Nachricht (§ 37 Abs. 2) abgegeben werden oder
3.die Jahresgebiihr oder der Unterschiedsbetrag
nicht rechtzeitig (§ 7 Abs. 1, § 13 Abs. 3 oder § 14
Abs. 2 und 5 des Patentkostengesetzes, § 23 Abs. 7
Satz 4 dieses Gesetzes) gezahlt wird.

(2) Uber die Rechtzeitigkeit der Abgabe der nach §
37 Abs. 1 vorgeschriebenen Erklarungen sowie
uber die Rechtzeitigkeit der Zahlung entscheidet
nur das Patentamt; die §§ 73 und 100 bleiben
unberiihrt.

§ 21

(1) Das Patent wird widerrufen (§ 61), wenn sich
ergibt, dal3

1.der Gegenstand des Patents nach den §§ 1 bis 5
nicht patentfihig ist,

2.das Patent die Erfindung nicht so deutlich und
vollstandig offenbart, daf ein Fachmann sie
ausfiihren kann,

3.der wesentliche Inhalt des Patents den
Beschreibungen, Zeichnungen, Modellen,
Gerétschaften oder Einrichtungen eines anderen
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oder einem von diesem angewendeten Verfahren
ohne dessen Einwilligung entnommen worden ist
(widerrechtliche Entnahme),

4.der Gegenstand des Patents {iber den Inhalt der
Anmeldung in der Fassung hinausgeht, in der sie
bei der fur die Einreichung der Anmeldung
zustédndigen Behorde urspriinglich eingereicht
worden ist; das gleiche gilt, wenn das Patent auf
einer Teilanmeldung oder einer nach § 7 Abs. 2
eingereichten neuen Anmeldung beruht und der
Gegenstand des Patents tiber den Inhalt der
fritheren Anmeldung in der Fassung hinausgeht,
in der sie bei der fiir die Einreichung der fritheren
Anmeldung zustindigen Behorde urspriinglich
eingereicht worden ist.

(2) Betreffen die Widerrufsgriinde nur einen Teil
des Patents, so wird es mit einer entsprechenden
Beschriankung aufrechterhalten. Die
Beschrénkung kann in Form einer Anderung der
Patentanspriiche, der Beschreibung oder der
Zeichnungen vorgenommen werden.

(3) Mit dem Widerruf gelten die Wirkungen des
Patents und der Anmeldung als von Anfang an
nicht eingetreten. Bei beschréinkter
Aufrechterhaltung ist diese Bestimmung
entsprechend anzuwenden.

§ 22

(1) Das Patent wird auf Antrag (§ 81) fiir nichtig
erklért, wenn sich ergibt, dal3 einer der in § 21 Abs.
1 aufgezéhlten Griinde vorliegt oder der
Schutzbereich des Patents erweitert worden ist.

(2) § 21 Abs. 2 und 3 ist entsprechend anzuwenden.

§ 27

(1) Im Patentamt werden gebildet
1.Prifungsstellen fur die Bearbeitung der
Patentanmeldungen und fiir die Erteilung von
Auskiinften zum Stand der Technik (§ 29 Abs. 3);
2.Patentabteilungen flr alle Angelegenheiten, die
die erteilten Patente betreffen, fiir die Festsetzung
der Vergiitung (§ 23 Abs. 4 und 6) und fiir die
Bewilligung der Verfahrenskostenhilfe im
Verfahren vor dem Patentamt. Innerhalb ihres
Geschiaftskreises obliegt jeder Patentabteilung
auch die Abgabe von Gutachten (§ 29 Abs. 1 und 2).
(2) Die Obliegenheiten der Priifungsstelle nimmt
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ein technisches Mitglied der Patentabteilung
(Priifer) wahr.

(3) Die Patentabteilung ist bei Mitwirkung von
mindestens drei Mitgliedern beschluBfdhig, unter
denen sich, soweit die Abteilung im
Einspruchsverfahren titig wird, zwei technische
Mitglieder befinden miissen. Bietet die Sache
besondere rechtliche Schwierigkeiten und gehort
keiner der Mitwirkenden zu den rechtskundigen
Mitgliedern, so soll bei der Beschlulifassung ein der
Patentabteilung angehorendes rechtskundiges
Mitglied hinzutreten. Ein Beschlul3, durch den ein
Antrag auf Zuziehung eines rechtskundigen
Mitglieds abgelehnt wird, ist selbsténdig nicht
anfechtbar.

(4) Der Vorsitzende der Patentabteilung kann alle
Angelegenheiten der Patentabteilung mit
Ausnahme der Beschlulifassung tiber die
Aufrechterhaltung, den Widerruf oder die
Beschrankung des Patents sowie tiber die
Festsetzung der Vergiitung (§ 23 Abs. 4) allein
bearbeiten oder diese Aufgaben einem technischen
Mitglied der Abteilung Gbertragen; dies gilt nicht
flir eine Anh6rung.

(5) Das Bundesministerium der Justiz wird
erméchtigt, durch Rechtsverordnung Beamte des
gehobenen und des mittleren Dienstes sowie
vergleichbare Angestellte mit der Wahrnehmung
von Geschéften zu betrauen, die den
Prifungsstellen oder Patentabteilungen obliegen
und die ihrer Art nach keine besonderen
technischen oder rechtlichen Schwierigkeiten
bieten; ausgeschlossen davon sind jedoch die
Erteilung des Patents und die Zuriickweisung der
Anmeldung aus Griinden, denen der Anmelder
widersprochen hat. Das Bundesministerium der
Justiz kann diese Erméchtigung durch
Rechtsverordnung auf das Deutsche Patent- und
Markenamt Gibertragen.

(6) Fiir die AusschlieBung und Ablehnung der
Prifer und der tibrigen Mitglieder der
Patentabteilungen gelten die §§ 41 bis 44, 45 Abs. 2
Satz 2, §§ 47 bis 49 der ZivilprozeBordnung tiber
Ausschliefung und Ablehnung der
Gerichtspersonen sinngemal. Das gleiche gilt fiir
die Beamten des gehobenen und des mittleren
Dienstes und Angestellten, soweit sie nach Absatz
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5 mit der Wahrnehmung einzelner den
Prifungsstellen oder Patentabteilungen
obliegender Geschéfte betraut worden sind. Uber
das Ablehnungsgesuch entscheidet, soweit es einer
Entscheidung bedarf, die Patentabteilung.

(7) Zu den Beratungen in den Patentabteilungen
konnen Sachverstéindige, die nicht Mitglieder sind,
zugezogen werden; sie durfen an den
Abstimmungen nicht teilnehmen.

§ 38

Bis zum Beschlul3 iber die Erteilung des Patents
sind Anderungen der in der Anmeldung
enthaltenen Angaben, die den Gegenstand der
Anmeldung nicht erweitern, zuléssig, bis zum
Eingang des Priifungsantrags (§ 44) jedoch nur,
soweit es sich um die Berichtigung offensichtlicher
Unrichtigkeiten, um die Beseitigung der von der
Priifungsstelle bezeichneten Méngel oder um
Anderungen des Patentanspruchs handelt. Aus
Anderungen, die den Gegenstand der Anmeldung
erweitern, konnen Rechte nicht hergeleitet werden.

§ 4

(1) Das Patentamt priift auf Antrag, ob die
Anmeldung den Anforderungen der §§ 34, 37 und
38 gentigt und ob der Gegenstand der Anmeldung
nach den §§ 1 bis 5 patentfihig ist.

(2) Der Antrag kann von dem Patentsucher und
jedem Dritten, der jedoch hierdurch nicht an dem
Prufungsverfahren beteiligt wird, bis zum Ablauf
von sieben Jahren nach Einreichung der
Anmeldung gestellt werden. Die Zahlungsfrist fir
die Prifungsgebiihr nach dem Patentkostengesetz
betragt drei Monate ab Falligkeit (§ 3 Abs. 1 des
Patentkostengesetzes). Diese Frist endet jedoch
mit Ablauf von sieben Jahren nach Einreichung
der Anmeldung.

(3) Ist bereits ein Antrag nach § 43 gestellt worden,
so beginnt das Prufungsverfahren erst nach
Erledigung des Antrags nach § 43. Im tbrigen ist §
43 Abs. 2 Satz 2 bis 4, Abs. 3, 5 und 6 entsprechend
anzuwenden. Im Falle der Unwirksamkeit des von
einem Dritten gestellten Antrags kann der
Patentsucher noch bis zum Ablauf von drei
Monaten nach Zustellung der Mitteilung, sofern
diese Frist spater als die in Absatz 2 bezeichnete
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Frist ablauft, selbst einen Antrag stellen. Stellt er
den Antrag nicht, wird im Patentblatt unter
Hinweis auf die Veroffentlichung des von dem
Dritten gestellten Antrags verdffentlicht, dal3
dieser Antrag unwirksam ist.

(4) Das Priifungsverfahren wird auch dann
fortgesetzt, wenn der Antrag auf Priifung
zuriickgenommen wird. Im Falle des Absatzes 3
Satz 3 wird das Verfahren in dem Zustand
fortgesetzt, in dem es sich im Zeitpunkt des
Eingangs des vom Patentsucher gestellten Antrags
auf Priifung befindet.

§ 46

(1) Die Priifungsstelle kann jederzeit die
Beteiligten laden und anhoren, Zeugen,
Sachverstdndige und Beteiligte eidlich oder
uneidlich vernehmen sowie andere zur Aufklarung
der Sache erforderliche Ermittlungen anstellen.
Bis zum BeschluB} tiber die Erteilung ist der
Anmelder auf Antrag zu horen, wenn es
sachdienlich ist. Der Antrag ist schriftlich
einzureichen. Wird der Antrag nicht in der
vorgeschriebenen Form eingereicht oder erachtet
die Priufungsstelle die Anhérung nicht als
sachdienlich, so weist sie den Antrag zurtick. Der
Beschlul3, durch den der Antrag zuriickgewiesen
wird, ist selbstandig nicht anfechtbar.

(2) Uber die Anhérungen und Vernehmungen ist
eine Niederschrift zu fertigen, die den wesentlichen
Gang der Verhandlung wiedergeben und die
rechtserheblichen Erklarungen der Beteiligten
enthalten soll. Die §§ 160a, 162 und 163 der
ZivilprozeBordnung sind entsprechend
anzuwenden. Die Beteiligten erhalten eine
Abschrift der Niederschrift.

§ 59

(1) Innerhalb von drei Monaten nach der
Verdffentlichung der Erteilung kann jeder, im Falle
der widerrechtlichen Entnahme nur der Verletzte,
gegen das Patent Einspruch erheben. Der
Einspruch ist schriftlich zu erklaren und zu
begriinden. Er kann nur auf die Behauptung
gestutzt werden, dal3 einer der in § 21 genannten
Widerrufsgriinde vorliege. Die Tatsachen, die den
Einspruch rechtfertigen, sind im einzelnen
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anzugeben. Die Angaben miissen, soweit sie nicht
schon in der Einspruchsschrift enthalten sind, bis
zum Ablauf der Einspruchsfrist schriftlich
nachgereicht werden.

(2) Ist gegen ein Patent Einspruch erhoben
worden, so kann jeder Dritte, der nachweist, daf3
gegen 1hn Klage wegen Verletzung des Patents
erhoben worden ist, nach Ablauf der
Einspruchsfrist dem Einspruchsverfahren als
Einsprechender beitreten, wenn er den Beitritt
innerhalb von drei Monaten nach dem Tag erklart,
an dem die Verletzungsklage erhoben worden ist.
Das gleiche gilt fiir jeden Dritten, der nachweist,
dal} er nach einer Aufforderung des
Patentinhabers, eine angebliche Patentverletzung
zu unterlassen, gegen diesen Klage auf
Feststellung erhoben hat, dal3 er das Patent nicht
verletze. Der Beitritt ist schriftlich zu erklaren und
bis zum Ablauf der in Satz 1 genannten Frist zu
begriinden. Absatz 1 Satz 3 bis 5 ist entsprechend
anzuwenden.

(3) Eine Anhérung findet im Einspruchsverfahren
statt, wenn ein Beteiligter dies beantragt oder die
Patentabteilung dies fiir sachdienlich erachtet. Mit
der Ladung soll die Patentabteilung auf die Punkte
hinweisen, die sie fiir die zu treffende
Entscheidung als erérterungsbedurftig ansieht.

(4) Im Ubrigen sind § 43 Abs. 3 Satz 3 und die §§ 46
und 47 im Einspruchsverfahren entsprechend

anzuwenden.

§ 61

(1) Die Patentabteilung entscheidet durch
Beschlul3, ob und in welchem Umfang das Patent
aufrechterhalten oder widerrufen wird. Das
Verfahren wird von Amts wegen ohne den
Einsprechenden fortgesetzt, wenn der Einspruch
zurickgenommen wird.

(2) Abweichend von Absatz 1 entscheidet der
Beschwerdesenat des Bundespatentgerichts,
1.wenn ein Beteiligter dies beantragt und kein
anderer Beteiligter innerhalb von zwei Monaten
nach Zustellung des Antrags widerspricht, oder
2.auf Antrag nur eines Beteiligten, wenn
mindestens 15 Monate seit Ablauf der
Einspruchsfrist, im Fall des Antrags eines
Beigetretenen seit Erklarung des Beitritts,
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vergangen sind.

Dies gilt nicht, wenn die Patentabteilung eine
Ladung zur Anhorung oder die Entscheidung tiber
den Einspruch innerhalb von drei Monaten nach
Zugang des Antrags auf patentgerichtliche
Entscheidung zugestellt hat. Im Ubrigen sind die
§§ 59 bis 62, 69 bis 71 und 86 bis 99 entsprechend
anzuwenden.

(3) Wird das Patent widerrufen oder nur
beschrinkt aufrechterhalten, so wird dies im
Patentblatt veroffentlicht.

(4) Wird das Patent beschrankt aufrechterhalten,
so ist die Patentschrift entsprechend zu dndern.
Die Anderung der Patentschrift ist zu
veroffentlichen.

§ 64

(1) Das Patent kann auf Antrag des
Patentinhabers widerrufen oder durch Anderung
der Patentanspriiche mit riickwirkender Kraft
beschrankt werden.

(2) Der Antrag ist schriftlich einzureichen und zu
begriinden.

(3) Uber den Antrag entscheidet die
Patentabteilung. § 44 Abs. 1 und die §§ 45 bis 48
sind entsprechend anzuwenden. Wird das Patent
widerrufen, so wird dies im Patentblatt
veroffentlicht. Wird das Patent beschrankt, ist in
dem Beschluss, durch den dem Antrag
stattgegeben wird, die Patentschrift der
Beschriankung anzupassen; die Anderung der
Patentschrift ist zu veréffentlichen.

§ 67

(1) Der Beschwerdesenat entscheidet in der
Besetzung mit

1.einem rechtskundigen Mitglied als Vorsitzendem
und zwei technischen Mitgliedern in den Féllen
des § 23 Abs. 4 und des § 50 Abs. 1 und 2;

2.einem technischen Mitglied als Vorsitzendem,
zwel weiteren technischen Mitgliedern sowie
einem rechtskundigen Mitglied in den Fallen,

a)in denen die Anmeldung zuriickgewiesen wurde,
b)in denen der Einspruch als unzuléssig verworfen
wurde,

c)des § 61 Abs. 1 Satz 1 und des § 64 Abs. 1,

d)des § 61 Abs. 2 sowie
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e)der §§ 130, 131 und 133;

3.einem rechtskundigen Mitglied als
Vorsitzendem, einem weiteren rechtskundigen
Mitglied und einem technischen Mitglied in den
Féllen des § 31 Abs. 5;

4.drei rechtskundigen Mitgliedern in allen ibrigen
Fallen.

(2) Der Nichtigkeitssenat entscheidet in den Fillen
der §§ 84 und 85 Abs. 3 in der Besetzung mit einem
rechtskundigen Mitglied als Vorsitzendem, einem
weiteren rechtskundigen Mitglied und drei
technischen Mitgliedern, im tibrigen in der
Besetzung mit drei Richtern, unter denen sich ein
rechtskundiges Mitglied befinden mul.

§ 73

(1) Gegen die Beschliisse der Priifungsstellen und
Patentabteilungen findet die Beschwerde statt.

(2) Die Beschwerde ist innerhalb eines Monats
nach Zustellung schriftlich beim Patentamt
einzulegen. Der Beschwerde und allen
Schriftsédtzen sollen Abschriften fir die tibrigen
Beteiligten beigefiigt werden. Die Beschwerde und
alle Schriftsitze, die Sachantréige oder die
Erklarung der Zuriicknahme der Beschwerde oder
eines Antrags enthalten, sind den tibrigen
Beteiligten von Amts wegen zuzustellen; andere
Schriftsétze sind thnen formlos mitzuteilen, sofern
nicht die Zustellung angeordnet wird.

(3) Erachtet die Stelle, deren Beschluf3 angefochten
wird, die Beschwerde fiir begriindet, so hat sie ihr
abzuhelfen. Sie kann anordnen, daf die
Beschwerdegebiihr nach dem Patentkostengesetz
zuriickgezahlt wird. Wird der Beschwerde nicht
abgeholfen, so ist sie vor Ablauf von einem Monat
ohne sachliche Stellungnahme dem Patentgericht
vorzulegen.

(4) Steht dem Beschwerdefiihrer ein anderer an
dem Verfahren Beteiligter gegentiber, so gilt die
Vorschrift des Absatzes 3 Satz 1 nicht.

§ 74

(1) Die Beschwerde steht den am Verfahren vor
dem Patentamt Beteiligten zu.

(2) In den Fillen des § 31 Abs. 5 und des § 50 Abs. 1
und 2 steht die Beschwerde auch der zusténdigen
obersten Bundesbehorde zu.

129




RS

(D) Fre L < ISR E E O M) 5 S 1B
T 5, XITBREIT A & ZADf 5 UL IZBCFIZREY
2, UTE T A & v AW THRIC > TiRiE S
AT OFHE BT 5 Fhald, FFZOfRICE - T
Bllh S5, FFAITL, BEEICRRIITA®R & L Chosk
SN TV BLHE T iR 2T & LTt S
2T UL B 7o, iR E )T DR 2.
1L, FORMETH DEFRFICRTT DRk A2 & OFE L TR
THIENTE, F7, EETH DR EELER A
FELTWDENWIFEEEBLETH L TED
(5 22 50,

Q) BFOENE S 2RO DFZNL, TOREIZEBN
THEFBH NI ATHETH 20 UT BB L T
DMRE L TWAIGAETE, 2T Z &R TERN, Ml
FERIRERE E OIS E S &5k HIEMIFR 2 1L, 26
49a W OHEIZ X BFERMNATRERRGA, T2 n
DFERIZET HREDOFHMRE L T D551, 12
D2 ENTER,

(3) BEOFFFICEE LTI, WER ORI GRZ
THZIENTZ D,

(4) FAITEWEICI Y, FRIBAPNIR LTI L
FiuX7e 57220, FRIRE O R TOBEEDE LY,
FFHOEDIZ, TFEhb b0 LT 25, FRIREOT
NCOBEET, BHECX VT RICEESND,
(6) Felkix, U, SR MREFHAREL, 1,
BFEDRRZE A TORITIUT R B, £z, BH
& U THEAT 2 FHE L UGEHLARIE STV 7RiTi
(X7 570, BRI 2 D OB A Se 2T LEsF L C
WRWEATE, IR, FE IO L CRPESIINS
VB EE AT 5 K 9 R 5,

(6) L5 A3 RN T o N B ] S VR M i ik 1 2 B
T2 W EDKHOIEN@E OEFTZH L TR ngGE
IZBWTC, #ENDOERNRH 72 L i, FEI,
TR RCET AR ARIL L 22U 720, |’
FAAES 110 Q1.5 3. ETHERESND,
FEECHIFTIE, ZOAEREREICI Y, HROEEIE
L, 70, YEAFEN R SN D R EWIRZRTET D,
Z OHIREDNEST SR> T2 BANE, SRR T
bN-bD LI END,

§ 81

(1) Das Verfahren wegen Erklirung der
Nichtigkeit des Patents oder des ergénzenden
Schutzzertifikats oder wegen Erteilung oder
Riicknahme der Zwangslizenz oder wegen der
Anpassung der durch Urteil festgesetzten
Verglitung fiir eine Zwangslizenz wird durch Klage
eingeleitet. Die Klage ist gegen den im Register als
Patentinhaber Eingetragenen oder gegen den
Inhaber der Zwangslizenz zu richten. Die Klage
gegen das erganzende Schutzzertifikat kann mit
der Klage gegen das zugrundeliegende Patent
verbunden werden und auch darauf gestiitzt
werden, daB ein Nichtigkeitsgrund (§ 22) gegen das
zugrundeliegende Patent vorliegt.

(2) Klage auf Erklarung der Nichtigkeit des
Patents kann nicht erhoben werden, solange ein
Einspruch noch erhoben werden kann oder ein
Einspruchsverfahren anhéngig ist. Klage auf
Erklarung der Nichtigkeit des ergdnzenden
Schutzzertifikats kann nicht erhoben werden,
soweit Antrége nach § 49a Abs. 4 gestellt werden
koénnen oder Verfahren zur Entscheidung tiber
diese Antriage anhingig sind.

(3) Im Falle der widerrechtlichen Entnahme ist
nur der Verletzte zur Erhebung der Klage
berechtigt.

(4) Die Klage ist beim Patentgericht schriftlich zu
erheben. Der Klage und allen Schriftsidtzen sollen
Abschriften fir die Gegenpartei beigefiigt werden.
Die Klage und alle Schriftsétze sind der
Gegenpartel von Amts wegen zuzustellen.
(5) Die Klage muB den Kléiger, den Beklagten und
den Streitgegenstand bezeichnen und soll einen
bestimmten Antrag enthalten. Die zur
Begriindung dienenden Tatsachen und
Beweismittel sind anzugeben. Entspricht die Klage
diesen Anforderungen nicht in vollem Umfang, so
hat der Vorsitzende den Kléger zu der
erforderlichen Ergénzung innerhalb einer
bestimmten Frist aufzufordern.
(6) Klager, die ihren gewdhnlichen Aufenthalt nicht
in einem Mitgliedstaat der Europaischen Union
oder einem Vertragsstaat des Abkommens tiber
den Europiischen Wirtschaftsraum haben, leisten
auf Verlangen des Beklagten wegen der Kosten des
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Verfahrens Sicherheit; § 110 Abs. 2 Nr. 1 bis 3 der
ZivilprozeBordnung gilt entsprechend. Das
Patentgericht setzt die Hohe der Sicherheit nach
billigem Ermessen fest und bestimmt eine Frist,
innerhalb welcher sie zu leisten ist. Wird die Frist
versdumt, so gilt die Klage als zuriickgenommen.

§ 87

(1) Das Patentgericht erforscht den Sachverhalt
von Amts wegen. Es ist an das Vorbringen und die
Beweisantrige der Beteiligten nicht gebunden.

(2) Der Vorsitzende oder ein von ihm zu
bestimmendes Mitglied hat schon vor der
mundlichen Verhandlung oder, wenn eine solche
nicht stattfindet, vor der Entscheidung des
Patentgerichts alle Anordnungen zu treffen, die
notwendig sind, um die Sache méglichst in einer
miindlichen Verhandlung oder in einer Sitzung zu
erledigen. Im tibrigen gilt § 273 Abs. 2, 3 Satz 1
und Abs. 4 Satz 1 der ZivilprozeBordnung
entsprechend.

§ 110

(1) Gegen die Urteile der Nichtigkeitssenate des
Patentgerichts (§ 84) findet die Berufung an den
Bundesgerichtshof statt.

(2) Die Berufung wird durch Einreichung der
Berufungsschrift beim Bundesgerichtshof
eingelegt.

(3) Die Berufungsfrist betriagt einen Monat. Sie
beginnt mit der Zustellung des in vollstandiger
Form abgefal3ten Urteils, spéitestens aber mit dem
Ablauf von funf Monaten nach der Verkindung.
(4) Die Berufungsschrift muB enthalten:

1.die Bezeichnung des Urteils, gegen das die
Berufung gerichtet wird;

2.die Erklarung, daB} gegen dieses Urteil Berufung
eingelegt werde.

(5) Die allgemeinen Vorschriften der
Zivilprozessordnung iiber die vorbereitenden
Schriftsétze sind auch auf die Berufungsschrift
anzuwenden.

(6) Mit der Berufungsschrift soll eine Ausfertigung
oder beglaubigte Abschrift des angefochtenen
Urteils vorgelegt werden.

(7) Beschliisse der Nichtigkeitssenate sind nur
zusammen mit ihren Urteilen (§ 84) anfechtbar; §
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71 Abs. 3 der ZivilprozeBordnung ist nicht
anzuwenden.

(8) Die §§ 515, 516 und 521 Abs. 1 und 2 Satz 1 der
Zivilprozessordnung gelten entsprechend.

§ 139

(1) Wer entgegen den §§ 9 bis 13 eine patentierte
Erfindung benutzt, kann von dem Verletzten bei
Wiederholungsgefahr auf Unterlassung in
Anspruch genommen werden. Der Anspruch
besteht auch dann, wenn eine Zuwiderhandlung
erstmalig droht.

(2) Wer die Handlung vorsitzlich oder fahrlissig
vornimmt, ist dem Verletzten zum Ersatz des
daraus entstehenden Schadens verpflichtet. Bei
der Bemessung des Schadensersatzes kann auch
der Gewinn, den der Verletzer durch die
Verletzung des Rechts erzielt hat, berticksichtigt
werden. Der Schadensersatzanspruch kann auch
auf der Grundlage des Betrages berechnet werden,
den der Verletzer als angemessene Vergiitung
hatte entrichten miissen, wenn er die Erlaubnis
zur Benutzung der Erfindung eingeholt hétte.

(3) Ist Gegenstand des Patents ein Verfahren zur
Herstellung eines neuen Erzeugnisses, so gilt bis
zum Beweis des Gegenteils das gleiche Erzeugnis,
das von einem anderen hergestellt worden ist, als
nach dem patentierten Verfahren hergestellt. Bei
der Erhebung des Beweises des Gegenteils sind die
berechtigten Interessen des Beklagten an der
Wahrung seiner Herstellungs- und
Betriebsgeheimnisse zu berticksichtigen.
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EUROPEAN PATENT OFFICE
Convention on the grant of European Patents
as revised by the Act revising the EOC of 29
November 2000
ENTRY INTO FORCE: December 13, 2007

Article 52
(1) European patents shall be granted for any

Patentable inventions

inventions, in all fields of technology, provided that
they are new, involve an inventive step and are
susceptible of industrial application.

(2) The following in particular shall not be
regarded as inventions within the meaning of
paragraph 1:

()

mathematical methods;

discoveries, scientific theories and
(b) aesthetic creations;

(¢) schemes, rules and methods for performing
mental acts, playing games or doing business, and
programs for computers;

(d) presentations of information.

(3) Paragraph 2 shall exclude the patentability of
the subject-matter or activities referred to therein
only to the extent to which a European patent
application or European patent relates to such
subject-matter or activities as such.

Article 53 Exceptions to patentability

European patents shall not be granted in respect
of:

(a) inventions the commercial exploitation of which
would be contrary to “ordre public” or morality;
such exploitation shall not be deemed to be so
contrary merely because it is prohibited by law or
regulation in some or all of the Contracting States;
(b) plant or animal varieties or essentially
biological processes for the production of plants or
animals; this provision shall not apply to
microbiological processes or the products thereof;
(c) methods for treatment of the human or animal
body by surgery or therapy and diagnostic methods
practised on the human or animal body; this
provision shall not apply to products, in particular
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substances or compositions, for use in any of these
methods.

Article 54 Novelty
(1) An invention shall be considered to be new if it

does not form part of the state of the art.

(2) The state of the art shall be held to comprise
everything made available to the public by means
of a written or oral description, by use, or in any
other way, before the date of filing of the European
patent application.

(3) Additionally, the content of European patent
applications as filed, the dates of filing of which are
prior to the date referred to in paragraph 2 and
which were published on or after that date, shall be
considered as comprised in the state of the art.

(4) Paragraphs 2 and 3 shall not exclude the
patentability of any substance or composition,
comprised in the state of the art, for use in a
method referred to in Article 53(c), provided that its
use for any such method is not comprised in the
state of the art.

(5) Paragraphs 2 and 3 shall also not exclude the
patentability of any substance or composition
referred to in paragraph 4 for any specific use in a
method referred to in Article 53(c), provided that
such use is not comprised in the state of the art.

Article 55 Non-prejudicial disclosures

(1) For the application of Article 54, a disclosure of
the invention shall not be taken into consideration
if it occurred no earlier than six months preceding
the filing of the European patent application and if
it was due to, or in consequence of:

(a) an evident abuse in relation to the applicant or
his legal predecessor, or

(b) the fact that the applicant or his legal
predecessor has displayed the invention at an
international
of the
Convention on international exhibitions signed at

official, or officially recognised,

exhibition falling within the terms

Paris on 22 November 1928 and last revised on 30
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November 1972.

(2) In the case of paragraph 1(b), paragraph 1 shall
apply only if the applicant states, when filing the
European patent application, that the invention
has been so displayed and files a supporting
certificate within the time limit and under the
laid down

conditions in the Implementing

Regulations.

Article 56 Inventive step

An invention shall be considered as involving an
inventive step if, having regard to the state of the
art, it is not obvious to a person skilled in the art. If
the state of the art also includes documents within
the meaning of Article 54, paragraph 3, these
documents shall not be considered in deciding
whether there has been an inventive step.

Article 57 Industrial application

An invention shall be considered as susceptible of
industrial application if it can be made or used in
any kind of industry, including agriculture.

Article 84 Claims

The claims shall define the matter for which
protection 1s sought. They shall be clear and
concise and be supported by the description.

Article 97 Grant or refusal

(1) If the Examining Division is of the opinion that
the European patent application and the invention
to which it relates meet the requirements of this
Convention, it shall decide to grant a European
patent, provided that the conditions laid down in
the Implementing Regulations are fulfilled.

(2) If the Examining Division is of the opinion that
the European patent application or the invention to
which it relates does not meet the requirements of
this Convention, it shall refuse the application
unless this Convention provides for a different
legal consequence.

(3) The decision to grant a European patent shall
take effect on the date on which the mention of the

grant 1s published in the European Patent
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Bulletin.

Article 99 Opposition

(1) Within nine months of the publication of the
mention of the grant of the European patent in the
European Patent Bulletin, any person may give
notice to the European Patent Office of opposition
to that with the
Implementing Regulations. Notice of opposition
shall not be deemed to have been filed until the
opposition fee has been paid.

patent, 1in accordance

(2) The opposition shall apply to the European
patent in all the Contracting States in which that
patent has effect.

(3) Opponents shall be parties to the opposition
proceedings as well as the proprietor of the patent.

(4) Where a person provides evidence that in a
Contracting State, following a final decision, he has
been entered in the patent register of such State
instead of the previous proprietor, such person
shall,
proprietor in  respect of  such
Notwithstanding Article 118, the

proprietor and the person making the request shall

at his request, replace the previous
State.

previous

not be regarded as joint proprietors unless both so
request.

Article 100 Grounds for opposition

Opposition may only be filed on the grounds that:
(a) the subject-matter of the European patent is not
patentable under Articles 52 to 57;

(b) the European patent does not disclose the
invention in a manner sufficiently clear and
complete for it to be carried out by a person skilled
in the art;

(¢) the subject-matter of the European patent
extends beyond the content of the application as
filed, or, if the patent was granted on a divisional
application or on a new application filed under
Article 61, beyond the content of the earlier
application as filed.

Article 101 Examination of the opposition -
Revocation or maintenance of the European patent
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(1) If the opposition is admissible, the Opposition
Division shall examine, in accordance with the
Implementing Regulations, whether at least one
ground for opposition under Article 100 prejudices
the maintenance of the European patent. During
this examination, the Opposition Division shall
invite the parties, as often as necessary, to file
observations on communications from another
party or issued by itself.

(2) If the Opposition Division is of the opinion that
at least one ground for opposition prejudices the
maintenance of the European patent, it shall
revoke the patent. Otherwise, it shall reject the
opposition.

(3) If the Opposition Division is of the opinion that,
taking into consideration the amendments made
by the proprietor of the European patent during
the opposition proceedings, the patent and the
invention to which it relates

(a) meet the requirements of this Convention, it
shall decide to maintain the patent as amended,
provided that the conditions laid down in the
Implementing Regulations are fulfilled;

(b) do not meet the requirements of this
Convention, it shall revoke the patent.

Article 102 [deleted]

Article 103 Publication of a new specification of
the European patent

If the European patent is maintained as amended
under Article 101, paragraph 3(a), the European
Patent Office shall publish a new specification of
the European patent as soon as possible after the
mention of the opposition decision has been
published in the European Patent Bulletin.

Article 104 Costs

(1) Each party to the opposition proceedings shall
it has
Opposition Division, for reasons of equity, orders, in

bear the costs incurred, unless the

accordance with the Implementing Regulations, a
different apportionment of costs.
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(2) The procedure for fixing costs shall be laid down
in the Implementing Regulations.

(3) Any final decision of the European Patent Office
fixing the amount of costs shall be dealt with, for
the purpose of enforcement in the Contracting
States, in the same way as a final decision given by
a civil court of the State in which enforcement is to
take place. Verification of such decision shall be
limited to its authenticity.

Article 105 Intervention of the assumed infringer
(1) Any third party may, in accordance with the
Implementing Regulations, intervene in opposition
proceedings after the opposition period has expired,
if the third party proves that

(a) proceedings for infringement of the same patent
have been instituted against him, or

(b) following a request of the proprietor of the
patent to cease alleged infringement, the third
party has instituted proceedings for a ruling that
he is not infringing the patent.

(2) An admissible intervention shall be treated as
an opposition.

Article 105a Request for limitation or revocation
(1) At the request of the proprietor, the European
patent may be revoked or be limited by an
amendment of the claims. The request shall be
filed with the
accordance with the Implementing Regulations. It
shall not be deemed to have been filed until the
limitation or revocation fee has been paid.

European Patent Office in

(2) The request may not be filed while opposition
proceedings in respect of the European patent are
pending.

Article 106 Decisions subject to appeal

(1) An appeal shall lie from decisions of the
Receiving  Section, Examining  Divisions,
Opposition Divisions and the Legal Division. It
shall have suspensive effect.

(20 A decision which does

proceedings as regards one of the parties can only

not terminate

be appealed together with the final decision, unless
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the decision allows a separate appeal.

(3) The right to file an appeal against decisions
relating to the apportionment or fixing of costs in
opposition proceedings may be restricted in the
Implementing Regulations.

Article 111 Decision in respect of appeals

(1) Following the examination as to the allowability
of the appeal, the Board of Appeal shall decide on
the appeal. The Board of Appeal may either
exercise any power within the competence of the
department which was responsible for the decision
appealed or remit the case to that department for
further prosecution.

(2) If the Board of Appeal remits the case for
further prosecution to the department whose
decision was appealed, that department shall be
bound by the ratio decidendi of the Board of
Appeal, in so far as the facts are the same. If the
decision under appeal was taken by the Receiving
Section, the Examining Division shall also be
bound by the ratio decidendi of the Board of
Appeal.

Article 113 Right to be heard and basis of decisions
(1) The decisions of the European Patent Office
may only be based on grounds or evidence on which
the parties concerned have had an opportunity to
present their comments.

(2) The European Patent Office shall examine, and
decide upon, the European patent application or
the European patent only in the text submitted to
it, or agreed, by the applicant or the proprietor of
the patent.

Article 114 Examination by the European Patent
Office of its own motion

(1) In proceedings before it, the European Patent
Office shall examine the facts of its own motion; it
shall not be restricted in this examination to the
facts, evidence and arguments provided by the
parties and the relief sought.

(2) The European Patent Office may disregard
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facts or evidence which are not submitted in due
time by the parties concerned.

Article 116 Oral proceedings

(1) Oral proceedings shall take place either at the
instance of the European Patent Office if it
considers this to be expedient or at the request of
any party to the proceedings. However, the
European Patent Office may reject a request for
further the
department where the parties and the subject of

oral proceedings before same

the proceedings are the same.

(2) Nevertheless, oral proceedings shall take place
before the Receiving Section at the request of the
applicant only where the Receiving Section
considers this to be expedient or where it intends to

refuse the European patent application.

(3) Oral proceedings before the Receiving Section,
the Examining Divisions and the Legal Division
shall not be public.

(4) Oral proceedings, including delivery of the
decision, shall be public, as regards the Boards of
Appeal and the Enlarged Board of Appeal, after
publication of the European patent application,
and also before the Opposition Divisions, in so far
as the department before which the proceedings
are taking place does not decide otherwise in cases
where admission of the public could have serious
and unjustified disadvantages, in particular for a
party to the proceedings.

Article 123 Amendments

(1) The European patent application or European
patent may be amended in proceedings before the
European Patent Office, in accordance with the
Implementing Regulations. In any event, the
applicant shall be given at least one opportunity to
amend the application of his own volition.

(2) The European patent application or European
patent may not be amended in such a way that it
contains subject-matter which extends beyond the
content of the application as filed.
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(3) The European patent may not be amended in
such a way as to extend the protection it confers.

Article 138 Revocation of European patents

(1) Subject to Article 139, a European patent may
be revoked with effect for a Contracting State only
on the grounds that:

(a) the subject-matter of the European patent is not
patentable under Articles 52 to 57;

(b) the European patent does not disclose the
invention in a manner sufficiently clear and
complete for it to be carried out by a person skilled
in the art;

(c) the subject-matter of the European patent
extends beyond the content of the application as
filed or, if the patent was granted on a divisional
application or on a new application filed under
Article 61, beyond the content of the earlier
application as filed;

(d) the protection conferred by the European patent
has been extended; or

(e) the proprietor of the European patent is not
entitled under Article 60, paragraph 1.

(2) If the grounds for revocation affect the
European patent only in part, the patent shall be
limited by a corresponding amendment of the
claims and revoked in part.

(3) In proceedings before the competent court or
authority relating to the validity of the European
patent, the proprietor of the patent shall have the
right to limit the patent by amending the claims.
The patent as thus limited shall form the basis for
the proceedings.
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EUROPEAN PATENT OFFICE
Implementing Regulations to the Convention on
the grant of European Patents
as last amended on December 7, 2006

Rule 70 Request for examination

(1) The applicant may request examination of the
European patent application up to six months after
the date on which the European Patent Bulletin
mentions the publication of the European search
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report. The request may not be withdrawn.

(2) If the request for examination has been filed
before the European search report has been
transmitted to the applicant, the European Patent
Office shall invite the applicant to indicate, within
a period to be specified, whether he wishes to
proceed further with the application, and shall give
him the opportunity to comment on the search
report and to amend, where appropriate, the
description, claims and drawings.

(3) If the applicant fails to reply in due time to the
invitation under paragraph 2, the application shall
be deemed to be withdrawn.

Rule 79 Preparation of the examination of the
opposition

(1) The Opposition Division shall communicate the
notice of opposition to the proprietor of the patent
and shall give him the opportunity to file his
observations and to amend, where appropriate, the
description, claims and drawings within a period to
be specified.

(2) If several notices of opposition have been filed,
the Opposition Division shall communicate them to
the other opponents at the same time as the
communication under paragraph 1.

(3) The Opposition Division shall communicate any
observations and amendments filed by the
proprietor of the patent to the other parties, and
shall invite them, if it considers this expedient, to
reply within a period to be specified.

(4) In the case of an intervention under Article 105,
the Opposition Division may dispense with the
application of paragraphs 1 to 3.

Rule 80 Amendment of the European patent
Without prejudice to Rule 138, the description,
claims and drawings may be amended, provided
that the amendments are occasioned by a ground
for opposition under Article 100, even if that
ground has not been invoked by the opponent.

Rule 82 Maintenance of the European patent in
amended form

(1) Before the Opposition Division decides to
maintain the European patent as amended, it shall
inform the parties of the text in which it intends to
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maintain the patent, and shall invite them to file
their observations within two months if they
disapprove of that text.

(2) If a party disapproves of the text communicated
by the Opposition Division, examination of the
opposition may be continued. Otherwise, the
Opposition Division shall, on expiry of the period
under paragraph 1, invite the proprietor of the
patent to pay the prescribed fee and to file a
translation of any amended claims in the official
languages of the European Patent Office other
than the language of the proceedings, within a
period of three months. This invitation shall
indicate the designated Contracting States which
require a translation under Article 65, paragraph
1.

(3) If the acts required under paragraph 2 are not
performed in due time, they may still be performed
within two months of a communication concerning
the failure to observe the time limit, provided that
a surcharge is paid within this period. Otherwise,
the patent shall be revoked.

(4) The decision to maintain the European patent
as amended shall state which text of the patent
forms the basis for the decision.

Rule 84 Continuation of the opposition proceedings
by the European Patent Office of its own motion
(1) If the European patent has been surrendered in
all the designated Contracting States or has lapsed
in all those States, the opposition proceedings may
be continued at the request of the opponent filed
within two months of a communication from the
European Patent Office informing him of the
surrender or lapse.

(2) In the event of the death or legal incapacity of
an opponent, the opposition proceedings may be
continued by the European Patent Office of its own
motion, even without the participation of the heirs
or legal representatives. The same shall apply
where the opposition is withdrawn.

Rule 91 Responsibility for proceedings

Decisions on requests for limitation or revocation of
the European patent under Article 105a shall be
taken by the Examining Division. Article 18,
paragraph 2, shall apply mutatis mutandis.
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Rule 92 Requirements of the request

(1) The request for limitation or revocation of a
European patent shall be filed in writing. Part I11
of the Implementing Regulations shall apply
mutatis mutandis to documents filed in limitation
or revocation proceedings.

(2) The request shall contain:

(a) particulars of the proprietor of the European
patent making the request (the requester) as
provided in Rule 41, paragraph 2(c), and an
indication of the Contracting States for which the
requester is the proprietor of the patent;

(b) the number of the patent whose limitation or
revocation is requested, and a list of the
Contracting States in which the patent has taken
effect;

(c) where appropriate, the names and addresses of
the proprietors of the patent for those Contracting
States in which the requester is not the proprietor
of the patent, and evidence that the requester is
entitled to act on their behalf in the proceedings;
(d) where limitation of the patent is requested, the
complete version of the amended claims and, as the
case may be, of the amended description and
drawings;

(e) where the requester has appointed a
representative, particulars as provided in Rule 41,
paragraph 2(d).

Rule 93 Precedence of opposition proceedings

(1) The request for limitation or revocation shall be
deemed not to have been filed if opposition
proceedings in respect of the patent are pending at
the time of filing the request.

(2) If, at the time of filing an opposition to a
European patent, limitation proceedings in respect
of that patent are pending, the Examining Division
shall terminate the limitation proceedings and
order the reimbursement of the limitation fee. The
reimbursement shall also be ordered in respect of
the fee referred to in Rule 95, paragraph 3, first
sentence, if the requester has already paid this fee.

Rule 94 Rejection of the request as inadmissible
If the Examining Division finds that the request for
limitation or revocation fails to comply with the
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requirements of Rule 92, it shall invite the
requester to correct the deficiencies noted, within a
period to be specified. If the deficiencies are not
corrected in due time, the Examining Division shall
reject the request as inadmissible.

Rule 95 Decision on the request

(1) If a request for revocation is admissible, the
Examining Division shall revoke the patent and
communicate this to the requester.

53

(2) If a request for limitation is admissible, the
Examining Division shall examine whether the
amended claims constitute a limitation vis-a-vis
the claims as granted or amended in opposition or
limitation proceedings and comply with Article 84
and Article 123, paragraphs 2 and 3. If the request
does not comply with these requirements, the
Examining Division shall give the requester one
opportunity to correct any deficiencies noted, and
to amend the claims and, where appropriate, the
description and drawings, within a period to be
specified.

(3) If a request for limitation is allowable under
paragraph 2, the Examining Division shall
communicate this to the requester and invite him
to pay the prescribed fee and to file a translation of
the amended claims in the official languages of the
European Patent Office other than the language of
the proceedings, within a period of three months;
Rule 82, paragraph 3, first sentence, shall apply
mutatis mutandis. If the requester performs these
acts in due time, the Examining Division shall
limit the patent.

(4) If the requester does not respond in due time to
the communication issued under paragraph 2, or if
the request for limitation is not allowable, or if the
requester fails to perform the acts required under
paragraph 3 in due time, the Examining Division
shall reject the request.

Rule 116 Preparation of oral proceedings

(1) When issuing the summons, the European
Patent Office shall draw attention to the points
which in its opinion need to be discussed for the
purposes of the decision to be taken. At the same
time a final date for making written submissions in
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preparation for the oral proceedings shall be fixed.
Rule 132 shall not apply. New facts and evidence
presented after that date need not be considered,
unless admitted on the grounds that the subject of
the proceedings has changed.

(2) If the applicant or patent proprietor has been
notified of the grounds prejudicing the grant or
maintenance of the patent, he may be invited to
submit, by the date specified in paragraph 1,
second sentence, documents which meet the
requirements of the Convention. Paragraph 1,
third and fourth sentences, shall apply mutatis
mutandis.
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UNITED KINGDOM
Patent Act 1977
as last amended by an Act to amend the law
relating to patents of January 1, 2010

14. Making of application

(1) Every application for a patent-

(a) shall be made in the prescribed form and shall
be filed at the Patent Office in the prescribed
manner;

(b) [repealed]

(1A) Where an application for a patent is made, the
fee prescribed for the purposes of this subsection
(“the application fee”) shall be paid not later than
the end of the period prescribed for the purposes of
section 15(10)(c) below.

(2) Every application for a patent shall contain—
(a) a request for the grant of a patent;

(b) a specification containing a description of the
invention, a claim or claims and any drawing
referred to in the description or any claim; and

(c) an abstract;

but the foregoing provision shall not prevent an
application being initiated by documents
complying with section 15(1) below.

(3) The specification of an application shall disclose
the invention in a manner which is clear enough
and complete enough for the invention to be
performed by a person skilled in the art.

(4) [repealed]

(5) The claim or claims shall-

(a) define the matter for which the applicant seeks
protection;

(b) be clear and concise;

(c) be supported by the description; and

(d) relate to one invention or to a group of
inventions which are so linked as to form a single
inventive concept.

(6) Without prejudice to the generality of
subsection (5)(d) above, rules may provide for
treating two or more inventions as being so linked
as to form a single inventive concept for the
purposes of this Act.

(7) The purpose of the abstract is to give technical
information and on publication it shall not form
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part of the state of the art by virtue of  section
2(3) above, and the comptroller may determine
whether the abstract adequately fulfils its purpose
and, if it does not, may reframe it so that it does.
(8) [repealed]

(9) An application for a patent may be withdrawn
at any time before the patent is granted and any
withdrawal of such an application may not be
revoked.

(10) Subsection (9) above does not affect the power
of the comptroller under section 117(1) below to
correct an error or mistake in a withdrawal of an
application for a patent.

27. General power to amend specification after
grant

(1) Subject to the following provisions of this
section and to section 76 below, the comptroller
may, on an application made by the proprietor of a
patent, allow the specification of the patent to be
amended subject to such conditions, if any, as he
thinks fit.

(2) No such amendment shall be allowed under this
section where there are pending before the court or
the comptroller proceedings in which the validity of
the patent may be put in issue.

(3) An amendment of a specification of a patent
under this section shall have effect and be deemed
always to have had effect from the grant of the
patent.

(4) The comptroller may, without an application
being made to him for the purpose, amend the
specification of a patent so as to acknowledge a
registered trademark.

(5) A person may give notice to the comptroller of
his opposition to an application under this section
by the proprietor of a patent, and if he does so the
comptroller shall notify the proprietor and consider
the opposition in deciding whether to grant the
application.

(6) In considering whether or not to allow an
application under this section, the comptroller shall
have regard to any relevant principles under the
European Patent Convention.

61. Proceedings for infringement of patent
(1) Subject to the following provisions of this Part of
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this Act, civil proceedings may be brought in the
court by the proprietor of a patent in respect of any
act alleged to infringe the patent and (without
prejudice to any other jurisdiction of the court) in
those proceedings a claim may be made-

(a) for an injunction or interdict restraining the
defendant or defender from any apprehended act of
infringement;

(b) for an order for him to deliver up or destroy any
patented product in relation to which the patent is
infringed or any article in which that product is
inextricably comprised;

(c) for damages in respect of the infringement;

(d) for an account of the profits derived by him from
the infringement;

(e) for a declaration or declarator that the patent is
valid and has been infringed by him.

(2) The court shall not, in respect of the same
infringement, both award the proprietor of a patent
damages and order that he shall be given an
account of the profits.

(3) The proprietor of a patent and any other person
may by agreement with each other refer to the
comptroller the question whether that other person
has infringed the patent and on the reference the
proprietor of the patent may make any claim
mentioned in subsection (1)(c) or (e) above.

(4) Except so far as the context requires, in the
following provisions of this Act-

(a) any reference to proceedings for infringement
and the bringing of such proceedings includes a
reference to a reference under subsection (3) above
and the making of such a reference;

(b) any reference to a claimant or pursuer includes
a reference to the proprietor of the patent; and

(c) any reference to a defendant or defender
includes a reference to any other party to the
reference.

(5) If it appears to the comptroller on a reference
under subsection (3) above that the question
referred to him would more properly be determined
by the court, he may decline to deal with it and the
court shall have  jurisdiction to determine the
question as if the reference were proceedings
brought in the court.

(6) Subject to the following provisions of this Part of
this Act, in determining whether or not to grant
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any kind of relief claimed under this section and
the extent of the relief granted the court or the
comptroller shall apply the principles applied by
the court in relation to that kind of relief
immediately before the appointed day.

(7) If the comptroller awards any sum by way of
damages on a reference under subsection (3) above,
then-

(a) in England and Wales, the sum shall be
recoverable, if a county court so orders, by
execution issued from the county court or
otherwise as if it were payable under an order of
that court;

(b) in Scotland, payment of the sum may be
enforced in like manner as an extract registered
decree arbitral bearing a warrant for execution
issued by the sheriff court of any sheriffdom in
Scotland;

(c¢) in Northern Ireland, payment of the sum may
be enforced as if it were a money judgment.

63. Relief for infringement of partially valid patent
(1) If the validity of a patent is put in issue in
proceedings for infringement of the patent and it is
found that the patent is only partially valid, the
court or the comptroller may, subject to subsection
(2) below, grant relief in respect of that part of the
patent which 1s found to be valid and infringed.

(2) Where in any such proceedings it is found that a
patent is only partially valid, the court or the
comptroller shall, when awarding damages, costs
or expenses or making an order for an account of
profits, take into account the following—

(a) whether at the date of the infringement the
defendant or defender knew, or had reasonable
grounds to know, that he was infringing the patent;
(b) whether the specification of the patent was
framed in good faith and with reasonable skill and
knowledge;

(¢) whether the proceedings are brought in good
faith;

and any relief granted shall be subject to the
discretion of the court or comptroller as to costs or
expenses and as to the date from which damages or
an account should be reckoned.

(3) As a condition of relief under this section the
court or the comptroller may direct that the
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specification of the patent shall be amended to its
or his satisfaction upon an application made for
that purpose under section 75 below, and an
application may be so made accordingly, whether
or not all other issues in the proceedings have been
determined.

(4) The court or the comptroller may also grant
relief under this section in the case of a European
patent (UK) on condition that the claims of the
patent are limited to its or his satisfaction by the
European Patent Office at the request of the
proprietor.

69. Infringement of rights conferred by publication
of application

(1) Where an application for a patent for an
invention is published, then, subject to subsections
(2) and (3) below, the applicant shall have, as from
the publication and until the grant of the patent,
the same right as he would have had, if the patent
had been granted on the date of the publication of
the application, to bring proceedings in the court or
before the comptroller for damages in respect of
any act which would have infringed the patent; and
(subject to subsections (2) and (3) below) references
in sections 60 to 62 and 66 to 68 above to a patent
and the proprietor of a patent shall be respectively
construed as including references to any such
application and the applicant, and references to a
patent being in force, being granted, being valid or
existing shall be construed accordingly.

(2) The applicant shall be entitled to bring
proceedings by virtue of this section in respect of
any act only-

(a) after the patent has been granted; and

(b) if the act would, if the patent had been granted
on the date of the publication of the application,
have infringed not only the patent, but also the
claims (as interpreted by the description and any
drawings referred to in the description or claims) in
the form in which they were contained in the
application immediately before the preparations
for its publication were completed by the Patent
Office.

(3) Section 62(2) and (3) above shall not apply to an
infringement of the rights conferred by this section,
but in considering the amount of any damages for
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such an infringement the court or the comptroller
shall consider whether or not it would have been
reasonable to expect from a consideration of the
application as published under section 16 above,
that a patent would be granted conferring on the
proprietor of the patent protection from an act of
the same description as that found to infringe those
rights, and if the court or the comptroller finds that
it would not have been reasonable, it or he shall
reduce the damages to such an amount as it or he
thinks just.

72. Power to revoke patents on application

(1) Subject to the following provisions of this Act,
the court or the comptroller may by order revoke a
patent for an invention on the application of any
person (including the proprietor of the patent) on
(but only on) any of the following grounds, that is to
say-

(a) the invention is not a patentable invention;

(b) that the patent was granted to a person who
was not entitled to be granted that patent;

(c) the specification of the patent does not disclose
the invention clearly enough and completely
enough for it to be performed by a person skilled in
the art;

(d) the matter disclosed in the specification of the
patent extends beyond that disclosed in the
application for the patent, as filed, or, if the patent
was granted on a new application filed under
section 8(3), 12 or 37(4) above or as mentioned in
section 15(9) above, in the earlier application, as
filed;

(e) the protection conferred by the patent has been
extended by an amendment which should not have
been allowed.

(2) An application for the revocation of a patent on
the ground mentioned in subsection (1)(b) above-
(a) may only be made by a person found by the
court in an action for a declaration or declarator, or
found by the court or the comptroller on a reference
under section 37 above, to be entitled to be granted
that patent or to be granted a patent for part of the
matter comprised in the specification of the patent
sought to be revoked; and

(b) may not be made if that action was commenced
or that reference was made after the end of the

152




REFOMA IS L AZEEXROICW S #
DAL 1 Z2380E L1228, 7272 LIBR S 7[RI
BOWCOILMFFEIINT HRETHDLEREL
& XL, FREMBINICEHPT IR OS2 £ 9
(ZZ DIFHIEZ L L 72WIGA ORFFZ B 9
XBOMANH D,

(4A) DIZBWTHIIEORIE L W) & X0, 55 75 5%
IZEESHIEORIERZ VW, 77, FINEZFGES
FEEDOYEIL, FrEHEORERIZ K DHIEIC X 0 R3F
DY L —LEHRETLZENTEDHZLETEDDLMK
INFFRFSRA DA D IRTEIZ S-S < BIE O IE %
VNI,

(6G) BB ITER O xtT 5 EFfic S
K3, BEFORERG R L 725 T D RFEFFFAD
WHEE Q) DN OB IE SN TE ORFFFOIE
W EiRET 5 2 L%, IR TOF RO D
SAVSIC BT SN E 0 2RI T 5
DTIETARN,

6) EENALKICHESNTTADLNT D HE~DHE
REBET D L 2EiET 5 & &1L, 20FE, #Hf
FTOFF A 2452 O TRTIUL, YiRFCB LRSI
FSEHPIFTC AT 72 DR (LRI X 2 XHRET
BT DRFTFON 12402 T 5 L OLSND B D)
BT D LN TER,

(7) BEEPALKICHESS HO~OFEREZLE L2
Sl L E L, FERAE, SRR, REICHES
WCERHIFTICEER T2 2 v c& ey, 72720

(a) FFRrOFTAH DT R ADBHIPTZRIRE O &
BOFERTLZLICHREL, T

(b) Z DFRFFFZ LD H T & D ORI L EH T
WZ Lo CHRICHUNER SN AEEO LD TH D
FRENEEZ o THRT 5 & XL, ZORY T/
VY,

period of two years beginning with the date of the
grant of the patent sought to be revoked, unless it
is shown that any person registered as a proprietor
of the patent knew at the time of the grant or of the
transfer of the patent to him that he was not
entitled to the patent.

(3) [repealed]

(4) An order under this section may be an order for
the unconditional revocation of the patent or,
where the court or the comptroller determines that
one of the grounds mentioned in subsection (1)
above has been established, but only so as to
invalidate the patent to a limited extent, an order
that the patent should be revoked unless within a
specified time the specification is amended to the
satisfaction of the court or the comptroller, as the
case may be.

(4A) The reference in subsection (4) above to the
specification being amended is to its being
amended under section 75 below and also, in the
case of a European Patent (UK), to its being
amended under any provision of the European
Patent Convention under which the claims of the
patent may be limited by amendment at the
request of the proprietor.

(5) A decision of the comptroller or on appeal from
the comptroller shall not estop any party to civil
proceedings in which infringement of a patent is in
issue from alleging invalidity of the patent on any
of the grounds referred to in subsection (1) above,
whether or not any of the issues involved were
decided in the said decision.

(6) Where the comptroller refuses to grant an
application made to him by any person under this
section, no application (otherwise than by way of
appeal or by way of putting validity in issue in
proceedings for infringement) may be made to the
court by that person under this section in relation
to the patent concerned, without the leave of the
court.

(7) Where the comptroller has not disposed of an
application made to him under this section, the
applicant may not apply to the court under this
section in respect of the patent concerned unless
either-

(a) the proprietor of the patent agrees that the
applicant may so apply, or
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(b) the comptroller certifies in writing that it
appears to him that the question whether the
patent should be revoked is one which would more
properly be determined by the court.

74. Proceedings in which validity of patent may be
put in issue

(1) Subject to the following provisions of this
section, the validity of a patent may be put in issue-
(a) by way of defence, in proceedings for
infringement of the patent under section 61 above
or proceedings under section 69 above for
infringement of rights conferred by the publication
of an application;

(b) in proceedings under section 70 above;

(¢) in proceedings in which a declaration in relation
to the patent is sought under section 71 above;

(d) in proceedings before the court or the
comptroller under section 72 above for the
revocation of the patent;

(e) in proceedings under section 58 above.

(2) The validity of a patent may not be put in issue
in any other proceedings and, in particular, no
proceedings may be instituted (whether under this
Act or otherwise) seeking only a declaration as to
the validity or invalidity of a patent.

(3) The only grounds on which the validity of a
patent may be put in issue (whether in proceedings
for revocation under section 72 above or otherwise)
are the grounds on which the patent may be
revoked under that section.

(4) No determination shall be made in any
proceedings mentioned in subsection (1) above on
the validity of a patent which any person puts in
issue on the ground mentioned in section 72(1)(b)
above unless-

(a) it has been determined in entitlement
proceedings commenced by that person or in the
proceedings in which the validity of the patent is in
issue that the patent should have been granted to
him and not some other person; and

(b) except where it has been so determined in
entitlement proceedings, the proceedings in which
the validity of the patent is in issue are commenced
before the end of the period of two years beginning
with the date of the grant of the patent or it is
shown that any person registered as a proprietor of
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the patent knew at the time of the grant or of the
transfer of the patent to him that he was not
entitled to the patent.

(5) Where the validity of a patent is put in issue by
way of defence or counterclaim the court or the
comptroller shall, if it or he thinks it just to do so,
give the defendant an opportunity to comply with
the condition in subsection (4)(a) above.

(6) In subsection (4) above “entitlement
proceedings”, in relation to a patent, means a
reference under section 37(1) above on the ground
that the patent was granted to a person not
entitled to it or proceedings for a declaration or
declarator that it was so granted.

(7) Where proceedings with respect to a patent are
pending in the court under any provision of this Act
mentioned in subsection (1) above, no proceedings
may be instituted without the leave of the court
before the comptroller with respect to that patent
under section 61(3), 69, 71 or 72 above.

(8) It is hereby declared that for the purposes of
this Act the validity of a patent is not put in issue
merely because-

(a) the comptroller is considering its validity in
order to decide whether to revoke it under section
73 above; or

(b) its validity is being considered in connection
with an opinion under section 74A below or a
review of such an opinion.

75. Amendment of patent in infringement or
revocation proceedings

(1) In any proceedings before the court or the
comptroller in which the validity of a patent may
be put in issue the court or, as the case may be, the
comptroller may, subject to section 76 below, allow
the proprietor of the patent to amend the
specification of the patent in such manner, and
subject to such terms as to advertising the
proposed amendment and as to costs, expenses or
otherwise, as the court or comptroller thinks fit.

(2) A person may give notice to the court or the
comptroller of his opposition to an amendment
proposed by the proprietor of the patent under this
section, and if he does so the court or the
comptroller shall notify the proprietor and consider
the opposition in deciding whether the amendment
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or any amendment should be allowed.

(3) An amendment of a specification of a patent
under this section shall have effect and be deemed
always to have had effect from the grant of the
patent.

(4) Where an application for an order under this
section is made to the court, the applicant shall
notify the comptroller, who shall be entitled to
appear and be heard and shall appear if so directed
by the court.

(5) In considering whether or not to allow an
amendment proposed under this section, the court
or the comptroller shall have regard to any
relevant principles applicable under the European
Patent Convention.

76. Amendment of applications and patents not to
include added matter

(1) An application for a patent which-

(a) is made in respect of matter disclosed in an
earlier application, or in the specification of a
patent which has been granted, and

(b) discloses additional matter, that is, matter
extending beyond that disclosed in the earlier
application, as filed, or the application for the
patent, as filed,

may be filed under section 8(3), 12 or 37(4) above,
or as mentioned in section 15(9) above, but shall
not be allowed to proceed unless it is amended so
as to exclude the additional matter.

(1A) Where, in relation to an application for a
patent-

(a) a reference to an earlier relevant application
has been filed as mentioned in section 15(1)(c)(i)
above; and

(b) the description filed under section 15(10)(b)()
above discloses additional matter, that is, matter
extending beyond that disclosed in the earlier
relevant application,

the application shall not be allowed to proceed
unless it is amended so as to exclude the additional
matter.

(2) No amendment of an application for a patent
shall be allowed under section 15A(6), 18(3) or
19(1) if it results in the application disclosing
matter extending beyond that disclosed in the
application as filed.
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(3) No amendment of the specification of a patent
shall be allowed under section 27(1), 73 or 75 if it-
(a) results in the specification disclosing additional
matter, or

(b) extends the protection conferred by the patent.
(4) In subsection (1A) above “relevant application”
has the meaning given by section 5(5) above.

117. Correction of errors in patents and
applications

(1) The comptroller may, subject to any provision of
rules, correct any error of translation or
transcription, clerical error or mistake in any
specification of a patent or application for a patent
or any document filed in connection with a patent
or such an application.

(2) Where the comptroller is requested to correct
such an error or mistake, any person may in
accordance with rules give the comptroller notice of
opposition to the request and the comptroller shall
determine the matter.

(3) Where the comptroller is requested to correct an
error or mistake in a withdrawal of an application
for a patent, and-

(a) the application was published under section 16
above; and

(b) details of the withdrawal were published by the
comptroller;

the comptroller shall publish notice of such a
request in the prescribed manner.

(4) Where the comptroller publishes a notice under
subsection (3) above, the comptroller may only
correct an error or mistake under subsection (1)

above by order.
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UNITED STATES OF AMERICA
Patent Laws
United States Code Title 35 — Patents
as amended on August 8, 2005

35 U.S.C. 111 Application.

(2)IN GENERAL.—

(DWRITTEN APPLICATION.—An application for patent
shall be made, or authorized to be made, by the inventor,
except as otherwise provided in this title, in writing to the
Director.

(2 CONTENTS.—Such application shall include —

(A)a specification as prescribed by section 112 of this title;
(B)a drawing as prescribed by section 113 of this title; and
(Oan oath by the applicant as prescribed by section 115 of
this title.

(3FEE AND OATH.—The application must be accompanied
by the fee required by law. The fee and oath may be
submitted after the specification and any required drawing
are submitted, within such period and under such conditions,
including the payment of a surcharge, as may be prescribed
by the Director.

(4)FAILURE TO SUBMIT—Upon failure to submit the fee
and oath within such prescribed period, the application shall
be regarded as abandoned, unless it i1s shown to the
satisfaction of the Director that the delay in submitting the
fee and oath was unavoidable or unintentional. The filing
date of an application shall be the date on which the
specification and any required drawing are received in the
Patent and Trademark Office.

(b)PROVISIONAL APPLICATION.—
(1)DAUTHORIZATION.— A provisional application for patent
shall be made or authorized to be made by the inventor,
except as otherwise provided in this title, in writing to the
Director. Such application shall include—

(A)a specification as prescribed by the first paragraph of
section 112 of this title; and

(B)a drawing as prescribed by section 113 of this title.

(2) CLAIM.— A claim, as required by the second through fifth
paragraphs of section 112, shall not be required in a
provisional application.

(3 FEE.—

(A)The application must be accompanied by the fee required
by law.
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(B)The fee may be submitted after the specification and any
required drawing are submitted, within such period and
under such conditions, including the payment of a surcharge,
as may be prescribed by the Director.

(O)Upon failure to submit the fee within such prescribed
period, the application shall be regarded as abandoned,
unless it is shown to the satisfaction of the Director that the
delay in submitting the fee was unavoidable or
unintentional.

(4)FILING DATE.— The filing date of a provisional
application shall be the date on which the specification and
any required drawing are received in the Patent and
Trademark Office.

(5) ABANDONMENT—Notwithstanding the absence of a
claim, upon timely request and as prescribed by the Director,
a provisional application may be treated as an application
filed under subsection (a).Subject to section 119(e)(3) of this
title, if no such request is made, the provisional application
shall be regarded as abandoned 12 months after the filing
date of such application and shall not be subject to revival
after such 12-month period.

() OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to all the conditions in this
subsection and section 119(e) of this title, and as prescribed
by the Director, an application for patent filed under
subsection (a)may be treated as a provisional application for
patent.

(7NO RIGHT OF PRIORITY OR BENEFIT OF EARLIEST
FILING DATE.—A provisional application shall not be
entitled to the right of priority of any other application under
section 119 or 365(a) of this title or to the benefit of an earlier
filing date in the United States under section 120, 121, or
365(c) of this title.

() APPLICABLE PROVISIONS.— The provisions of this
title relating to Applications for patent shall apply to
provisional applications for patent, except as otherwise
provided, and except that provisional applications for patent
shall not be subject to sections 115, 131, 135, and 157 of this
title.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 5, 96 Stat.
319; Dec.8, 1994, Public Law 103-465, sec. 532(b)(3), 108
Stat. 4986; Nov. 29,1999, Public Law 106113, sec. 1000(2)(9),
113 Stat. 1501A-582, 588 (S.1948 secs. 4732(2)(10)(A),

4801(a)).)
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35U.S.C. 132 Notice of rejection; reexamination.
(a)Whenever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director
shall notify the applicant thereof, stating the reasons for such
rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application; and
if after receiving such notice, the applicant persists in his
claim for a patent, with or without amendment, the
application shall be reexamined. No amendment shall
introduce new matter into the disclosure of the invention.
(b)The Director shall prescribe regulations to provide for the
continued examination of applications for patent at the
request of the applicant.

The Director may establish appropriate fees for such
continued examination and shall provide a 50 percent
reduction in such fees for small entities that qualify for
reduced fees under section 41(h)(1) of this title.

(Amended Nov. 29, 1999, Public Law 106-1183, sec. 1000(a)(9),
113 Stat. 1501A-560, 582 (S. 1948 secs. 4403 and
4732(a)(10)(A)).)

35 U.S.C. 134 Appeal to the Board of Patent Appeals and
Interferences.

(a)PATENT APPLICANT.— An applicant for a patent, any of
whose claims has been twice rejected, may appeal from the
decision of the primary examiner to the Board of Patent
Appeals and Interferences, having once paid the fee for such
appeal.

()PATENT OWNER.—
reexamination proceeding may appeal from the final

A patent owner in any
rejection of any claim by the primary examiner to the Board
of Patent Appeals and Interferences, having once paid the fee
for such appeal.

(0THIRD-PARTY—A third-party requester in an inter
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partes proceeding may appeal to the Board of Patent Appeals
and Interferences from the final decision of the primary
examiner favorable to the patentability of any original or
proposed amended or new claim of a patent, having once paid
the fee for such appeal.

(Amended Nov.8, 1984, Public Law 98-622, sec.204(b)(1), 98
Stat.3388; Nov. 29, 1999, Public Law 106113, sec. 1000(a)(9),
113 Stat. 1501A-570 (S.1948 sec.4605(b)); subsections (a)-(c)
amended Nov.2, 2002, Public Law 107-273, secs. 13106 and
13202, 116 Stat. 1901.)

35 U.S.C. 141 Appeal to the Court of Appeals for the Federal
Circuit.

An applicant dissatisfied with the decision in an appeal to the
Board of Patent Appeals and Interferences under section 134
of this title may appeal the decision to the United States
Court of Appeals for the Federal Circuit. By filing such an
appeal the applicant waives his or her right to proceed under
section 145 of this title. A patent owner, or a third-party
requester in an inter partes reexamination proceeding, who
1s in any reexamination proceeding dissatisfied with the final
decision in an appeal to the Board of Patent Appeals and
Interferences under section 134 may appeal the decision only
to the United States Court of Appeals for the Federal Circuit.
A party to an interference dissatisfied with the decision of the
Board
interference may appeal the decision to the United States

of Patent Appeals and Interferences on the

Court of Appeals for the Federal Circuit, but such appeal
shall be dismissed if any adverse party to such interference,
within twenty days after the appellant has filed notice of
appeal in accordance with section 142 of this title, files notice
with the Director that the party elects to have all further
proceedings conducted as provided insection146 of this title.
If the appellant does not, within thirty days after filing of
such notice by the adverse party, file a civil action under
section 146, the decision appealed from shall govern the
further proceedings in the case.

(Amended Apr.2, 1982, PublicLaw97-164,sec.163(a)(7), (b)(2),
96 Stat. 49, 50; Nov.8, 1984, Public Law 98-622, sec.203(a), 98
Stat.3387; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9),
113 Stat. 1501A-571, 582 (S.1948 secs. 4605 (c) and
4732(2)(10)(A)); Nov.2,2002,Public Law 107-273, sec. 131086,
116 Stat. 1901.)

35U.S.C. 145 Civil action to obtain patent.
An applicant dissatisfied with the decision of the Board of
Patent Appeals and Interferences in an appeal under section
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134(a) of this title may, unless appeal has been taken to the
United States Court of Appeals for the Federal Circuit, have
remedy by civil action against the Director in the United
States District Court for the District of Columbia if
commenced within such time after such decision, not less
than sixty days, as the Director appoints. The court may
adjudge that such applicant is entitled to receive a patent for
his invention, as specified in any of his claims involved in the
decision of the Board of Patent Appeals and Interferences,
As the facts in the case may appear, and such adjudication
shall authorize the Director to issue such patent on
compliance with the requirements of law. All the expenses of
the proceedings shall be paid by the applicant.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 163(a)(7), 96
Stat. 49; Nov. 8, 1984, Public Law 98-622, sec. 203(b), 98 Stat.
3387; Nov. 29, 1999, Public Law 106113, sec. 1000(a)(9), 113
Stat. 1501A-571, 582 (S.1948 secs. 4605(e) and 4732
(2(10)(A).)

35 U.S.C. 251 Reissue of defective patents.

Whenever any patent is, through error without any deceptive
intention, deemed wholly or partly inoperative or invalid, by
reason of a defective specification or drawing, or by reason of
the patentee claiming more or less than he had a right to
claim in the patent, the Director shall, on the surrender of
such patent and the payment of the fee required by law,
reissue the patent for the invention disclosed in the original
patent, and in accordance with a new and amended
application, for the unexpired part of the term of the original
patent. No new matter shall be introduced into the
application for reissue.

The Director may issue several reissued patents for distinct
and separate parts of the thing patented, upon demand of the
applicant, and upon payment of the required fee for a reissue
for each of such reissued patents.

The provisions of this title relating to applications for patent
shall be applicable to applications for reissue of a patent,
except that application for reissue may be made and sworn to
by the assignee of the entire interest if the application does
not seek to enlarge the scope of the claims of the original
patent.

No reissued patent shall be granted enlarging the scope of
the claims of the original patent unless applied for within two
years from the grant of the original patent.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(2)(9),
113 Stat. 1501A-582 (S. 1948 sec. 4732(2)(10)(A)).)
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35 U.S.C. 301 Citation of prior art.

Any person at any time may cite to the Office in writing prior
art consisting of patents or printed publications which that
person believes to have a bearing on the patentability of any
claim of a particular patent. If the person explains in writing
the pertinency and manner of applying such prior art to at
least one claim of the patent, the citation of such prior art
and the explanation thereof will become a part of the official
file of the patent. At the written request of the person citing
the prior art, his or her identity will be excluded from the
patent file and kept confidential.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat.
3015.)

35 U.S.C. 302 Request for reexamination.

Any person at any time may file a request for reexamination
by the Office of any claim of a patent on the basis of any prior
art cited under the provisions of section 301 of this title. The
request must be in writing and must be accompanied by
payment of a reexamination fee established by the Director
pursuant to the provisions of section 41 of this title. The
request must set forth the pertinency and manner of
applying cited prior art to every claim for which
reexamination is requested. Unless the requesting person is
the owner of the patent, the Director promptly will send a
copy of the request to the owner of record of the patent.
(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat.
3015; amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 secs. 4732(a)(8) and
4732(a)(10)(A)).)

35 U.S.C. 303 Determination of issue by Director.

(a) Within three months following the filing of a request for
reexamination under the provisions of section 302 of this
title, the Director will determine whether a substantial new
question of patentability affecting any claim of the patent
concerned is raised by the request, with or without
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consideration of other patents or printed publications. On his
own initiative, and any time, the Director may determine
whether a substantial new question of patentability is raised
by patents and publications discovered by him or cited under
the provisions of section 301 of this title. The existence of a
substantial new question of patentability is not precluded by
the fact that a patent or printed publication was previously
cited by or to the Office or considered by the Office.

(b)A record of the Director’s determination under subsection
(@) of this section will be placed in the official file of the
patent, and a copy promptly will be given or mailed to the
owner of record of the patent and to the person requesting
reexamination, if any.

(c)A determination by the Director pursuant to subsection (a)
of this section that no substantial new question of
patentability has been raised will be final and non
appealable. Upon such a determination, the Director may
refund a portion of the reexamination fee required under
section 302 of this title.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat.
3015; amended Nov.29, 1999, Public Law 106-113,
sec.1000@)(9), 113  Stat.1501A-581, 582  (S.1948
secs.4732(a)(9) and (4732(a)(10)(A)); subsection (a) amended
Nov. 2, 2002, Public Law 107-273, sec. 13105, 116 Stat. 1900.)

35 U.S.C. 306 Appeal.

The patent owner involved in a reexamination proceeding
under this chapter may appeal under the provisions of
section 134 of this title, and may seek court review under the
provisions of sections 141 to 145 of this title, with respect to
any decision adverse to the patentability of any original or
proposed amended or new claim of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat.
3016.)

35 U.S.C. 307 Certificate of patentability, unpatentability,
and claim cancellation.

(@)In a reexamination proceeding under this chapter, when
the time for appeal has expired or any appeal proceeding has
terminated, the Director will issue and publish a certificate
canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined
to be patentable, and incorporating in the patent any
proposed amended or new claim determined to be patentable.
(b)Any proposed amended or new claim determined to be
patentable and incorporated into a patent following are
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examination proceeding will have the same effect as that
specified insection252 of this title for reissued patents on the
right of any person who made, purchased, or used within the
United States, or imported into the United States, anything
patented by such proposed amended or new claim, or who
made substantial preparation for the same, prior to issuance
of a certificate under the provisions of subsection (a) of this
section.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat.
3016; amended Dec. 8, 1994, Public Law 103-465, sec.
533(b)(8), 108 Stat. 4990; Nov. 29, 1999, Public Law 106-113,
sec. 1000(2)(9), 113 Stat. 1501A-582 (S.1948
4732(a)(10)(A)).)

secC.

35 U.S.C. 311 Request for inter partes reexamination

(a) IN GENERAL.—Any third-party requester at any time
may file a request for inter partes reexamination by the
Office of a patent on the basis of any prior art cited under the
provisions of section 301.

(b) REQUIREMENTS.— The request shall —

(1) be in writing, include the identity of the real party in
interest, and be accompanied by payment of an inter partes
reexamination fee established by the Director under section
41; and

(2) set forth the pertinency and manner of applying cited
prior art to every claim for which reexamination is requested.
(c) COPY.—The Director promptly shall send a copy of the
request to the owner of record of the patent.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9),
113 Stat. 1501A-570 (S. 1948 sec. 4604(a)); subsections (a)
and (¢) amended Nov. 2, 2002, Public Law 107-273, sec.
13202, 116 Stat. 1901.)

35 U.S.C. 315 Appeal

(a) PATENT OWNER.— The patent owner involved in an
inter partes reexamination proceeding under this chapter —
(1) may appeal under the provisions of section 134 and may
appeal under the provisions of sections 141 through 144, with
respect to any decision adverse to the patentability of any
original or proposed amended or new claim of the patent; and
(2) may be a party to any appeal taken by a third-party
requester under subsection (b).

(b) THIRD-PARTY REQUESTER.— A third-party requester
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(1) may appeal under the provisions of section 134, and may
appeal under the provisions of sections 141 through 144, with
respect to any final decision favorable to the patentability of
any original or proposed amended or new claim of the patent;
and

(2) may, subject to subsection (c), be a party to any appeal
taken by the patent owner under the provisions of section
134orsections141 through 144.

(¢) CIVIL ACTION.— A third-party requester whose request
for an inter partes reexamination results in an order under
section 313 is stopped from asserting at a later time, in any
civil action arising in whole or inpartundersection1338 of
title28, the invalidity of any claim finally determined to be
valid and patentable on any ground which the third-party
requester raised or could have raised during the inter partes
reexamination proceedings. This subsection does not prevent
the assertion of invalidity based on newly discovered prior art
unavailable to the third-party requester and the Patent and
Trademark Office at the time of the inter partes
reexamination proceedings.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9),
113 Stat. 1501A-570 (S. 1948 sec. 4604(a)); subsection (b)
amended Nov. 2, 2002, Public Law 107-273, sec. 13106, 116
Stat. 1900; subsection (¢) amended Nov. 2, 2002, Public Law
107-273, sec. 13202, 116 Stat. 1901.)

35 U.S.C. 316 Certificate of patentability, unpatentability
and claim cancellation

(IN GENERAL—In an
proceeding under this chapter, when the time for appeal has

inter partes reexamination

expired or any appeal proceeding has terminated, the
Director shall issue and publish a certificate canceling any
claim of the patent finally determined to be unpatentable,
confirming any claim of the patent determined to be
patentable, and incorporating in the patent any proposed
amended or new claim determined to be patentable.

() AMENDED OR NEW CLAIM.— Any proposed amended
or new claim determined to be patentable and incorporated
into a patent following an inter partes reexamination
proceeding shall have the same effect as that specified in
section 252 of this title for reissued patents on the right of
any person who made, purchased, or used within the United
States, or imported into the United States, anything
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section.
(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9),
113 Stat. 1501A-570 (S. 1948 sec. 4604(a)).)

patented by such proposed amended ornew claim, or who
made substantial preparation therefor, prior to issuance
of a certificate under the provisions of subsection (a) of this

7 AV AERE
syt
TAYAERE
Sy kel

HFRHHRIEES 37 &
2010 4= 6 H 25 BIEIE
2010 4£ 6 H 25 AffT

37 CFR 1.116

§ 1.116 FAHESE, BHFERANCRIT SHEERV
BEMRE I oG-

(a) IHIRDHROMIEIE, §1.114 XUIARSKIZHED e
(SR EAN Y AN

(b) HIUFEE L <1E 8§ 1.510 ISV TR SN -5
R TR BT 2 A B L < I3t Fi&d sy
(§1.113), E § 1.913 [TV THRIB SN Y F
RIFFEEIZBT 5, Fhiaia St 5055(8 1.949)
D% TH DL, FHER(8 41.31 3T §41.61D) DR
H &[] B LARTZ B8V TN,

(1) 7 L—AZEY 1720 IO FHEH IR
L TR ENTWA FRIZOWTOERIZHES 728
2, WiEAETHZEMTED,

(2) SNz 7 L—2%, FBHESRICE S FHO
T=OIISE SN TR T 57200, iEE2 352
ENTE D, NT

(3) HFENXIILTFFHA T ORFFOFURIZBT 2 HIE,
FOERKETHD Z L, KOFOHIEEZZN LY
BIZHER LR o7 2 & OIEYE 0o+ 7 BREE DNRIE
HENT=E &, ARSI EndH 5,

(0 It iy, TRtz SE D055 3%
BIERT 5 FReOBITIIT AHIEIZ DV TORFEE
RROFEMY, TIULRD HBEUIFREThiA, 7
HEEROXGR &5 50 ST H1ER %2, 3%
DOHEZ § 1.135 ICEESHEE, B LIFEDOHEE

UNITED STATES OF AMERICA
PATENT RULES
Title 37 - Code of Federal Regulations
as revised on June 25, 2010, effective June 25, 2010

§ 1.116 Amendments and affidavits or other
evidence after final action and prior to appeal.
(a)An amendment after final action must comply
with § 1.114 or this section.

(b) After a final rejection or other final action (§

1.113) in an application or in an ex parte
reexamination filed under § 1.510, or an action
closing prosecution (§ 1.949) in an inter partes
reexamination filed under § 1.913, but before or on
the same date of filing an appeal (§ 41.31 or § 41.61
of this title):

(1) An amendment may be made canceling claims
or complying with any requirement of form
expressly set forth in a previous Office action;

(2) An amendment presenting rejected claims in
better form for consideration on appeal may be
admitted; or

(3) An amendment touching the merits of the
application or patent under reexamination may be
admitted upon a showing of good and sufficient
reasons why the amendment is necessary and was
not earlier presented.

(¢) The admission of, or refusal to admit, any
amendment after a final rejection, a final action, an
action closing prosecution, or any related
proceedings will not operate to relieve the
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application or reexamination proceeding from its
condition as subject to appeal or to save the
application from abandonment under § 1.135, or
the reexamination prosecution from termination
under § 1.550(d) or § 1.957(b) or limitation of
further prosecution under § 1.957(c).

(d)(1) Notwithstanding the provisions of paragraph
(b) of this section, no amendment other than
canceling claims, where such cancellation does not
affect the scope of any other pending claim in the
proceeding, can be made in an inter partes
reexamination proceeding after the right of appeal
notice under § 1.953 except as provided in § 1.981
or as permitted by § 41.77(b)(1) of this title.

(2) Notwithstanding the provisions of paragraph
(b) of this section, an amendment made after a
final rejection or other final action (§ 1.113) in an ex
parte reexamination filed under § 1.510, or an
action closing prosecution (§ 1.949) in an inter
partes reexamination filed under § 1.913 may not
cancel claims where such cancellation affects the
scope of any other pending claim in the
reexamination proceeding except as provided in §
1.981 or as permitted by § 41.77(b)(1) of this title.
(e) An affidavit or other evidence submitted after a
final rejection or other final action (§ 1.113) in an
application or in an ex parte reexamination filed
under § 1.510, or an action closing prosecution (§
1.949) in an inter partes reexamination filed under
§ 1.913 but before or on the same date of filing an
appeal (§ 41.31 or § 41.61 of this title), may be
admitted upon a showing of good and sufficient
reasons why the affidavit or other evidence is
necessary and was not earlier presented.

(f Notwithstanding the provisions of paragraph (e)
of this section, no affidavit or other evidence can be
made in an inter partes reexamination proceeding
after the right of appeal notice under § 1.953 except
as provided in § 1.981 or as permitted by §
41.77(b)(1) of this title.

(g) After decision on appeal, amendments,
affidavits and other evidence can only be made as
provided in §§ 1.198 and 1.981, or to carry into
effect a recommendation under § 41.50(c) of this
title.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29,
1981; para. (a) revised, 62 FR 53131, Oct. 10, 1997,
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effective Dec. 1, 1997; revised, 65 FR 14865, Mar.
20, 2000, effective May 29, 2000 (adopted as final,
65 FR 50092, Aug. 16, 2000); paras. (b) and (d)
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004]

§ 1.121 Manner of making amendments in
applications.

(a) Amendments in applications, other than reissue
applications. Amendments in applications, other
than reissue applications, are made by filing a
paper, in compliance with § 1.52, directing that
specified amendments be made.

(b) Specification. Amendments to the specification,
other than the claims, computer listings (§ 1.96)
and sequence listings (§ 1.825), must be made by
adding, deleting or replacing a paragraph, by
replacing a section, or by a substitute specification,
in the manner specified in this section.

(1) Amendment to delete, replace, or add a
paragraph. Amendments to the specification,
including amendment to a section heading or the
title of the invention which are considered for
amendment purposes to be an amendment

of a paragraph, must be made by submitting:

() An instruction, which unambiguously identifies
the location, to delete one or more paragraphs of
the specification, replace a paragraph with one or
more replacement paragraphs, or add one or more
paragraphs;

(i) The full text of any replacement paragraph with
markings to show all the changes relative to the
previous version of the paragraph. The text of any
added subject matter must be shown by
underlining the added text. The text of any deleted
matter must be shown by strike-through except
that double brackets placed before and after the
deleted characters may be used to show deletion of
five or fewer consecutive characters. The text of
any deleted subject matter must be shown by being
placed within double brackets if strikethrough
cannot be easily perceived;

(iii) The full text of any added paragraphs without
any underlining; and

(iv) The text of a paragraph to be deleted must not
be presented with strike-through or placed within
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double brackets. The instruction to delete may
identify a paragraph by its paragraph number or
include a few words from the beginning, and end, of
the paragraph, if needed for paragraph
identification purposes.

(2) Amendment by replacement section. If the
sections of the specification contain section
headings as provided in § 1.77(b), § 1.154(b), or §
1.163(c), amendments to the specification, other
than the claims, may be made by submitting:

(@) A reference to the section heading along with an
instruction, which unambiguously identifies the
location, to delete that section of the specification
and to replace such deleted section with a
replacement section; and;

(i) A replacement section with markings to show
all changes relative to the previous version of the
section. The text of any added subject matter must
be shown by underlining the added text. The text of
any deleted matter must be shown by
strike-through except that double brackets placed
before and after the deleted characters may be
used to show deletion of five or fewer consecutive
characters. The text of any deleted subject matter
must be shown by being placed within double
brackets if strike-through cannot be easily
perceived.

(3) Amendment by substitute specification. The
specification, other than the claims, may also be
amended by submitting:

(i An instruction to replace the specification; and
(i) A substitute specification in compliance with §§
1.125(b) and (c)

(4) Reinstatement of previously deleted paragraph
or section. A previously deleted paragraph or
section may be reinstated only by a subsequent
amendment adding the previously deleted
paragraph or section.

(5) Presentation in subsequent amendment
document. Once a paragraph or section is amended
in a first amendment document, the paragraph or
section shall not be represented in a subsequent
amendment document unless it is amended again
or a substitute specification is provided.

(¢) Claims. Amendments to a claim must be made
by rewriting the entire claim with all changes (e.g.,
additions and deletions) as indicated in this
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subsection, except when the claim is being
canceled. Each amendment document that
includes a change to an existing claim, cancellation
of an existing claim or addition of a new claim,
must include a complete listing of all claims ever
presented, including the text of all pending and
withdrawn claims, in the application. The claim
listing, including the text of the claims, in the
amendment document will serve to replace all
prior versions of the claims, in the application. In
the claim listing, the status of every claim must be
indicated after its claim number by using one of the
following identifiers in a parenthetical expression:
(Original), (Currently amended), (Canceled),
(Withdrawn), (Previously presented), (New), and
(Not entered).

(1) Claim listing. All of the claims presented in a
claim listing shall be presented in ascending
numerical order. Consecutive claims having the
same status of “canceled” or “not entered” may be
aggregated into one statement (e.g., Claims 1-5
(canceled)). The claim listing shall commence on a
separate sheet of the amendment document and
the sheet(s) that contain the text of any part of the
claims shall not contain any other part of the
amendment.

(2) When claim text with markings is required. All
claims being currently amended in an amendment
paper shall be presented in the claim listing,
indicate a status of “currently amended,” and be
submitted with markings to indicate the changes
that have been made relative to the immediate
prior version of the claims. The text of any added
subject matter must be shown by underlining the
added text. The text of any deleted matter must be
shown by strike-through except that double
brackets placed before and after the deleted
characters may be used to show deletion of five or
fewer consecutive characters. The text of any
deleted subject matter must be shown by being
placed within double brackets if strike-through
cannot be easily perceived. Only claims having the
status of “currently amended,” or “withdrawn” if
also being amended, shall include markings. If a
withdrawn claim is currently amended, its status
in the claim listing may be identified as
“withdrawn - currently amended.”
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(3) When claim text in clean version is required.
The text of all pending claims not being currently
amended shall be presented in the claim listing

in clean version, 1.e., without any markings in the
presentation of text. The presentation of a clean
version of any claim having the status of “original,”
“withdrawn” or “previously presented” will
constitute an assertion that it has not been
changed relative to the immediate prior version,
except to omit markings that may have been
present in the immediate prior version of the
claims of the status of “withdrawn” or “previously
presented.” Any claim added by amendment must
be indicated with the status of “new” and presented
in clean version, i.e., without any underlining.

(4) When claim text shall not be presented;
canceling a claim.

(@ No claim text shall be presented for any claim in
the claim listing with the status of “canceled” or
“not entered.”

(i) Cancellation of a claim shall be effected by an
instruction to cancel a particular claim number.
Identifying the status of a claim in the claim listing
as “canceled” will constitute an instruction to
cancel the claim.

(5) Reinstatement of previously canceled claim. A
claim which was previously canceled may be
reinstated only by adding the claim as a “new”
claim with a new claim number.

(d) Drawings: One or more application drawings
shall be amended in the following manner: Any
changes to an application drawing must be in
compliance with § 1.84 and must be submitted on a
replacement sheet of drawings which shall be an
attachment to the amendment document and, in
the top margin, labeled “Replacement Sheet”. Any
replacement sheet of drawings shall include all of
the figures appearing on the immediate prior
version of the sheet, even if only one figure is
amended. Any new sheet of drawings containing
an additional figure must be labeled in the top
margin as “New Sheet”. All changes to the
drawings shall be explained, in detail, in either the
drawing amendment or remarks section of the
amendment paper.

(1) A marked-up copy of any amended drawing
figure, including annotations indicating the
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changes made, may be included. The marked-up
copy must be clearly labeled as “Annotated Sheet”
and must be presented in the amendment or
remarks section that explains the change to the
drawings.

(2) A marked-up copy of any amended drawing
figure, including annotations indicating the
changes made, must be provided when required by
the examiner.

(e) Disclosure consistency. The disclosure must be
amended, when required by the Office, to correct
inaccuracies of description and definition, and to
secure substantial correspondence between the
claims, the remainder of the specification, and the
drawings.

(f) No new matter. No amendment may introduce
new matter into the disclosure of an application.
(g) Exception for examiner’s amendments.
Changes to the specification, including the claims,
of an application made by the Office in an
examiner’s amendment may be made by specific
instructions to insert or delete subject matter set
forth in the examiner’s amendment by identifying
the precise point in the specification or the claim(s)
where the insertion or deletion is to be made.
Compliance with paragraphs (b)(1), (0)(2), or (c) of
this section is not required.

(h) Amendment sections. Each section of an
amendment document (e.g., amendment to the
claims, amendment to the specification,
replacement drawings, and remarks) must begin
on a separate sheet.

() Amendments in reissue applications. Any
amendment to the description and claims in
reissue applications must be made in accordance
with § 1.173.

() Amendments in reexamination proceedings. Any
proposed amendment to the description and claims
in patents involved in reexamination proceedings
must be made in accordance with § 1.530.

(k) Amendments in provisional applications.
Amendments in provisional applications are not
usually made. If an amendment is made to a
provisional application, however, it must comply
with the provisions of this section. Any
amendments to a provisional application shall be
placed in the provisional application file but may
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not be entered.

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May
29, 1981; para. (e), 49 FR 555, Jan. 4, 1984,
effective Apr. 1, 1984; revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (i)
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 38611, June 30, 2003, effective
July 30, 2003; para. (d) revised, 69 FR 56481, Sept.
21, 2004, effective Oct. 21, 2004]

§ 1.138 Express abandonment.

(a) An application may be expressly abandoned by
filing a written declaration of abandonment
identifying the application in the United States
Patent and Trademark Office. Express
abandonment of the application may not be
recognized by the Office before the date of issue or
publication unless it is actually received by
appropriate officials in time to act.

(b) A written declaration of abandonment must be
signed by a party authorized under § 1.33(b)(1),
(1)(3), or (b)(4) to sign a paper in the application,
except as otherwise provided in this paragraph. A
registered attorney or agent, not of record, who acts
in a representative capacity under the provisions of
§ 1.34(a) when filing a continuing application, may
expressly abandon the prior application as of the
filing date granted to the continuing application.
(¢) An applicant seeking to abandon an application
to avoid publication of the application (see §
1.211(2)(1)) must submit a declaration of express
abandonment by way of a petition under this
paragraph including the fee set forth in § 1.17(h) in
sufficient time to permit the appropriate officials to
recognize the abandonment and remove the
application from the publication process.
Applicants should expect that the petition will not
be granted and the application will be published in
regular course unless such declaration of express
abandonment and petition are received by the
appropriate officials more than four weeks prior to
the projected date of publication.

(d) An applicant seeking to abandon an application
filed under 35 U.S.C. 111(a) and § 1.53(b) on or
after December 8, 2004, to obtain a refund of the
search fee and excess claims fee paid in the
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application, must submit a declaration of express
abandonment by way of a petition under this
paragraph before an examination has been made of
the application. The date indicated on any
certificate of mailing or transmission under § 1.8
will not be taken into account in determining
whether a petition under § 1.138(d) was filed before
an examination has been made of the application.
If a request for refund of the search fee and excess
claims fee paid in the application is not filed with
the declaration of express abandonment under this
paragraph or within two months from the date on
which the declaration of express abandonment
under this paragraph was filed, the Office may
retain the entire search fee and excess claims fee
paid in the application. This two-month period is
not extendable. If a petition and declaration of
express abandonment under this paragraph are
not filed before an examination has been made of
the application, the Office will not refund any part
of the search fee and excess claims fee paid in the
application except as provided in § 1.26.

[47 FR 47244, Oct. 25, 1982, effective Feb. 27, 1983;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
revised, 65 FR 54604, Sept. 8, 2000, effective Now.
7, 2000; para. (a) revised and para. (c) added, 65 FR
57024, Sept. 20, 2000, effective Nov. 29, 2000; para.
(c) revised and para. (d) added, 71 FR 12284, Mar.
10, 2006, effective Mar. 10, 2006]

§ 1.171 Application for reissue.

An application for reissue must contain the same
parts required for an application for an original
patent, complying with all the rules relating
thereto except as otherwise provided, and in
addition, must comply with the requirements of the
rules relating to reissue applications.

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982;
revised, 54 FR 6893, Feb. 17, 1989, 54 FR 9432,
March 7, 1989, effective Apr. 17, 1989; 56 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 1.172 Applicants, assignees.
(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors
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except as otherwise provided (see §§ 1.42, 1.43,
1.47), and must be accompanied by the written
consent of all assignees, if any, owning an
undivided interest in the patent, but a reissue oath
may be made and sworn to or declaration made by
the assignee of the entire interest if the application
does not seek to enlarge the scope of the claims of
the original patent. All assignees consenting to the
reissue must establish their ownership interest in
the patent by filing in the reissue application a
submission in accordance with the provisions of §
3.73(b) of this chapter.

(b) A reissue will be granted to the original
patentee, his legal representatives or assigns as the
interest may appear.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; para. (a)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 1.173 Reissue specification, drawings, and
amendments.

(a) Contents of a reissue application. An application
for reissue must contain the entire specification,
including the claims, and the drawings of the
patent. No new matter shall be introduced into the
application. No reissue patent shall be granted
enlarging the scope of the claims of the original
patent unless applied for within two years from the
grant of the original patent, pursuant to 35 U.S.C.
251.

(1) Specification, including claims. The entire
specification, including the claims, of the patent for
which reissue is requested must be furnished

in the form of a copy of the printed patent, in
double column format, each page on only one side
of a single sheet of paper. If an amendment of the
reissue application is to be included, it must be
made pursuant to paragraph (b) of this section. The
formal requirements for papers making up the
reissue application other than those set forth in
this section are set out in § 1.52. Additionally, a
copy of any disclaimer (§ 1.321), certificate of
correction (§§ 1.322 through 1.324), or
reexamination certificate (§ 1.570) issued in the
patent must be included. (See also § 1.178).
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(2) Drawings. Applicant must submit a clean copy
of each drawing sheet of the printed patent at the
time the reissue application is filed. If such copy
complies with § 1.84, no further drawings will be
required. Where a drawing of the reissue
application is to include any changes relative to the
patent being reissued, the changes to the drawing
must be made in accordance with paragraph (b)(3)
of this section. The Office will not transfer the
drawings from the patent file to the reissue
application.

(b) Making amendments in a reissue application.
An amendment in a reissue application is made
either by physically incorporating the changes into
the specification when the application is filed, or by
a separate amendment paper. If amendment is
made by incorporation, markings pursuant to
paragraph (d) of this section must be used. If
amendment is made by an amendment paper, the
paper must direct that specified changes be made,
as follows:

(1) Specification other than the claims. Changes to
the specification, other than to the claims, must be
made by submission of the entire text of an added
or rewritten paragraph, including markings
pursuant to paragraph (d) of this section, except
that an entire paragraph may be deleted by a
statement deleting the paragraph without
presentation of the text of the paragraph. The
precise point in the specification must be identified
where any added or rewritten paragraph is located.
This paragraph applies whether the amendment is
submitted on paper or compact disc (see §§
1.52(e)(1) and 1.821(c), but not for discs submitted
under § 1.821(e)).

(2) Claims. An amendment paper must include the
entire text of each claim being changed by such
amendment paper and of each claim being added
by such amendment paper. For any claim changed
by the amendment paper, a parenthetical
expression “amended,” “twice amended,” etc.,
should follow the claim number. Each changed
patent claim and each added claim must include
markings pursuant to paragraph (d) of this section,
except that a patent claim or added claim should be
canceled by a statement canceling the claim
without presentation of the text of the claim.
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(3) Drawings. One or more patent drawings shall
be amended in the following manner: Any changes
to a patent drawing must be submitted as a
replacement sheet of drawings which shall be an
attachment to the amendment document. Any
replacement sheet of drawings must be in
compliance with § 1.84 and shall include all of the
figures appearing on the original version of the
sheet, even if only one figure is amended. Amended
figures must be identified as “Amended,” and any
added figure must be identified as “New.” In the
event that a figure is canceled, the figure must be
surrounded by brackets and identified as
“Canceled.” All changes to the drawing(s) shall be
explained, in detail, beginning on a separate sheet
accompanying the papers including the
amendment to the drawings.

() A marked-up copy of any amended drawing
figure, including annotations indicating the
changes made, may be included. The marked-up
copy must be clearly labeled as “Annotated
Marked-up Drawings” and must be presented in
the amendment or remarks section that explains
the change to the drawings.

(i) A marked-up copy of any amended drawing
figure, including annotations indicating the
changes made, must be provided when required by
the examiner.

(¢) Status of claims and support for claim changes.
Whenever there is an amendment to the claims
pursuant to paragraph (b) of this section, there
must also be supplied, on pages separate from the
pages containing the changes, the status G.e.,
pending or canceled), as of the date of the
amendment, of all patent claims and of all added
claims, and an explanation of the support in the
disclosure of the patent for the changes made to the
claims.

(d) Changes shown by markings. Any changes
relative to the patent being reissued which are
made to the specification, including the claims,
upon filing, or by an amendment paper in the
reissue application, must include the following
markings:

(1) The matter to be omitted by reissue must be
enclosed in brackets; and

(2) The matter to be added by reissue must be
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underlined, except for amendments submitted on
compact discs (§§ 1.96 and 1.821(c)). Matter added
by reissue on compact discs must be preceded with
“<U>”" and end with “</U>" to properly identify the
material being added.

(e) Numbering of patent claims preserved. Patent
claims may not be renumbered. The numbering of
any claim added in the reissue application must
follow the number of the highest numbered patent
claim.

() Amendment of disclosure may be required. The
disclosure must be amended, when required by the
Office, to correct inaccuracies of description and
definition, and to secure substantial
correspondence between the claims, the remainder
of the specification, and the drawings.

(2) Amendments made relative to the patent. All
amendments must be made relative to the patent
specification, including the claims, and drawings,
which are in effect as of the date of filing of the
reissue application.

[Revised, 65 FR 54604, Sept. 8, 2000, effective Now.
7, 2000; para. (b)(3) revised, 68 FR 38611, June 30,
2003, effective July 30, 2003; para. (b) introductory
text revised, 69 FR 56481, Sept. 21, 2004, effective
Oct. 21, 2004]

§ 1.174 [Reserved]

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; removed and
reserved, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000]

§ 1.175 Reissue oath or declaration.

(a) The reissue oath or declaration in addition to
complying with the requirements of § 1.63, must
also state that:

(1) The applicant believes the original patent to be
wholly or partly inoperative or invalid by reason of
a defective specification or drawing, or by reason of
the patentee claiming more or less than the
patentee had the right to claim in the patent,
stating at least one error being relied upon as the
basis for reissue; and

(2) All errors being corrected in the reissue
application up to the time of filing of the oath or
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X720,

(d @ICE>TER SN D ELEEUIESEL, §
153ODHEIZIANWTHRHT D Z LN TE S,

(&) BFRITHFEAIZND S Lo TIER, Mkt 51
FATHREORML, B EEUIESHETH- T, @)
\ZHE~ T, BIFRATHIRE U O3 THFEIC L - C
FTIEE A & 1378 > CORWERFRHC BT DiERR0D
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declaration under this paragraph arose without
any deceptive intention on the part of the
applicant.

(b)(1) For any error corrected, which is not covered
by the oath or declaration submitted under
paragraph (a) of this section, applicant must
submit a supplemental oath or declaration stating
that every such error arose without any deceptive
intention on the part of the applicant. Any
supplemental oath or declaration required by this
paragraph must be submitted before allowance
and may be submitted:

(i) With any amendment prior to allowance; or

(i) In order to overcome a rejection under 35 U.S.C.
251 made by the examiner where it is indicated
that the submission of a supplemental oath

or declaration as required by this paragraph will
overcome the rejection.

(2) For any error sought to be corrected after
allowance, a supplemental oath or declaration
must accompany the requested correction stating
that the error(s) to be corrected arose without any
deceptive intention on the part of the applicant.

(¢) Having once stated an error upon which the
reissue is based, as set forth in paragraph (a)(1),
unless all errors previously stated in the oath or
declaration are no longer being corrected, a
subsequent oath or declaration under paragraph
(b) of this section need not specifically identify any
other error or errors being corrected.

(d) The oath or declaration required by paragraph
(a) of this section may be submitted under the
provisions of § 1.53(f).

(e) The filing of any continuing reissue application
which does not replace its parent reissue
application must include an oath or declaration
which, pursuant to paragraph (a)(1) of this section,
identifies at least one error in the original patent
which has not been corrected by the parent reissue
application or an earlier reissue application. All
other requirements relating to oaths or
declarations must also be met.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29,
1964; 34 FR 18857, Nov. 26, 1969; para. (a), 47 FR
21752, May 19, 1982, effective July 1,1982; para.
(a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983; para. (2)(7), 57 FR 2021, Jan. 17, 1992,
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37CFR 1.176

§ 1.176 HRITIZOWTOHRE

(a) FIATHIRENY, FEMIAT, FEULEOYES L IF—
OFTEE SN, o, JEFERITHFEICET 28R
DEHOETIIND O LT 5, BFRITHREL, Fh
B X 0 tho HFEIZ e » TR S D,

(b) FHFF7 L—LOTHE 7 L= &R T
7oV E O CIRENESR S5 Z &3 b 5 (RF
T L—ADOIURDIREFER SN2, [REE
KRB SNIGAL, JFRRRFY L— A0, 31T
HIFEIZ BT ZFORFF 7 L— D2 TIZOWT DO
FIHEESMRH STV D & X 2BRE (A, %%
MERIEEZ B T 5 2 &M TEARYY, #Hln®E
RENTWDHEDEHBREND,

37 CFR 1.177

§ 1.177 BROBRITRFORIT

(a) FFAPIIEITIX, BEOFPRBITRRFE UCRRFE2%
179722 LmTE D, HBEADRHE—ORFHIEET % 2
PLEOWIATHEEZ T 2551, YZHEOA < 13,
BEOS 1 BT, 2 LLEOERI THRE R
SNTWDZ LEFLR L, AR THREO K 4 2% DR
1%, WS K OHRE R X - TRET @i ate
DEETe &9 ITHHIE SR T UL B 72\, R
BT, A S D HFECTH - T, FrEO@EE
EE TN E O BAE U DRI T %, §
1.322 12D FTIEREHEIC L o CRTIET A Z &N T
x5,

(b) HFEADSHE—DRFAZBI LT 2 LLEO TSI THIE
T HYEE, ERITOMTONDRRIDE 7 L—2A
1%, & OFFITHFEICRBO T, Y& 7 L—AICH
FITHMTONDRFFCBT 5 0 L[R—DF &
L, fEShiz, MiESNTOZRWUIEY s
FENCHT B D & L TERRINART UL B2,
FRATIM TN D RFRFRDE—D 7 L— A, JTD
FHIE S CTWRUWETIE, Sas 38  THHED 2 BL
FIZBWTEREEZZ T -0 RT 5 2 ENTE

effective Mar. 16, 1992; revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para. (e) added, 69
FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.176 Examination of reissue.

(a) A reissue application will be examined in the
same manner as a non-reissue, non-provisional
application, and will be subject to all the
requirements of the rules related to non-reissue
applications. Applications for reissue will be acted
on by the examiner in advance of other
applications.

(b) Restriction between subject matter of the
original patent claims and previously unclaimed
subject matter may be required (restriction
involving only subject matter of the original patent
claims will not be required). If restriction is
required, the subject matter of the original patent
claims will be held to be constructively elected
unless a disclaimer of all the patent claims is filed
in the reissue application, which disclaimer
cannot be withdrawn by applicant.

[42 FR 5595, Jan. 28, 1977; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.177 Issuance of multiple reissue patents.

(a) The Office may reissue a patent as multiple
reissue patents. If applicant files more than one
application for the reissue of a single patent, each
such application must contain or be amended to
contain in the first sentence of the specification a
notice stating that more than one reissue
application has been filed and identifying each of
the reissue applications by relationship,
application number and filing date. The Office may
correct by certificate of correction under § 1.322
any reissue patent resulting from an application to
which this paragraph applies that does not contain
the required notice.

(b) If applicant files more than one application for
the reissue of a single patent, each claim of the
patent being reissued must be presented in each of
the reissue applications as an amended,
unamended, or canceled (shown in brackets) claim,
with each such claim bearing the same number as
in the patent being reissued. The same claim of the
patent being reissued may not be presented in its
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A% T 2 LN TEDRMEITH D & X1, KR
FFIE, #2525 2 &N TE D HBEICEET 509
Z, CNLSNOFFITHEOD72< & 1IZDNT,
ETOMEPRRIND ETEIET D Z LN TE S,
FEPAIET I E 7o, BT RATHIRED 2 L E&2 H—0
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VRFFF Y L— BDI % G, RIS DiERR %57
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37 CFR 1.178

§ 1.178 JFA4FET ; HHEE A DOREGAIZRES

() BFFOBRITHREY, TORFEEETHEDH
HEHERT Db DL L, MiEEY, T ORRFCRD
BRITO L XN ERT 5, BFRATHRAD G
NHETIE, JFEFFY, sl&Etohzad 5,
(b) FFFPEAETICR D A THHREICRE LTIy, A
AN, (EFRITZHR L QORI U EIC
BURLCWD, £ & —T7 =T LA, BT, B%
BIITFFAEE, O UTWIT L TOD T, LOVEE%
FheOFER(S 1.173(2)(1) b SN OV TR RIS T
DOIEEZWUE L2 T U Ze 720,

37 CFR 1.191
§1.191 BRI 2 —T =T L v RAER~DHH|

original unamended form for examination in more
than one of such multiple reissue applications. The
numbering of any added claims in any of the
multiple reissue applications must follow the
number of the highest numbered original patent
claim.

(c) If any one of the several reissue applications by
itself fails to correct an error in the original patent
as required by 35 U.S.C. 251 but is otherwise in
condition for allowance, the Office may suspend
action in the allowable application until all issues
are resolved as to at least one of the remaining
reissue applications. The Office may also merge
two or more of the multiple reissue applications
into a single reissue application. No reissue
application containing only unamended patent
claims and not correcting an error in the original
patent will be passed to issue by itself.

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 54 FR 6893, Feb. 15, 1989, 54 FR
9432, March 7, 1989, effective Apr. 17, 1989;
revised, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ 1.178 Original patent; continuing duty of
applicant.

(a) The application for reissue of a patent shall
constitute an offer to surrender that patent, and
the surrender shall take effect upon reissue of the
patent. Until a reissue application is granted, the
original patent shall remain in effect.

(b) In any reissue application before the Office, the
applicant must call to the attention of the Office
any prior or concurrent proceedings in which the
patent (for which reissue is requested) is or was
involved, such as interferences, reissues,
reexaminations, or litigations and the results of
such proceedings (see also § 1.173(a)(1)).

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; para. (a) revised, 69 FR 56481, Sept.
21, 2004, effective Sept. 21, 2004]

§ 1.191 Appeal to Board of Patent Appeals and
Interferences.
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35 U.S.C.55 134 k(@ KL UMITEES L, Brdfl( v
H—T T L AEA~OFHEERIL, 5 41 HITHE-
TIThh s,

Appeals to the Board of Patent Appeals and
Interferences under 35 U.S.C. 134(a) and (b) are
conducted according to part 41 of this title.

[46 FR 29183, May 29, 1981; para. (a), 47 FR
41278, Sept. 17, 1982, effective Oct. 1, 1982; para.
(d), 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
paras. (b) and (d) amended, para. (¢) added, 54 FR
29553, July 13, 1989, effective Aug. 20, 1989; para.
(d) revised, 58 FR 54504, Oct. 22, 1993, effective
Jan. 3, 1994; paras. (a) and (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para.
(a) revised, 65 FR 76756, Dec. 7, 2000, effective
Feb. 5, 2001; para. (e) revised, 68 FR 14332, Mar.
25, 2003, effective May 1, 2003; para. (a) revised, 68
FR 70996, Dec. 22, 2003, effective Jan. 21, 2004;
revised, 69 FR 49959, Aug. 12, 2004, effective Sept.
13, 2004]
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