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BEOIG | « FEEIIHBEANRLEMTHD LRl TEo L L, HL TV Wy
FPHOFRERG I OWNT HEERAZFED TN D,
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BEFCIF, OHIM L2, ), ®E, v, HE, #@E, 4—XF7 U7 ROEED
N85 5,

7288, UUTCH, TRFAIIELS N —TH00RBIE 1CO0T, THRTFA%ENS
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e L=5a,

728, Zo [—HOER] ThbZ LaEiRTH120E, HFEANL, MR, b
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2 Trademark Manual of Examining Procedure(TMEP), URL:
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1%, BEZZOBFEN—EHOIEM A EDAHTD FIHR L TWD 2 ENEMFL 25T
WA (R 1.1 1),

(3—6) Wl DfEHEEEH

(1)  HFLENORDEENHESNSE, B L1IQIRT K 91T, Yikiars
MHEICRFAFLRT LI STV & E1E, RSV RStEA patE & L TR

20



BELTCWRWE LT, POEES 155, 82 5RKLOE 45 4:(U.8.C§§1051, 1052 KON
12D LV S D, 72721, () M4 RIS —EOIERIZHEH S TE Y, 5(b)
BEATTN—HEOMEROHTZ R L, HIEROEES HEEE 4 2R T O T
RN & BRI DRHL A TR LTSI B e Th 5, ZO—HOIEMIE,
BEMMBA TH D EE LN, FlZlE, Eitod ABBA OFFTIL, HFEAANOFEER
fnlE, 85, Thbbox /77 La—R, §FRioT—7, h—r) oY, F
A4 A7 MO L a— K| LRI TR Y, BHFICREH S REL T, 5o
TINRE RO TIVIPNFEFR S TND EFFEEES N TN D,

ZDEIT, KETIE, FFLELEERET 5 L0nERIE, #hlicidel,
M ST~ — 7 DRI DWW TOHTIER R E o TN ANENE VWO RETH 5 &
WK SILTWD, LTIER->T, BFEXUTERIN—TOHELMENENT 5 & D
IZONWTh, 72E YR FENIERIN—TNEL Lo HATH->TH, bL
FOLRIBPHFFRE LTEH SN TWARNOTHIUSE, s L THEREL TV e
EWVOHIH TSNS 2 A ) L HFERFLANIEE 2 T\ 5, USPTO 7o, filxid,
Michael Jackson| <° [Lady GaGal] ® X 972, BECHRMNCA L RHTLIZO0
T, VWb HERBLEPGE(CD 72 &) A HEERm & L CHES -G, Eiftshd 2
ElxH Y 2 WEA D EDRIEEGT-, EDX O RIGAIZIE, —EOIERNENEN
DABIO FIZRFESNTEY, FEMICOWTOHATERE L THEL TV A Z I3
ENTHDLEVWIBETHS DD,
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128, ZOFEEOIRGE~DORGRETERTDHZENTE S,
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RN, B, THIEEA] RO ERERAL & HERE, Sak A SIS A D
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(1) HrECL > THEHINTWDH, X
Q) =z, HAIEVBENZBWTHERT2HERENE/ L TEY, o, =

DN L - THIE SNz FREE~OBERA HFET 5 L DO TH - T,

ZOHIME OV —E R EETe, TOHFDO—ERAEREL, THEMAD
PF—EZMOHBIL, £72, TOV—EROHFTE, FANHLNTHARVES
ThH, RTDHZIECHDLHD, TUFNIT VEBHOBEL, v 77 ¥ —4
KO DOMOFFRIED B HFHEIE, F 5 UIZ DTS AR —OpEh % A
ETHHLOTHH-TH, P—ERT—T L L TR TDHIENTEX D,

(%)

BNz T2/ ; TERENCR T A1 &) FREE, 8% ORI TADIRREICI T
HAEEDFREMFE N T - T, HITHEE|IZOWTOMRIZ IR 5 7-0124Thbh b b
DTIERNbDOEEWT 5, ZOEOWEA b, FEEE, ROFMHETEZY LW LGS
2, BENZBWTEHA SN TWD BT,

(1) PERIZOWTIE,

(A ER 722 1ETHIL, FEind L <32 ORGE L < IEZUCBaE3
LI, ATZIUCTRAM SIS Z 7H LT 7 VUt &, X3ZEo
FAShOME B2 D X 912 LR TE A XL, 2R LIz D
eI 2 EHEICA S, o

(B) Z ORI EG NZBWTHRGE S D 0 Xl S D 5E, KO
(2) —r R IZHONWTIE, FND, —EZDOIRGE XTI TR L <

IIZFRSh, 20, TOP—EARRENIBW RSS2y, T2 DY —

EAN 2 LLEDINZINT, UIEREROIMNEICB W TR S, 2o,

— BRI HENE O — EREHET D EE MR L TV D55

(LU 1)

J

<TMEP§1202.09(a) ZEEER T —T 4 A FDLBEIXIIR R— LB EFR) >

Any mark consisting of the name of an | F{/FMIZE L T SN 2 EFE D4
author used on a written work, or the | FICHE ISR EMICEA L THEHINS T —
name of a performing artist on a sound | 7 1 A NDOARIND IR HEEEX, ZOEE
recording, must be refused registration | X HUZT —T 4 A NROBEE EZRFET D
under §§1, 2, and 45 of the Trademark | 72O 72T I SN 5856, ML §§1,
Act, 15 U.S.C. §§1051, 1052, and 1127, | 2, & 1145, 15 U.S.C. §§1051, 1052, K}
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if the mark is used solely to identify the
writer or the artist. See In re Polar
Music Int'1 AB, 714 F.2d 1567, 1572, 221
USPQ 315, 318 (Fed. Cir. 1983); In re
Arnold, 105 USPQ2d 1953, 1957-60
(TTAB 2013); In re First Draft, Inc. 76
USPQ2d 1183, 1190 (TTAB 2005); In re
Peter Spirer, 225 USPQ 693, 695 (TTAB
1985). Written works include books or
columns, and may be presented in

print, recorded, or electronic form.

Likewise, sound recordings may be
presented in recorded or electronic
form.

However, the name of the author or

performer may be registered if:

(1) It is used on a series of written or
recorded works; and

(2) The application contains sufficient
evidence that the name identifies the
source of the series and not merely the
writer of the written work or the name
of the performing artist. In re Arnold,
105 USPQ2d at 1958.

If the applicant cannot show a series, or
can show that there is a series but
cannot show that the name identifies
the source of the series, the mark may
be registered on the Supplemental
Register in an application under §1 or
§44 of the Trademark Act. These types
of marks may not be registered on the
Principal Register under §2().

See also TMEP §1301.02(b) regarding

personal names as service marks.

1127 |22 E, Wb BRI
UL e 5720, Polar Music Int’l AB
I - 714 F2d 1567, 1572, 221
USPQ 315, 318 (Fed. Cir. 1983); Arnold
T 105 USPQ2d 1953, 1957-60
(TTAB 2013); First Draft, Inc.35{f¥)
176 USPQ2d 1183, 1190 (TTAB 2005);
Peter Spirer S4-fIlik . 225 USPQ 693,
695 (TTAB 1985); &= L, E1EY
Hi EET= T L, KON HIR, foék,
ITEFHIICRINDAEEEOH LS H D
75> SFEND, FE UTEHIETHLD
SNT-EHEEDBEEETH D,
72121, LR OGA B ES UL ERE
DLHTEBETE D,

(D) —HEOEEY TEREMITEE LT
RIS, 1o,

(2) ZDAFIN, HIEEMDOEEEX
X7 —7 4 A NOARTERTOTIERL,
VI —=XOHIERETHHDTHDL Z
& 2R RS, HREEEIC aim
TWA A, Arnold 544k -
USPQ2d at 1958.

HFEEANT ) — X RmT 2 &N TEAR
WS, BHLUIV Y —XIIFEL T,
%@%wﬁ9)~f®mﬁ%%ﬁﬁéﬁ

AU, PAEESE 1 US4 oHl

J: D, HEEIZIW T, ZOEE A

;\"ﬁ?ﬁfﬁ T D ENFRETH D, TH

O OFAOIETEL, 55 2 FROOHEIZLY
FREREIITRE T D Z e TE RN,

-t 2w—7 L L TOEANLIZET
% TMEP§1301.02(b) b, ZfRD = &,
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1. 2 OHIM
OHIM |2\ T, MPAENFLERD, TNBRRIEL THLND L9107
&, HEEL, YRR TASE R UIEBE O T &G L2 a8, @B
We LT L 725,

(1) ®RIINCEET 2 L EOBIEICOWT
HeERpaErL, HEHAREEHHI(Council Regulation No. 207/2009 of 26 February
2009 on the Community Trade Mark#)(LL F, CTMR & 3 %) THE S, Z 212,
RFAFEZOWTHRIZIHRE L7ZBUEIT RV, L3> T, BRTFLAEIT OV \“COD%EJEJ’U‘Ti
1%, CTMR %5 4 SCERIAFIHIE AR T 5 2 &3 T X D80, MOV 7 SGExfEit
PO —BHEN BIGR & L CTEIND,

CTMR % 4 55T, [HLFEIAPGEY, BFEMIZEHR ST (represented graphlcally)
AT OO, FRZ, BAOLTEEGTRE, ek U7, 7, iz omls
%ﬁm&@%ﬁ?%:kﬁ?%éottb,%ﬂ%@ﬁﬁ#l¢%@%mﬂi%~*
AEMDOEEDOEND EFBHITEXDH E2FMET 5, ERESNTHS, 20 B
FRNZRBLENTAT OO 121E, MEAOAHEETRE] MRS TERY, )&
THROERT N—THING EIND EREEIND,

ZD LT, CTMR % 7 ZOfocofafedih & LT, @Blhoa8EIcBE+ e
70@MNS5@)NBEINTND, T72bb, (@) &4 ROBEHIHED2 ES, ()
MAIEZ R < PR, (o) PashOOREEE, SNE, BoE, Mk, kS, JRPEH, ARREREH],
— B R DOFRHEEE],  XRGE T — B A DZF O ORHS & T T DI RS | B X
D ZEMND DR XIFRO A7 5P, (D) EHRECBWTXIIEE D)
S L72RGIEEIZB W THH S D L 912782 TV DI UTRR D RN D 70 5 PHEE,
(&) RDTARDIHNNS 72 58855 Q) pashZ Db DOMEE NS4 U AT, () HArRg
REFDHTDITRERpaEaOR , (i) FasuIAERMIE A 52 2R 138835
T ENTER,

Z LT, CTMR % 7 &@IZBNT, [(DD), @KDIZE, RKedOTWD BGOSR
T D XTI — ERTOWTRIENMEN SNZRER, T OriEN Stz A4 5
bOLpoTND L XL, EHINRW &Y, MK VBRI ZES Lopaks
(CONWTIIRERD B B D,

(2) FHFLENDRDPHEIT DUV TORAFAE EOBHRL
SRR BT DN TSI BT SO0 OB T FEE L CEIR D7 D

4 OHIMHPWA URL:
httpsi//oami.europa.eu/tunnel-web/secure/webdav/guest/document_library/contentPdfs/law_and_practice/ctm_legal_b
asis/ctmr_en.pdf, 201441 A 31 A3, LLTFREIL

5 WY HP AMESAYPERERIEERS I RONLRAPSREEDT PHEmEail) AAER URL:
http://www.jpo.go.jp/cgi/link.cgi?url=/shiryou/s_sonota/fips/mokuji.htm, 2014 4F 1 A 31 HZR, LATRELT
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FHUBHT DA RT A 5 BEEE 5 4 EiodrEi@eime) CUT, U4 FJA4
Y ETDONIL, FHIRTAFIET DRI, 7220, A R4 232712
BT, CTMR % 7 FDOISE4T 5 bDO0—2L LT, M XIIREONE LT
HLIIZTERVEIE LT TR 2—Y v vy OARINET LTINS,

A KT A 2.8.2.7 CliE, CTMR £ 7 (IZFZS T 2 DS Ol o FLrEH 2
FHNTNWD, 7205, HFES A TATRAS, Y% R R 2 P TR ONW T,
B9~ 5 AR Z O HFAIZFR D P i XIS DN A (subject matter) Z5iilk 32 H O
ELUCRIRT D HECHEEMER SN N E I D TH Y, Mo%EH T3 UER 2Bk
LTEBIRETHLMNE YN THLIPPEMR S NS,

ZLC, BUIBEEONEEFoRT 2618 LT, BAANDLAHL FHIIa—Tv
Y o0, [Vivaldi) 78 EOIEIZEOARINZES 5N TRV, LRI THD LHWrsh
BINEINTr— AN r—ATHDH ELRNRE Y, WESSZ T Y (contents) & 57 ¢
PAEaD AT AV gl e LT, 5 16 8 T35 0, fLiBLA L LTo% 98 DVD,
CD-ROM|, 4138 [HE—E R BEF LTS,

ZLT, 2a—Ury REMERIILD &4 ANDOLRINE, T ERBIA
VWV CRE 4, KRERILSNZ D ERRENEL 720, 3 FIEREAITEIHA
BEINTZY, HERETIY EIFonz0 728 LA, Mmoo T7IVZ0L0%
BT Eoicbrd, 20X eYE, —BIEEEL, HiEi4 Fr(generic) D X 5 IZ7%H
THEHICRDE L, FlE Vivaldi) O X573, TROEFE R~k e LT
ITERE L 72 & LTV B,

(3) MFATFN D2 LFHEDHFEA TORH
(3—1) A ATREM:
AR FALEL, 55 98, 55 16 11, KOV 41 B XIIRG AHEE L2 5HE,
R & 22 D ATRENED B B,

THUE, AL LTS L AEEEY, FOHFLENS R DR A TS U CRRk
B9, B4 F(generic) D L O IZEET 5 LB X LN TWAHT2dTH D, ZDi
O, HBEADPRASUTEL 2R Z AT 58 ThONEHDL LT, BT H5Z LI T
SRR

6 Guidelines concerning proceedings for the office for harmonization in the internal market (trade marks and
designs) on Community Trade Marks, Part B EXAMINATION Section 4 Absolute Grounds for Refusal Ver. 1.0 Date
02/01/2014, General principles and Article 7.1.a till 7.1.e, URL :
https://oami.europa.eu/ohimportal/en/manual-of-trade-mark-practice, 2014 4= 1 A 31 B3R, LATRIC, 7835, 2014
F1H2EMND, ERO~V=aT VRHA R4 ATHRESNTWAS, 72720, 201441 A 31 HEITEIL, HA RIA1 v
X CTMR % 7 5B D £ TOAB S THY, CTMR 5 7 05k O yHER#oR, HRIC X0 B Lz
W08 2 BREENC B D d~ = 2 7 VD S5,

T B, BAA RIA4 DT 7 TR, HEEFIO IO L NOLFIDZET B TR, BITA RTA TlaEk
INTN5D,
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(3 —2) k& 7 DFEE RIS TFRER S
OHIM K OMIFEARFAIE, BN FREOpbim XIIRB 2 € Licha, s 72
5L LTS,

B 5B (85T - SEE DR T — 7, $kF - BB DL NT N T 4 R
La—R, f2—xy FEFIHLTEZEL, KOMRGFTLIENTELERTY
7 A, ZOMEFED R

B E 16 X6 (AR, EE, 58, FAX—, TROER. avP—r7ursJ
BT BYT—T v 7, AT v — KOG, = OMIFEREOME

B 55418 T8y - S ARLEEAOE ., CD %S08, BROMZEICET 5
THRORME, T T A ANTKDEH - G - B - g - SCFERORME, 2o
fth[FIFE DS |

(3—3) WHFHFOALIEORET L DB DZE LD " REM:
HF, HEENTEET N—TRPAL TRV, EEEIIRE UG DO
B EBEAT D LITZ ARV, BiRL DL LTS, WIS, AH LR, Th
IR REALL THIDID L 912725 L, {HEEL, UK FAEF LR UIRBE O
HPT & 13RRE L7222, B 72 L TR/ L 725,

FEEOHFIFIRE L CHEEDTGR L2 E W o il LTE, HFEDOLBINEL
HMHNTNSZ L, FEAREBR L WA Z L, T LEAR, XUXTORRL, %
BOFEFREOGT B 12 EVEB T, —RRRNEN A B4 Fr(generic) & 52 1T 1R
LEOBGEEND,

(3—4) R OH WD WHE
AR 00E, BB IZBEICIERS L TV O MERH Y, I, BEEET S HICK
WTCZEDHBBIIPRFF SN TND Z ERNETH H(~==7/181.3 To which point
in time must the evidence relate?(page 41), KRN EEEHIFTECT), C-299/99
[Philips/Remington] , &5 65 /37 7F 7),

(3 —05) FERIC & VR 2R UT-E OGRS
RFLED DR DRGEEE, PShSUTEES & OBIRR TRAII D 2 & S HEfEE R
(CTMR % 7 5:(DNTFZST D0, T TIERA SN TREY, %BRIICERIMEEZ B L
TWDZ L &fEHTUEERT D Z E N TEH(CTMR %65 75:1), 7-72L, HTF4%E
DY, —INAER SN, YEHFEEIGNAEL LD L, R UIEBOH
AT R THEREN 72V & SNDGENH D,

8 The Manual Concerning Proceedings Before the Office for Harmonization in the Internal Market (Trade Marks and
Designs), Part B Examination, Section 4 Absolute Grounds for Refusal and Community Collective Marks), URL :
https://oami.europa.euw/ohimportal/en/manual-of-trade-mark-practicem, 2014 41 H 31 B, LLFREILC
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(3—6) Fnl/ILISAOEEELH

MR D72 =FE DN TED D7 ke 4 HE L 72856, CTMR 55 7 5:(D(Q) D,
BT EEHU T DUV TSR Z BRI T2 & 9 2RpSitE OFEMEEE R & R 258030 5, £
o, FEERHH & 72505, FAEHEEH(CTMR 4 8 IS T 258 b b 5,

(4) BRGESH)

<PElEEEN A FTA4 2 2.2.2 Word elements(ZEER) >

Words
convey distinctiveness to a composite sign

are non-distinctive or cannot

if they are so frequently used that they
have lost any capacity to distinguish
goods and services. The following terms,
alone or in combination with other
unregistrable elements, fall foul under
this provision.

(Fig)

Likewise, terms designating that the
goods and services are rendered by a
group of people are unregistrable, such as
‘company, people’ (for establishments)
‘Club’. For example, ‘Kitchen Company’ is
kitchens. This is

different if the sign as a whole does not

unregistrable for
merely refer to the goods and services in
the abstract but creates the overall
1dentifiable
entity. Examples: ‘Royal Society for the

impression of a distinct,

Prevention of Cruelty to Animals’,
‘International Trade Mark Association’
would all be registrable.

of
distinctive, irrespective of the frequency of

Names individual persons are
the name and even in the case of the most
common surnames names such as Smith
or Garcia. Refer to judgment of
16/09/2004, C-404/02, ‘Nichols’, paras 26
and 30. The same is true for names of

prominent persons, including heads of

SEI, IEFITHEBEIE DI TR A
P—EREFDT D LM TERWES,
WA R, B L I AR E S D
FE ORI R, RO, HIMX
NGRS NI NTIERANC = RSN E PR cay a1
1%, ABEX VISR D,

(i)
[FERIZ, [2FEE ) (B DFROT=DD) [

771 70E, HH—HEDANLIT Lo TR
SNAHEN KO —E R 2R BT
LZ EixTE vy, il 21X, [Kitchen
Company] 1L v F TITBERTE 720,
ZAUL, FORERN AL U THICZ DR
i X O — B X R O T3
<, BHHEICERRIDS RTREZ2E OW) BAR DR
OHIGZ AN T 256130 TH 5, # :

[Royal Society for the Prevention of
Cruelty to Animals| (FEZEWER L1
%) X, [ International Trade Mark
Association | (EFBSPGERH )2 L, 3T
FRATRETH 5,

BNDATEIE, EOLHTOBEEIZ D)
57, Smith(A I X)X Garcla(H /Lo 7)7
ElbH Y SNTATOLETH-TH,
FRAIMED B D, 2004 9 A 16 HHRA,
C-404/02, Nichols] , %5 26 &} T*30 /37 7
F77xZROZ L, FLZERSEOITLE
ZaeEANDOARNZ S Y TITE D,
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states.

<PEABEBENTA FTF7A4 > 2827 Terms describing subject matter in goods or
services(FASH TV —E R DFEELEZFTHEBDSEF) >

Where a sign consists exclusively of a
word that describes what may be the
subject matter or content of the goods or
services in question, it should be objected
to under Article 7(1)(¢0 CTMR. Terms
commonly known and likely to be linked
to a particular thing, product or activity
by the relevant public are capable of
describing subject matter.

The essential question is whether the sign
applied for may be used in trade in
relation to the goods or services applied
for in a manner which will be perceived by
the
descriptive of the subject matter of those

relevant public ineluctably as
claimed goods or services, and should

therefore be kept free for other traders.

For example, a widely known name such
as ‘Vivaldi’ will immediately create a link
to the famous composer, just as the term
‘skis’ will immediately create a link to the
sport of skiing. While Class 16 (books) is a
prime example of a category of goods
which contains subject matter or content,
an objection made under this section may
occur also with respect to other goods and
services, such as data carriers, DVDs, CD
ROMs or editorial services. With regards
to this section, the terms ‘subject matter’
and ‘content’ are used interchangeably.
See also 2.2.3. on ‘Titles of books’.

S, MEEORG M T — B A D FE
YIINE R TAREEOH 5 SEO LN G
72554, CTMR 6 75D DHEIC LY,
FOEFRITEf SN RE LD TH D, —
BIZHmBTEBY, FeEoy, XTI+
O BHE R DOTEE & AE O TV 2 AT REME
MEVEEY, FEEZRTZENARETH D,

AEMEIE, BRI NE%DS, Zo
TR NGk A R T D P A X — B A D
FREAIZ DWW CRLIRI R RELTH D & E DR
T DD N AR AL ITEG LD
LI, HEIRAERIIT—EXED
BEEIC I TR [ICRIAT 5 Z & 3FTRE
MEIMTHY, ZHITLVMOEEIZE
STIHHHEBMRIENDIRENE I INTH
ol

Bz, Bx & lskis) &I FEDRIE
ICAR =Y DAX—LFEOA < KD,
[Vivaldi] 72 E DAL Fs -4 aiixRNE
WAL B EREO <, — 7, F 1644
EEIY, FEUINEE GRS O
REFITHY, 7—HFFELESR, DVD, CD
ROM TR — B R 72 &, opEin & Y
P—E AT L THAREIZ LD HHEHMEAE 2
D15, REICBELC, HED TE#E) &
TNZ] L1E, AW AN ATREICfE
N5, EfEOBES) (T2 2.23. 150
Dk,
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Names of famous persons (in particular
musicians or composers) can indicate the
category of goods if due to the wide spread
use, the time lapse, the date of death, or
the popularisation, recognition, multiple
performers, or musical training, the public
can understand them as generic. This
would be the case, for example, with
respect to ‘Vivaldi’, whose music 1s played
by orchestras all over the world and the
sign ‘Vivaldi’ will not be understood as an

indicator of origin for music.

Objections based on the above:

- will apply only to goods (e.g. books) or
services (e.g. education) which contain
subject matter regarding other things,
products and/or activities (e.g. a book
about history, or an educational course on
history),

+ when the sign consists exclusively of the
word identifying that subject matter (e.g.
VEHICLES or ‘HISTORY’), and

+ will be made on a case-by-case basis by
assessing multiple factors (see below).

Goods and services which may contain

EEINOZ AU S (i EIIEWIN
PRI L SMEH, FRRaE, wEA, &
U <3 MR, GRRREE, Zhk7e RiEFT, X
FERHE L ST, KRB RO
TX55EE, MmO ERTZENT
x5, ZOr—AZiZL, BlxiE [Vivaldi)
BT 5 Z ERYTUTE D, MOERITA
— A RZICL S THRPTHEEINTE
v, FOFEHE [Vivaldi] 23520 Hpr4+s
THOELITRINIZNTHA D,

FREICESWIER T

- 2O, HLE ROV SUTIEENE] : B
HIZOWTOERE, XIELIZET 2H#E
a— 2)NZBI9 5 EEAE ETerg (Bl - E55
XIH—e Rl HE) O S DT
HAHI,

« FOREERNFREM - [VEHICLES] X
X THISTORY ) ) &4 ET 5 SEEDLND
72 5%E, MOV

- EHOR T HEE L Tr— AN, fr—
2ZHA TN S Th A 5 (FResi),

A G REMED & 2 pim M O — B X

subject matter

For most cases, the goods or services

which may consist of or contain
objectionable subject matter are the

following:

+ Class 9: Magnetic data carriers,
software, recording discs, electronic
publications (downloadable).

o Objectionable

KD —AT, HEMOFREEMEDH 5
BB, HLXENEETe, PEihX
1T —ERILLTFDO LB TH D,

<9 B BT S AR, 7 R
7, FERT 4 R, BT =
— NA]),

o fhifary
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— STATISTICAL ANALYSIS for
software
— ROCK MUSIC for CDs.

+ (Class 16: Printed matter, photographs
and teaching materials as long as these
include printed matter.

o Objectionable
— HISTORY for books
— PARIS for travel guides
— CAR for magazines
— ANIMALS for photographs

+ Class 28 : ‘Board games’
o Objectionable
— Memory (order of 14/03/2011,
C-369/10)

+ Class 35: Trade fairs, advertising, retail
services.
o Objectionable
— ELECTRONICA for trade fairs
related to electronic goods (judgment of
05/12/2000, T-32/00, ‘Electronica’, paras
42-44)
— LIVE CONCERT for advertising
services
— CLOTHING for retail services

+ Class 38: Telecommunications
o Objectionable
— NEWS for telecommunications
— MATH for providing online forums

Class 41:
entertainment, electronic
(non-downloadable).

o Objectionable

Education, training,

publications

— GERMAN for language courses

— STATISTICAL ANALYSIS: ¥ 7 b
e
— ROCK MUSIC : CD

<16 38 HIRY, BENOEM CTH- T,
Y EHHIWIN G £ b D,

o fEiwT
— HISTORY : #£f&
—PARIS : ifAITHA R
— CAR : i3k
— ANIMALS : 55

CH 28K TR— R — A4
o fEiAT
— [Memory) (2011 4 3 H 14 H,
C-369/10 DIER)

- 5 35 41 AR, BiRIAE, /hieth—E
Ao
o fEiwT
—ELECTRONICA : &+ S B o 7,
Ai(20004E 5 H 12 H#Jk, T-32/00,
[Electronica| , #f 42-44 /X5 75
)

— LIVE CONCERT : Efs#—E=*
— CLOTHING : /h7EH—E &

- 55 38 ¥ « BKUEE
o HHifE AT
— NEWS : &XusfE
— MATH : 4> 74 74— Lt

CHALE  HE, G, m =T A A
v b, BHR(E D 2 m— R,

o fhiEmT
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— HISTORY for education
— COMEDY for television
programmes

The above list of Nice classes is not
exhaustive, although it will apply to the
vast majority of cases. Consequently,
objections based on descriptive subject
matter should be raised primarily in the
context of the goods and services listed

above.

The should the
probability that the sign will be perceived

examiner assess
as an indicator of source or origin. In this
regard, the manner in which the term is
different
perceptions of the term. For example,

written may result in
within the context of books or television
programming, ‘PENGUIN’ is more likely
to be perceived as a source indicator
rather than ‘PENGUINS or ‘THE
PENGUIN’, which are more likely to be

perceived as descriptive titles.

Where the sign applied for is a descriptive
term for a particular characteristic of
goods or services, a designation of goods or
services which excludes that particular

described by the
applied for will not avoid an objection

characteristic sign
based on subject matter. This is because it
1s unacceptable for an applicant to make a
claim of goods or services subject to the
condition that they do not possess a
particular characteristic (see judgment of
12/02/2004, C-363/99, ‘Postkantoor’, paras
114-116).  The
examples illustrate designations of goods

following  invented

— GERMAN : SiEa—x
__HISTORY : #&

— COMEDY : 7 L E%#

EFRO=—XGED Y X MIFEETIIR
WS, REBOr—RIGNHTE %, 20
72, BIZET MM O —E XIS
LT, FTRRRRIEATHD &0 D
%L 72BHTHA A,

FAEIL, O P TR 2 7R
THDERDHINDNE I MO A[FEM 24
ETHREThD, ok, ZoHATIE
FLSALTZREND, %@;@ﬂﬁémﬁ%%t
BT HEDERLTHA Y, BllE, EES
TLEe T AV HRICEBWNT,
[PENGUIN] %, [PENGUINS| <° [THE
PENGUIN| LV bHfrzfsd D& LT
ZUTROGARTWTHA 5, [PENGUINS|
X% 'THE PENGUIN] (%X v 30fka07s %
A bLE L TRITER ST,

22T, HRRITARDEERDS, PEsn T
— B RIZBET D REE OOV T OFEIR
K f%é%é,%@%m@%@@m%
IR DIEERRIZ L > ORI TV A A B
W, XTI —E 2R THOIE, F

REIZ LS W BT T e nWTh A
Ve DI, BEEOME ZFZ WSt
FTCHEM XTI —E2ADOFEEZITH DI,
HEANIZE > TR AN TN E D TH
%, (2004 4 2 A 12 H¥E, C-363/99,
[Postkantoor| , # 114-116 /X7 VT 7 %
Z ),

WIZZET B0

TS A E R i o o=
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or services which will not avoid an

objection:

+ COMEDY for ‘television broadcasting,

except for comedy programming’
PENGUINS (in plural!) for ‘books,

except for books about penguins’

- TECHNOLOGY for ‘classes, except for

classes about computers and technology’.

Distinguishable from the examples above
are positive claims of goods or services,
under which it is impossible for the sign
applied for to describe any subject matter
or content. For example, the following
be
objectionable, at least with regards to

invented examples would not

signs being descriptive of subject matter:

- COMEDY for ‘television broadcasting of
economic news, politics and technology’
PENGUIN for ‘comic books with
country western, medieval and ancient
Roman themes’
TECHNOLOGY for ‘classes about

creative fiction writing’.

THLOERLTEY, HEITET Sen
7259,

- COMEDY : =2 27 4 FHLS OT L E
JieeS]

- PENGUINS (#E T !) : [XUF T
DT OERELSDOEFE

- TECHNOLOQY : [zt B2 —# KU
DT DB LIS D4FET |

BRI BR DAFRRAINDNR D TSNS %2
LR LSRN E WD JT, Ah7ersn X
Y—EZAOFMRTRIT, LBl & XKl
T& 5, PlxE, WIZHBTH60E, D7l
& BN TEOLBRIRHATHH LD
RSN D AR RN TH A 9,

- COMEDY : I ==2—2R, BUak U
DT L ek

PENGUIN : (> R —D = A&, H
RN —~ 2T —<IZ LT 8 A

- TECHNOLOGY : TAlWE# 72”7 «+ 7 v =
VA
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1.

3 =E
KTFLENDIRDPGHEICONTIE, IR, §E S, 74Vvh, ©T4, 7
VEFEM, BRUITA TNRT =< ZAED, WodHITFEOAZEIBIES 2 b
SUTBFBIZE U UIBGEDRRD BIND, 72775, RAX—RT7 4 X277 ED [Hp 5
A A =%+ U 7 (mere image carriers)] (ZB8 U CIIBEITRED B2,

(1) RN Bt E EOHIEIZ DN T

BFLEIZOWTRICHFE LTZBEIT 2V, L3> T, TP OV TR
PRI, PARESS 1 SR OVIEES 3 S50 BHEN LFGH & L CEI N D,

PAREEEE 1550 92T, ITRgE] L3, SIRBMRIC I W RBT L2 LR TE D
T _RTOIEH(sign) Th > T, & HHFHEDOPGI UL — B R Z MO EDORGH T —
EADLHEAIT 22N TELHDE NS, | EHESHTWD, £D T, RN
ZRWTWDREE ] (LS 3 DML IREmA L <IX—EXOfEE, AhE,
B, A, Ak, BRpEH, APERFREE U < I THREEEE SO IR L <X —E R D
Z D DORFE 2 372 OICHE | BRSNS Z LN TE DGR UTEROBN SR D
) (FEEEES 3 RDONTEGEET D Z R TE RN ERESH TS,

72720, [HEEREEEIN - OB ERHRED B BN S 7=/ R SEg miiknE 2 A L
TWAEE] 1L, PEEEE 3 (1)) X OICIFTEZS T, B n 2 (EtEES 3 54
(DfEE),

(2) IFPLENDR DRI DN T OFEALE EORH

PEIESEAY T A R10 Famous Name T, HLRLABNCOWTIL, & 55 XUIRE
IZOWTHEH SN GAIT, ZO4HNE, HEEICE > TE, EOREMXIIRE e
O TEET D L O 7, PEEIZITHOEORRELTLED S, TOARIO NSRS
P X IR T O L LTSN L5803 b0 L LT0nWD, £ LT, A4Y
Y =T —LDOLHTHSH TARSENAL] ZFNZFT, HDHEAXIET —T~D)i
BREELERTTEOIHER LI D X9 AHERTA IO N TIE, ZO
T DRI OV TR & L TORGRE R ETRE TRV E LTS,

PAMESEA T A NIZIZERTAEIT OV TOEMRN S K723, [Elvis Presley]
OPEFENE S NS H A E LTRITTERY, pEiEEA Y 1 K Famous Name |2
ETONTWA THEL R AT N —T N ITRFROEEBENGENL EEZ NS,
B NUTT N—T21ZOWT, FRERGS XU ERE & A4 R N UT 7 v—
7 & DEMRMEREE 2 NS U TOBSRATRE N B0 243 T B,

9w HP SNERMMZERER R 288 patmik  AASER, URL:

http://www.jpo.go.jp/cgi/link.cgi?url=/shiryou/s_sonota/fips/mokuji.htm, 201441 A 26 AR, LATRLC

10

Manual of trade marks practice, The Examination Guide, URL : http://www.ipo.gov.uk/tmmanual-chap3-exam.pdf,

2014 1 H 26 B, LITELT

11 [1997] RPC 543, [Elvis Presley] Op§tE% %5 3 FH(LIE) OFLASEEIZ OV T HIE L7223k S 7-(1938 4E15),
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HH R TFLECOWTORGEHBICAR D FEERGD THIRY), & Shies, 7
AV, BT, T a s T A BENITA TNT v U RE | ThDHIGA,
M S 1322 5720, UL, AR AXIIT N—T N5 52 2 S OFREM
S UTFRERBICER Li25A, HEEL, YA AXIIINA—T NI b 0
b XIIEBIZOWTIEDLD T b e — LRORGEE L TND Z LA RFIORT LB 26
N5 EOHBIZE D LOTHLPEEHFAE T A N Famous Name, 1 Media),

fths, [RAX—, BB, EEH, 7 X227 %0 B4 A—T% % U 7 (mere
image carriers)| ZIEEMMm & LIz, b Th s & LTHEMfE 72D, ZHud,
ZDOREENRERIONEE DS O LTI &, HEFILZING OARTEZRGE L
LR LW EEZOND EOBRICE D LD TH D, B, HOBEFTLER
AZ—ZOWTHEH L7256, —RORIHER Y, S FRGF > TWLIRAZ—T
0D LIRL, RA X —OHFT &S 5D Tlden, ZO%E, LS 3 5D (b)
TN &V &2 (AR A T4 K Famous Name, 2 Mere Image Carriers),

BLHINXTT N—T200F, HEEDZED L% L(Badges of Allegiance) & L Tl
ALZZWEEDS X972z iE, T vy re~s, Ah—T75)\Zo0 T, Lo
HETZ2R"T b0 L LTt EN D, 20720, PEIEL L COMEE & 38 T X 720
7REEHMNIRVR Y X, BERNFIRECTH D, T OFFRIIRBRHE L1, B, pEiEE
DuAYNT 7 IV —=DRAN—=L LIcph, BEICEEDHY O HpEgis LRI &
RIS TNDT20D, 2O L5 il ZB L CIHFT &R 6 O & 13A7 S
W(PEIESEAS 71 N Famous Name, 3 Badges of Allegiance),

(3) HTLENDTLDRGHEDORFA TORHR
(3—1) fEHaDIHEM:

HEFWT R OHBEREAOWTNS, KTFAENGRDLBEESE, EORT, #HE
FXTEH T N—T ORGSR S IV Pash X IBhE T 2B DWW THIRE L 72354,
F DR SUIEFEZONT, BRI & 2B & U CYEENEf SN D Y
ANHDHELTWD,

el 72 500%, fREmME [RAY—, BE, ER, 74 X7 ] S0OHRS
AA=TUFX VT ELTEGAEThD, RTFENALITRST25E, WEEDINLLD
Paih A RO DEH E LTE, YR TERFTRINTWDTOTH- T, fEmOHHT
Z LTV D DT TIERV L Th D, 72720, BTFHEOWDOWDHAZEICEDL APE
EE(CD 72 8), KON T vy o~ s, Ah—7 ] ZDIMERD 7 AL &0

LTSNS L7, WhdE 777y R nbd bDIZHOWTIE, BEknsa]
BETHD, UL, BETENMTENOETIINSDOREMII VT 2y b —/L IR
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AELTWD Z & AR, HaTEoRE L TEEENR#ST 2720 TH 512,

O, AABHTFAEFELEE S LTHET 256, HEAL, AASUIEYZ
WNEZATOE THLINERD H, ALY HBESNIHGEE, REOBMRH D
& U CRARRIESR 3 2R(6) DIEHEFRHIZRE S T 2,

(3—2) fEia L 722 DHaERE S U TFR ERTS
FEEFNA T S ONEFEREEA DOV Y, LUTF ORI IBEIZ OV CHIRE L7254,
RN E LTI SN DA D & LT\ 51994 4Epatakss 3 (1)) ik
©).
B 16 B, &, 5 RA¥—, BHOEE a— s Fasg
DI T BT —T w7, AT v — KOG, & OMIEREORE &

W2, LUF ORGSR I W THEfE S s E LT D,

@ 9 B BHEE A DR T — 7, B SKEEHRD A R NT 4 AT,
La—R, f ¥ —Fy hEFIALTZEL, KORGFETLHZENRT
XDLERT 7 AV, ZTOMIEFEDRE

@ F41H: &E - sEFARLEEAORE, CD H#0EE, HROBEEICETS
THEROTMPE, F T A TR DESE - E7F - g - Eifl - SCHEHRO
fEfit, ZofFRFEORSS

ZIT, REFMIT A OHBAREAE, Wb EEREES| L LT Linkin Park
LLC’s Trade Mark Application [2006] E TM.R. 7413% 287 C\\ 5, Ziuk, A4 7
T N—TDLHITTdH % [LINKIN PARK| %55 16 FAHORA X —E2F5E L CHIA
L7z & A, Rtk 3 RO ENICESE, il o= FTh 5, HEEF
7%, {HEED [Linkin Park OR A% —| ZHEAL X 5 &£F X 5 & &, Linkin Park
NESTNHRAZ—ZHEAL LI EFZZ2DHDTH- T, Linkin Park N8LE L72R
AL —IZONWTEZDLDTIHRY, ZDZ &%, Linkin Park 1%, pESLONEEFEL
TWDIZTET, HTRIE R TIIRn & B 2R~ TV 5,

(3 —3) MFLEOHAMEORREIZ L DM OZAL O FTHEME
BEEMTIY, KELEMZIET Ea—%F THRFELEGLTER TRV Y, 3L
AERBITE LT, HEEDNRAY 5L YT E BT TEXD 2 &7
WE D GE, BERSNAFREMERHH ELTWD, LT, HEIZEW T,
BFLENFL LR, ZNERAY ST D L, HEENRAZ—DHFTT
TR HMTENG S TND Z EEEMONR) R TICT RN LT D Lo 12725
CIEfa L 72D,

12 Edwards Wildman Palmer UK LLP, Colin Sawdy & Chika Ochonogor, “The famous, the unknown and the
deceased”’, World Trademark Review October/November 2012, p. 116-117
13 URL: http!//www.ipo.gov.uk/types/tm/t-os/t-find/t-challenge-decision-results/o03505.pdf
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HFEREE A LUE, BTSRRI NTGA81E, TR ELNE I NTHhb
59, RAX—EIZOWTHEERTHZ LT TERNE LTV,

MERITBERT D120E, HFLEDR—IRRAFTTRVIRY, T8 2— L THAICR
DANCZ2 2~ BB UBERT 2 Z EMFE LV, ZAUE, THEE D P XIS
(ZOWT, HFAZHPTE LTTIHRCHAEL LGE#RT 2 LHlrsng X512 %
EBERINNEE L 72 PG (H e DA A=V F X VTR EODBH T 215 Th D,

L7eo T, JEEICBWTIE, ®OMTAEERERL L O & LA, £1EHEE
IZHIHIVTWRNWE 5 225810, Heb A4 A—TF % U TICOWNTHRENFIRETH
B, AL ERD, HEEDHRFLEL L GERT L0102 L, bidonso
PSRBT DB & R, BERTE RN E WD Z LT D,

BRI DI EZDARIDFEMOFIBRIIRBLL 72D LN H RT Ry 7 22O T
1%, FCo Linkin Park {4 COHEMAREIITH D03, OFETHRBRHR S
NTNWA(E/VER « FLRY —Fff147p L)

(3—4) @Rl DA DA WHF
HiER: T 2,

(3—5) FEHIC X VR &84T LT 56 OB 4
HFLENNMON TN, —RIVRARTCH %60 ->Th, HHICI D
AT LT 2 EMREH TE TR TE D REMD DD, LvL, HRDA A—
TExx U7 E LTE SR DRI OW TGRS NEETH 5,

(3—6) #@BIILIFOHEHOEL
SCFEMERZE |\ X DA 2 BRI K D B3 & 5 (1994 AEpaisisss 5 45, CTM M
HIE 8 50),

(4) Zofh

TTFLENEL THIUL, RAX ORI DA A—UF v U T LN THIUTEEE
MARETH D, EOBREAL THLILENDH SO HZZE, HRNICELTH D, [H
NOT L EFAL 2~ — 2 ¢ VIR LT D, B y hFy— ok
MAZT o v T ENT, FTERSEUL LD L a— R CD(F 7 v m— Ragie)D5E i
N D, EEOFRRESHEER SN TS, HEFENZORTLEE > T
%, TEa—LTHLEHMMREEL TSR H 50, —HITE 2720, filxid,
FIHE LCTORMMRT o FHEI I NDIZETBNTODIRRETIER &b, fi1h
MOEERDH72E, MOBERIZEV AL LRDGELEZONDIZDTHD,

£7o, LUNE, HBEREALLDOIA L N THD,

14 Elvis Presley Trade Marks [1999] RPC 567
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HAFE LN D DI —ANA r— A TR I 22820 E L, Bz, &
HIFNZEDEZDOIEI L THA TH LA, 30,000 ERED T 7LD
7 FIZHEEOR v FF ¥ — b 740 IZBVIATe Z ENARETH D, T34
7% 400,000 BE oG ald T — v RRRESND T8, FORFITEATE LN
LT D, FOMODFHLE LTE, LAY Y —RFH, arP— 2
BIAAGE, 7IHITBT DR, © T ARk, 7T — RREOMD
SEEE, LU TOHBEFRENZRT oD, EORFHMOSE T HIREIEZ1T
S TWDEE, BIBEMZRT VEHE, 7L, BESOIENZIT D HRE
¥, FIXZOMOITIE L > THAEZST-SGE, 2ib OFHLE BhEiE
BEFOZ LD, A U F—F v MIBITDFEROATIE, 4 EDHELIC
DN ATREMEI TR,

(5) BERHERH)
<PEEFE 15 FEE>

(1) AEZBNT TPEE] &1L, HWRERIC IV ERBLT 22 LN TELTXTORE
CH- T, HOHFEORE T — E R MO FEORGH I — AN GERIT 5
ZEMTELLDE VD,

FRIC, PaREIE, BEEAOAMZESET), K%, U7, HEUImins L <IXe ok
DGR G725 Z LR TE D,
(LLTHE)

<POEESE 34 MoctAfEAEsEh >
(1) OLOITEFEI N2V,
(a) 1 RQOOEMFEGT S 72\ R
(b)  FHHIMEZE RN TUV D PG
(c)  pasnds LTV —vRofE, WE, &, ik, s, JRPEH, A pERFH]
2L VR SUIRESE L I —E A DZ DOMORHM A F2 T 72 DIZHG |
FBALHD Z LT E DA SUIFTR DI 6 702 2 Pt
(d) HE| EoBEAREIZBWTE L ITAIEZRD O L7ZPEIEEICB W THF A S
D X D172 T DR U TFRR DI B 70 % Pk
772U, PAREDNZE OBERHFED B RN SR RIFERISHERIMNE A A LT D
AT, O), ©XIDIC L > TREEEIREf S0,
(CLTHE)

< PElESER 4 K FAMOUS NAMES(H4 72480 (&E3R) >

Where a famous name is concerned (and Z 2T, BARAENIEET A5 E(ROE
where the reputation does not stem from | OFEAMAN HFEIZAR D P G0/ Y — B 2 DRFHELA |
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a trade in the goods/services applied for) it
1s possible that, when used in relation to
certain goods/services, the name may
appear to the average consumer as an
indication that the goods/services are
about the person whose name it is rather
than that the
goods/services are supplied by, or under

as an indication

the control of, one undertaking.

The Court of Appeal decided that ‘Elvis
Presley’ was not registrable under the
1938 Act for memorabilia products in
Class 3: see [1997] RPC 543.

In the case of Arsenal v Reed
[2002]EWHC2695(Ch), Laddie J. held
that the trade mark ARSENAL was
validly registered under the 1994 Act,
even though it could and had been used
by others in a non-trade mark sense. He
concluded that this did not automatically
the mark ARSENAL
non-distinctive for scarves etc.

make trade
Although Arsenal is the name of a famous
football club rather than the name of an
individual or group, a similar point arises;
namely, whether the name of a person or
organisation which others wish to use in
their
support/allegiance should be registrable

order to demonstrate

as a trade mark for relevant goods. The
decision in the ARSENAL case indicates
that such protection should not be
automatically refused or invalidated in
these circumstances.

Accordingly, the correct approach appears
to be to consider whether the famous
name put forward for registration is so

WHELDHDOTIERWES), HHFOME
fn/ P —ERCEE LTl g &, £04
AN EI 2 EEE I - C, B —E
A ARt 2 X EHE T 5B 2175 &
DFIREVNI I DIE, FIIZHDILAHETOAN
MZHONWTOREMYP—EATHDLZ L aF
LTWD EDICRZ A AEEMEE S 5,

PERBEE, 55 3 FADRLEMmIZDOUVNT, 1938
FEIEICEEDS &, [Elvis Presley] Ok T
XN & ERE LT« [1997] RPC 543 %
SO L,

Arsenal v Reed 4 [2002] EWHC
2695(Ch) %54, Pty TARSENAL) (354
FETII72W K 9 G T MEH T& X
ITFIC X O EH SN TEZH DD, 1994
RISV TIES IR SN H DO TH
%, & Laddie JI3RfAZR LT, %1%, 2
D EiE, pEE TARSENAL] 23 HEIZ
AI]—TFIIR LTI 2 R oT2 &35
HLOTIEZ2, iDL <o,

Arsenal(7—& /Wi, AT V—T
DARTE VITRORAH 2T Y MAR—V T Z
TOARTTH Y, Rk SNEET 5, 3
b, MENEOXRHEELERT O
AR L7z & S BN AR D 44 i
1%, ZOBET 2O & L CORERAT
B THLIRINENEWV) HTH D,
ARSENAL FHHZBIT B HE, £ XD
IRRFEIT 2 B OARPUT K> THEIZHE
MOUTEZNZ T A RETIERWVWZ L 2R L
W5,

Lo T, BEDT- DI T 564
7R ENE, P —E ADTEOFHLL
DELEDHRH D EHEZTITZITR O
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to  the
goods/services for which registration is

descriptive  in  relation
sought that it could not be perceived by
consumers as anything more than a
description of the subject matter of the
goods/services. The following paragraphs
are directed at the main areas of

uncertainty.

1 Media

The names of famous persons or groups
may serve as trade marks for printed
publications, recorded sounds, films,
videos, TV programs, musical or live
performances etc as use of the mark on
such goods or services would be likely to
imply some form of control of, or
guarantee from, the holder. Consequently,
there will not usually be an objection to
the registration of a famous name for

these goods.

2 Mere Image Carriers

The name of a famous person or group is
likely to be
descriptive of the subject matter of

perceived as merely

posters, photographs, transfers and
figurines. Names of famous persons or
groups are therefore unlikely to be
accepted by consumers as trade marks for
these goods because they will usually be
seen as mere descriptions of the subject
matter of the product. Objections will

arise under section 3(1)(b) & (c) of the Act.

3 Badges of Allegiance

The name of a famous person or group
may serve to identify the trade source of
badges of allegiance (including T-shirts,

D>, Bk A KD 2 pEdh/— B A BE L C,
D TRERIITHDIMNE I NEEZD &,
ELWT 7r—FNRx T 5, ROBEH
\Z, RO B OF b OERT.

1 AT 47T

B4 NUIHL T V—T DL4FNE, HIER
Yy, HEEEY, 74NV A, BETA, T
EHHH, 2=V IITA T NT F—
VAR EDOREEL L TOXRAER-TZ
EWTED, DL I i T h—E X
DEZAFRTHZ LT, RAEITENIC
K DA 5 DT DE BRI IARFE A B IR
ZLEMTELAEEREHVNLTHD, £
D=, ZIHOFEMICKTT D HE L R4
DOEGHL, BEIIERORIZUITR B0,

2 g A—UX ¥ U T

B4 NIEL 7 N—TDLHNE, B,
RAL—, BE @GR N7 4 X270
THEAEFRMICER L b o L ZITRS R
BAHEMESE, Z DT, B4 ANUTA
& T N—T DLTRNT, HEBFEIZZNDOR
nDPEIE & LIz AN W, &
NHITEF R RGO FEE TR T 5 b
DELTHALINLTWNDENL TH D, EET,
PAREVEDE 3 5:(D ) LI HSNTAL
HTHA,

3 BEDLDL

B NXIEL T N—TDLENE, T-&
ZMOFEFNIEAR B 2 HE L TV D
AREMEII S E CERWVWE LT, EESIo
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mugs, scarves etc) even if the possibility of
other
merchandise

traders producing unofficial

be
Consequently, such marks will normally

cannot ruled out.
be accepted for such goods unless there is
a particular reason to believe that the
mark in question cannot fulfil the function
of a trade mark, for example, the names of
some members of the Royal Family may
be incapable of performing a trade mark
function for such goods because of the
widespread historical trade in Royal

souvenirs.

(LL )

HTE R ET H2EEDO LS LTy Y, <
TH T, AN—T7FEE)E LTSN
LHTHAHD, TDID, TDX S 7RG D
ZD X ) I EEE Y, RIEOMEE A PEE & L
TOMREZ -9 Z LN TERWVWEREET
X DHRFRIZ2BEH DS 72 W R Y, IS S
N5, Rz, —fHouAvLrry
U—D A N—DARNE, F=ELEME L
COJRHIPHIZ 72 D FE LR 72 FELS | DH U
T, FDOL 5 REEMITE L TIEpaE o rEkE
BRI FTENTERNTHA D,

(LLTI)
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1. 4 R4V
P D72 DR 2 £ OBF XUTEHR Y N — 7 EOFHZF(FHEHNE) MLk S 1
TR XUIBEIBIZHOWTHIE L7256, T ORFLEN LR DL, TREAIED 220
PHER] T D & U TRtRIELH 8 R 2 HE 1 B KV EHMINDLE1H D,

(1) FRIIZRET 2 psitEE EOREIZ DN T

TFL OV TEIEE ECRICHR LIZREIT 2, Lo T, RaEEs 3 4%
O 8 D RIPREN B IRGH & L CEND,

PAREVESS 8 455 1 TUCHRWWC, M7 245k s, R E TR, K2, X
78T, MR, i L < IXFouiEE oM E oI E SN SRR, A%
FOEEOMETEETLLOTH- T, HHFEEIURIFEN I — R Z D HEHE
AR XTI —EADNGFAT 2 Z LN TEXHHDIE, PatEs L CTIRiETHZ &
MWTED, ] ERESNTWD, 0T, FEES 8 45 2 AICBWT, BT
UWPHIEDZET BT\ D, REIENES 8 455 2 THTIE, #n 1D 72\ iR & HITAGRIC
BT 24EMELH bRt STV D, 209 b, FRBIJNCEET A HENE, PAREIASE 8 &
52 T 1 5obIREE 3 ) Th b, Tbb, (D IR UTH—ERIZONTO
FRBMEZ A L CUORWPERE |, (2) TRasLE L <XV —Y AR, WE, &, FR,
ik, JEpERL, AR U < I 3RMLORE X 3E O OS2 R 72 DI | B &
N5 Z LN DIERNIIFROIE S > THERSIZREE], ) HEET 2T
=B ZZONWT, BRIV TITRE R0 DL L2 paEE I B W TR S
5 XI5 TV AR S UIF R DI b - THERL S U= Tb 2 (PHIEES 8 4:
H2TEE 1 SO 2 5, HoeOHEkEEH),

728, PEERICRET HIEN R SNARNEH SN TV Z L OfER & LT, PIED
HRELZAR 2 B S — B RSO T O RS B RS EEE & UCRIFRES [ZE U
BWTHNL L TWDIGEIE, B 2HE 15, 5 2 500N 3 5OREITEH L7V
(FAEEE 8 & 3 DY, WAHINDORVEHETH->ThH, FHAICE VIkET%2E
L TUOIURBERITAIEETH B,

(2) TMFLEDG 72 BRI ONT ORAFUE OB
TP T AT RS 500, 728, @B LT, miEESE~==
TIVOE B EIZFEHE SN TV D,

(3) HFHTE D72 5 PEDFFA TOEH
(3—1) A ATREM:
A YRR TELT, DPMA &4 2) ROHRRELADOWT S, BRFEAFENS
72 D PR A DHCE, HAEE TEHT V—T DN R STt SUTREET %

15 ey HP SMERIAUPEMERIEES S R Pkl AAGER, URL:
http://www.jpo.go.jp/cgi/link.cgi?url=/shiryou/s_sonota/fips/mokuji.htm, 2014 4F 1 A 20 H&ZR, LATRELT
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B OWTHRR LT E, S8 72n 2 & 2RI SN 2560395 & LT
WD (PERRIESS 8 555 2 TS 1 75),

2B, WFLFNAL TRUOGE UG £ TR X 0 @h 2815 LT
DAL, ERROBEMIC OV THRENARETH D, IRt 5,

BFALFEIRO T, FLANDOLENL, PamFEOREE I, HoDIERED D%
HoRTT0, SIS & ORHETREEE Lo HFT AR R L IR S e LV TRE
Wb B &SN TWD, KIS, HHRADKRTN, FDEARAILTZE OO,
RFETHA ML E LTERERE R TR LTV BERE, ZOL4ENEERIIE KL,

(3 —2) #Hift & 72 DFEERG S X THEERHS
DPMA K OHFEREEA DV IS, LT O U OWTHE L7256, %
BRI E L THEENDGERHDH L LT 5,

B Fo 8T - BEBRAOKT —7, $55  SEEHRO LRI NT 4 A
7, La—R, A2 —%y MEFHLTEEL, KMRFETHZ &
NTEDHERT 7 AV, TOMEFREDREN

B P 16 i Hl, EW, TE, RNAX— ETROFEE arY—hTrrs7
MZBT YT —T v 7, AT v 1 — R ONEEARK, £ OMIREFEO G |

B 410 gy - EEARCEEMAO RS, CD H08Yh, BEROHERIZET 5
TEMOTRME, T4 ATKDESE - BA - g - B - SCPERO
fEfit, 2 OM[FFEOLES

Z O, fEiE 72D FREEDH D b D E LT, DPMA Y, TEREOLM, 474
AL DB AHBORM(E 7 oo — R TER0nE D), B-EEIEFHEEDA
2T A AT KD HIRRENRAY & BB CHERERIC BRS8N & D), (TV XE 7 ¥~
YH =T A A hOR, BUEIE, FROT LR T - ay, FEIE EX
BIOHIVE, U7 BID 7= DR OMER, 22— OB %55,

(3 —3) HFLHEDOALMEDORREIZ X D YWroZ LD RTREM:

DPMA K OHFERELADOWT LS, BEFPAENAL TRWES, BEkE 720070
ELTWD, ZiUE, BEADANDARNE, HFTZRTHOLE LTEE L&) HfE
DENTEY, WMELENEL TRWEEIE, TOAMDBRSRETHREmOBEAL &L
TIEHE SN2 N EZBZONDT2DTh D, 125 L, TR N—THIZHONT, filzx
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PRIZZ LW Elr S, BEREEIERO b e o7z, iU, [Elvis) 2HFEAD
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AT LAY —RAEBEZEDL D, FIZIEXFH—E0 7] OFREED, HW
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<PEHEEES 41 & HEAORESXUIY— B R 238 UV FEE(20138 4 4 A IERE) >

(1) An application for the registration of a
trade mark must be rejected if the trade
mark 1s not capable of distinguishing the
applicant’s goods or services in respect of
which the trade mark is sought to be
registered (the designated goods or
services) from the goods or services of

other persons.

()P G HREIE, 2 OFFIEDS, Bz R
DTN D HFEA DR UT Y — B AGEER
S SUTFRE Y — B R) A DR S ST —
EANGIAIT D Z ENTE WA,
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Note: For goods of a person and services of
a person see section 6.

(2) A trade mark is taken not to be capable

of distinguishing the designated goods or

services from the goods or services of
other persons only if either subsection (3)

or (4) applies to the trade mark.

(3) This subsection applies to a trade

mark if:

(a) the trade mark is not to any extent
inherently adapted to distinguish the
designated goods
or services from the goods or services of
other persons; and

(b) the applicant has not used the trade
mark before the filing date in respect of
the application to such an extent that the
trade mark does in fact distinguish the
designated goods or services as being
those of the applicant.

(4) This subsection applies to a trade
mark if:

(a) the trade mark is, to some extent, but
not sufficiently, inherently adapted to
distinguish the

designated goods or services from the
goods or services of other persons; and

(b) the trade mark does not and will not
distinguish the designated goods or
services as being those of the applicant
having regard to the combined effect of
the following:

(i) the extent to which the trade mark is
inherently adapted to distinguish the
goods or services from the goods or
services of other persons;

(i1) the use, or intended use, of the trade
mark by the applicant;

(iii) any other circumstances.
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Note 1 Trade marks that are not
inherently adapted to distinguish goods or
services are mostly trade marks that
consist wholly of a sign that is ordinarily
used to indicate:

(a) the kind, quality, quantity, intended
purpose, value, geographical origin, or
some other
characteristic, of goods or services; or

(b) the time of production of goods or of
the rendering of services.

Note 2: For goods of a person and services
of a person see section 6.

Note 3: Use of a trade mark by a
predecessor in title of an applicant and an
authorised use of a trade mark by another
person are each taken to be use of the
trade mark by the applicant (see
subsections (5) and 7(3) and section 8).

(5) For the purposes of this section, the
use of a trade mark by a predecessor in
title of an applicant for the registration of
the trade mark is taken to be a use of the
trade mark by the applicant.

Note 1: For applicant and predecessor in
title see section 6.

Note 2: If a predecessor in title had
authorised another person to use the
trade mark, any authorized use of the
trade mark by the other person is taken to
be a use of the trade mark by the
predecessor in title (see subsection 7(3)
and section 8).
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<FAEgA~ =27/ Part 22, 16. Surnames(FS)(BE3R) >

16.1 Surname only
Surnames, unless they also have a

meaning which refers directly to the goods

16.1 A5 DI
£, RBEORE S X3 — B R 122\ T
HENRERZ > T A58 %K
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or services In question, always have at
least a limited degree of inherent capacity
to distinguish. To decide whether a trade
mark consisting of a surname is capable of
distinguishing the designated goods or
services of an applicant from those of other
traders, it is necessary to first consider the
extent to which the trade mark is
"Inherently adapted to distinguish" those
goods or services. A trade mark is
considered to be "inherently adapted to
distinguish" if it is one which other traders
are not likely to wish to use, in the
ordinary course of their business, without
Therefore, the

commonness of a surname 1s one of the

any improper motive.

guides to the extent of inherent adaptation
to distinguish that the word has in
relation to the applicant's goods or

services.

16.2 Search For Australian Surnames
(SFAS)

A list of all surnames which occur on the
electoral rolls of the Australian states is
available for on-line searching by Trade
Marks Office staff. This is called the
"Search For Australian Surnames" or
SFAS. No information on given names or
addresses appears on SFAS. An inquiry
simply indicates whether a word is a
surname and the number of times it
occurs on the electoral rolls, that is, its
"SFAS value".
make-up of the Australian population,

Given the cosmopolitan

most significant surnames are likely to be
found on the SFAS search and no search is
made of foreign directories.
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The SFAS value gives a measure of the
commonness of the surname and therefore
of the likelihood that a trader with that
name would wish to use the name in
connection with his or her goods or
The the

surname, the less inherent adaptation to

services. more common

distinguish it will have. As a general
rule, an SFAS value of 750 or more will
tend to indicate that the surname is
sufficiently common to warrant raising a
the
nature of the goods and/or services must

ground for rejection. However,
be taken into account, that is whether
they are specialised, commonplace or
somewhere between these extremes.

For example, if the SFAS value is well
over 750, but the goods are cyclotrons or
railway coaches, the likelihood that other
persons will need to use the name on those
goods 1s low enough for prima facie
On the other hand, if the
trade mark is to be applied to easily

acceptance.

produced and commonplace goods such as
clothing or cakes, there is a much greater
likelihood that another person would wish
to use the same surname on their similar
goods.

(CLTI)
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<PFEtEHEA~ =27/ Part 22, 18. Name of a person({fl A4£)(EER) >

The addition of a given name significantly
reduces the likelihood of someone with
that surname wishing to use the name in
connection with their goods or services.
The name of a person will be considered
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P XX — B R ICERE L CARTE T
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capable of distinguishing unless (1) the
name as a whole is common and (2) the
goods and services are commonplace. A
trade mark consisting of the name John
Smith in relation to clothing would
therefore attract a ground for rejection
under s41 whereas most full names would
be considered acceptable.

—EZARH 0 SNTEHDOTHLHLGEERN
T, W Inb D EBEZBND, LT-
MoT, %L DT NF—LPEERHEE B 2
HINDHDIZK LT, FERHICEE L7z John
Smith &9 ARG 72 DRGREE, o6 41 55
DOBUEIZ L DHEAEHHICEZ YT 57559,

<FEH~==7/V Part 29 Trade Marks Likely to Deceive or Cause Confusion, 4.4.1

Names of Persons >

If a trade mark contains or consists of a
name of a person (or group of people)
which 1s well known in relation to the
specified goods or services, the provisions
of section 43may be triggered. Such names
could consist of the given name, surname,
combination of both or known nickname
for the well known person (or group of
persons).

For example, if an application 1s filed for
the same name as that of a well known
person, and the goods or services are
clearly likely to be perceived by consumers
as connected with or having the
endorsement of the well known person, or
that he or she is involved in the production
of the goods or the supply of the services,
the provisions of section 43 may be
triggered. Connections of this kind would
exist between the name of a well known
swimmer and "swimming costumes' or the
name of a well known cricketer and

"cricket coaching services'.

In these situations if the application is
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submitted by the well known person or it
is clear from other available information
that the applicant has permission from the
well known person or their representative
to file for the well known persons name, no
section 43 ground for rejection will ensue.

However, if the examiner is not satisfied
that the relevant relationship exists
between the applicant and the well known
person referred to, grounds for rejection
may be appropriate.

If the trade mark consists of or contains a
name of a well known person and the
application is in respect of goods and/or
services outside the area that the person is
well known for, then careful consideration
of several factors in combination, informed
by research, is required.

Firstly, the examiner will have to consider
whether consumers aware of a particular
well known name are likely to see the
name as referring to the well known
person, rather than someone else with the
same name. The more common the name,
whether it is a given name, surname or
combination of both, the less likely it is
that this
assumption, as many well known people

consumers will make
have names shared by many other people.
Conversely, a highly distinctive and
unusual name shared by very few people
1s more likely to be assumed by consumers

to refer to the well known person.

Secondly, the particular field in which the
name is well known is relevant. In today’s
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market, consumers expect certain persons
with a high profile or celebrity status to
endorse a wide range of goods and
services, often completely unrelated to the
areas in which they are well known and/or
have expertise.

Thirdly, consideration is required of the
extent of connection between the field the
name 1s well known for, and the goods
and/or services specified. The closer the
link between the goods or services and the
particular field in which the name is well
1s that
assume a

known, the more likely it

consumers are going to

connection to the well known name exists.

While all the above factors are relevant,
the question that the examiner must
ultimately decide is whether the trade
mark conveys a connotation that the goods
or services have a connection with or
approval of the well known person(s) to
such a level that confusion or deception is
likely to occur within the relevant sector of
the public.
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ENDE, WEEIZINZE > TUEBEIREERITH D EE LD 2 L3y, £,
bk 3N FIER S D &, HEBITSFE AT TR CTAE Sz & RE
52 L3R, TRDITWTIL L RERIEEICR L, BEREFFAT 52 LN TE D,
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<PIEFAMEEALE 46 K, RARUHE>
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ZRORY, JRAE UCORERE AT 5, RAITEBEAL O TRELSNTSGE, 0k
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AR U TH) 2N 9 Foo e s 4 CD U 16 SHOEFIHEHEIND &,
BHNZEDNT 4 A7 UTELEONBRDERT, W OWREITE D NEOHIT
ThoHEEOELZ 125700 29 1), HEMELRITIUZ R D7V, FH4 RS
N DOF( S72), F(Z ) XUFZEDMDBILL, FFOHIE, —REN Z iz FrE O
BN EFEODIT B Z M TE I ZTHUL, ZOBNEDOBEIZZDORA LR—TH
Do

EX IR N DOFE oA A =D, UL UITHESEIROERE 2R 2. 5 7=, F8IE

PASL XUTRBITE A S4, NIABCUIERE & Wolo~ A T AOHEARZ R Z S8, 2
HOBF T TR BRI L CTIIE & 2 D881, B8 L TER b0 @E 30 1 D),
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BT EONTL, ERGOT X TOEIZIBWT, DO ATREMEILH D & Do,
BERDFREL I o TN D, IFAFORRWNIAE TR DY, HE, A—A TV
7, WE, @ETIE, KTLEITEN NGB0, CD &oEREEpE S AR E L C
b, D EERAPHFET D Z 2RI E UCTHARIIEERE 72508, 5 =E D H
FALT2356, PAIE & FREPGSh ITHRERE & OB TRaIMENFEE S, WFEAEIX
FRERAEDONEZ R LIZICT T & LTI E 7 DHBNH 5,

OB LT VORFETH Y, FFLETHIUIARNI LD HENE NI
OOTIEARMNRERE 720, RAXTE L 72HERE D D ORAREZ D < Bz
FHOFERN B S T2 HEICHIHE & 72D,

FEETTIE, AASUTIESHERE DS HFE T IUTEAI R & 20, A—A T VT
TlE, AAIIESHERIFIC L W HFETH D Z ST T, Z£D4Hi17 [John Smith |
IR ED XD 72— AR AR CRTIUTRER L 72 D,

KEDOSE, A EROT, UK FAFEDMEEE S U TRET 20 G0 OBLEMN D,
HF4 2 OMORNEE DA FTZAEROBHAEGI 2L, #HF4 ThHiuLX CD B0
THERT %G, HiTERRT 2O TIIARWnE UTERMICHERO G L L, —i
DYEITHH L T DG AR ER0 5, FEa80 b o Ha b, RAASUIIES
MEREIZ L DHETH S Z BB ETH D,

AARDOHEROBEAICITVIEHRZ L TWAD0 K4, OHIM K ONEETH S, HF
£5%0%, CD SateErEim s LIS, EAMICERI A 200 & U TR & 72 573,
BTASNER LR HRNCHBES VAR Y, BFA% LHEEMS L ORI
I8 & ZOBRIKD X 5 12, HIBRES RS S ONAEBIT 5 b0 LRI T2 72
WIS TR, R 1 DR B,
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LELER—E
1. RFLENSLLIEZEDEYIKLY

1052(f), 1091(a)

QEIREFEIF(1)(C)

# IHH TA)AH CTM(OHIM) A4X)R KAy hE EEES) F—RSUT7 =)
TERZEOIELGER AIZET ety % 2K 3% 5o £
7 DEIRLNGER A= (120, —EDIE@pHS | B A (L EAR B DA |8 (AL LA

2 | 2) SNTOSBAERS, T A B X HA DY HA N HY D —T R LA (12BN E)

SHX2)
3 |@EmEx GaRI 8T 2) _ CTMR 275(1)(c) RIRERIRO) TMACKD e x a1, 238 _ B B 641 T BHIEEE A1 EQ@ord)% | EiEEE20%11E
TN — we  |EIREAIMERZE 2217500
4 ?ﬁ%ﬁéé’%’;'f“ B E T TMEP § 1202.09 HARS 122327 EBBHAK “Famous Name” |— — EIEEEREEEE fggﬁigégjpamzr% ?@Eé,:‘%géfj,4.6.1r£w,4.6.z
B AT A X (TR
S -BEEAFOUIT—, 1§
ERERAOIAVININT LR,
WO |L3—¥. 5 bERALT 0@ x ({E#E) O (B&) x ({E#) O(E ) OB x ({5 #) x ({E#)
=isL. F ZEMNT
BERERI7AIL, TOMRIEDE &I
R, §E, 5H, 25—
IO s L R o 2y | OCEERED) x (1 48) x ({E#8) X x (HE48) O EX) OB AN x (1 48) x (15 48)
BB, TOMBEREDORE M
5 M3 s -REFAILEEADES,
CDENEL, BERNESIZETS
F4188 [BEORE A oAb BE | |OEE) O(=42T) O (B8 ) x (4E#2) O(=$2mT) O(E 2T x ({E#) x ({E#)
HEE MG EE - XFEEROR
#t, ZOMEEDZIEL
x ($E4#)
FEIMEMFE X T BREFHEY
ADNFERILENFE, CDFEED/INGEY
XIFEIFE]
ot . 2550 _ _ _ _ SIS TLE Sa R, SR
= A8 1 “ J
%41#5“39&@‘ ET4 R UVEREFH
BARD S E, BE., ETARUVER
BEEAERDE S, IBEDIRHE,
BRI LEE)
BRTHENMSS, BT . X
” * BEThAEAERING .
, e BETHHEE BEHAA— N B B THHBEEMEIND | enn rmes o
6 |[5aMOEs _ aaThBaERSNe |0 PSS RO (aacnssabeans o G POBCIE |mmiEEh oL
T B A iE :
7 [BERORBIESLHMORID 15 Y L HYGERIZIE) _ #L _ _
— e A= 18 A
g[SRI MANTEBLIERD) El ] Cl — 3% AT L—T2) —
g“)fﬁ g?mﬁ%ﬁgﬁfjf; DHLTBOEE. AEE |DAREES
z - ; =8(ZHE F IBRDERE. AS NFRBER
bl DR iR BL. WEZOMOBEEE( DB LIAORS B |
Z O DIELEIE Al e B QWAL DEROANSLS |OBESRLRBOEE -E- |RETEE. EESOWERSELL)  |BEER _
2T R BRIEH A i BEMEQBILLLSE |QACEETHADET |DREBRBX KT 55
LTS8 B EBEL IS0, 1=
B (< LR
9 DOBEBEFE15E. 28R V45 .
DR E5% . o
2 2
£x :;S%%o.g §1051. 1052, 1 TMA1994/Article 8 CTM | i#Ri% 3885208 . 4TAR V10| D3 1038 1380/V %g;g}%gg R 43 B
@15 US.C. § §1052(c), Reg(%:%) A @315 BETEIF 12

BEEE/ AR BERAER

OTMEP § 1202.09
(@TMEP § 1206

EEEET=17 )L part29,
4.4.1

TYICRAIDIREICKY B
A, ENLUSMI B EF T,

X3 BRI

1020t — — — — — — — —
XUBANELEL TOIER IS X1 B EDHBLIBA , T
L SEREERAT O . . £ THoTLBROUA NIZET
VRO HT SBiE . X 1:Common surname HEECESNTHBIND, B [51: Common Name T/, $E7E
X2 DRFBEFDRIZBLNTES 32:Trade Mark Act — 1 z AN < 41

- - s e OISR T BEEECRFRAZICONT |RBENHYINELD

11 [FER RERXRLTHY. QUZAHN [— X3: BB A—DX L) T, hitD |— — BRIid 2o ARt (commonplace) T IFHLIEEAR |
ERBEOHAERL, BICEEE NS ERBLNEEERRELIE 2 R R TE et B AL B |1 B3 LT B
RTICBERNEDTIERNIEE & Cr B ¢ SEIRCIEDo
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2 FBEOBEENORDFEIONT
2. 1 XHE
KETIE, FREOBSIIOWTIL, EEERCHENELELZ T, Wb HEIEY

DEA MLELT, EOEERZRHOT L TR S, @A LT, HREC
FROPEEEDS, FaERN UTHEERS DFHEEZ BICHAT 2 L9 b O TH L 55,
MO RG L 725, M T, ZHOAWEHDOSZ A MUICELTIE, pEfEs L Tine
5D THLENMDIVD, FH EIL, T—HOMER] OX A ML TRWGAIIE
MEDORIGR & 72D,

(1) FRIINCREIT 2 ptEE EOBEIZ DN T
EEEDEFZ IOV THRICIHRE L7 paiEE EoBEIT 2, £ 2T, EEDOHE GO
WTCOBERO AT, PEREES 1 5:(15U.8.C. §1051), 5 2 5(15U.8.C. §1052) K}
%545 2:(15U.S.C. §1127)7¢ £ O EO— 2 5 I HAERGR & L CEMNLD 2 &
(272D, RS, @A LTI, RamEss 2 5D THBEA ORI LT UL
LU THEH SNDEAIS, T35 OpGhh A BRIl 32 22 XA ZFidl 35 &
RS A5G, L s, ZNoOETUTHONTTE, EE 1.1 EFRETH S,

(2) FEOBGN L2 HPEEORAINE EOTHR
FAICEE L ClE, TMEP§1209 Refusal on Basis of Descriptiveness] &S
oo TRFREA YRS L <IEH—E X3 L TEA ST b 0% [HLZE
9% (merely describes)]| %5, FEGREIEREKTE 220 L LTWD, BRIIZIZ,
HRERSAE AR E P o SUIFRERB O R, H, Fr%, H6e, ik, B, EHOJE
ZHITRT HOTH D50, DS L7 2(TMEP§1209.01(0), 7235, ek
BB FTRE T & 2 (FARTHASS 1 S M UV 44 5:(15U.S.C. §1091, TMEP§1209.01),

EEEOMFIZOWTHHIIEEEA S D b0 L LTk, TMEP§1202.08 Title of a
Single Creative Work| 3% %, K FAFEOLE LFREERIZ, EEOX A MUZHETE
FoRT DHERENH DN E WV H B CTOEMEIR CTH D, 2 2T, TH—0RIfEMD X
A MVUTZ A FVO—EE, —HORWEMIZEEH ST DD TRWRY , paiE
15, 25U 45 R/ITHES X, BT uEe 6720 (TMEP§1202.08)
&N, FREE L OHBBRREOWTIUT BT D Z LIXTERY,

T, KETIE, PEAREGET D LV ) RIS T, HFERGEE PERE & L CREH
SNTWDHZENHEERINTND E A, FBIEOHER &I, Yik~—72 ZHT 55k
L, HEEADREMTHD EFFEL, EMAOREMEFHITEX D IEHEN TS
HLOTH-T, BIZZDOMEZ TR L7z 0 O Z N BIEOL T E R~ T L O TN &
BEWT DL, H0AWEHO X A NMCEE LTZEEE L, £ ORGOHFT( TWho are
you? | NZDOWTER 5D T, ZOAWEMILED X 5 72t D) TWhat are you?] )

1 2 McCarthy on trademarks and unfair competition Chapter 10:2, page268-269, McCarthy, J. Thomas, etc,
Rochester, N.Y.: Lawyers Co-operative Pub. Co., 1973
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HHDTH-T, ROMFTEXAT 5 L5 REHRENTHEHT 2 HOTIERY, 207z
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W5,
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RWECH D Z & 2Rt D120, BlAE, UEFEC 15 18], T5 150, Book 1)
EVDTAEBIMT SN TNDRE, V) =X ThHZ & amT il ne
RSN TS, £, ERIRICHE D &5 ZeHRn3 TH—OAIEY) TR,
BIZIE, HEECHEATA, SHHgE, H4 77, FRMEMH L LTES T
%(TMEP§1208(b)), &% EHHZDNT, WEABEHE SN TOVIUE, 5 2 e L O%a
b H—OANEY & 13772 S0 (TMEP§1208(b),

e, FEEROLHHRY ) —AEEERT OO THL I LERMLETH D
(TMEP§1202.08(c)),

(3) EFEOBEZN D725 RO CORR
(3—1) #HiaDATRENE
USPTO K OMFEERIEADOWT IS, BEEOEGIZOWTIE, MRS EEEON
KaBIZFR LW AICT ERWIGEIEERI 03 72 & U TRt OxG L 72 5 & LT
W5,
EREOMEOEAL, HFEFEIESEERS & OBRT, FLliyTd 50 FaiEyss 2
Z:(e), TMEP§1209) 2357217 The <, BPAFRERIZ, paiEe L THREL T\
LIS,
HHREREAE 23 P S DR E IR A SRR 32 b O TH D L S -85A80E, 4
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HPEEME S X VB Z S LTV A L TIETAZ LT LY, MR 2
IRC = 2 ATREMED & 5 (RGREIAES 2 4:(0, TMEP§1212),

fth )7, PEREL U THEREL TW\AMNITHOWTIE, H—EMDZ A ML Th DAL,
HEE XYY A MVEHPTE R E LI LW E LTRSS, L, —
HOESLD X A "V THLEAT, B ATEETH 5 (TMEP§1202.08),

(3—2) #Hifs & e HFERG TR ERHE
[FERIIMM 720 & UCHEME L 72 2 TREMEDSN & 2 FRE R XU THRERISIL, LT D
LBV THD,
B F9H B, A ¥—%y FEFHLTREL, KM FTHZENT
XL T 7 AV GREEAET AT 4 AT KOCT AT —7
B 168 EEE OOE, MESEOEWTTY), &E, At
W 41 56 B O

FREEMMNC S, BRSSP SIS DFFECUIAFE A HUZFUR L T ol &
IRNE D R AT, PEERER 2 Se(U.S.C§1052e)(WIZ L fEftsh b & L,
Z ARG SIS & PEitE & OB CTHIE SN D720, FEE DRSS U TR LT
VTSI D L IXV 272 &0 ) O3 USPTO O RiETH 5,

F7z, HEEREANGIE, #0720 E LTHEfESN A EEDO X A FLroflE L
TIEHLUTOXE YR ORHH L OERZG,

-LOG CABIN HOMES : ZiUZ, 77 %+ BV CLANBDEZRDT-ODARTH D,
—WRAFRTH Y BER S RAEETH D,

- LOG CABIN LIFE : 1 /"% v B @%ICT 5 A THY, TLOG CABIN] (2R
LCIxT 4 A7 LA A(disclaim) T 5 & [RIEHCRF R TH 5,

(3 —3) EFEOBSOHLMEORREIZ X 5o ko lEEr:
USPTO K OHFERELADOWT LY, HIFERIEEIAR A EREOE T NEL T LG
ML T, fmiibbrnt L5,

7Z72L, HREREANDIE, FEIRER 2 4115 U.S.C. §1052(e)(D)IT & v fhi:
SEhi=ob, HEEADA ) 2ES L TV D §2 TR L CHEGZ A CX 258015
2% (PAFEESE 2 25(0)(15 U.S.C. §1052(f), TMEP§1212 [Acquired Distinctiveness or
Secondary Meaning] )& D FfiEZ157-, 7ed5, ZOHA1E, HIFERGE A HFERTIZ 5
FELLEFEH LW 3235 2 (FEREIAS 2 25015 U.S.C. §1052(0) (e, fFEAIC K
Y R 2 AT LT RIS BT DR RN A 5.1 12BN TRER T %),

(3—4) YEZEEN) —XHLDOTHIHE ORI

AR BET 2 Tl, USPTO K ONMHFERFEADWT IO RROERE N Y —
AXHDTHHNENZE Y ZOHWNIZEDL LRV E LTWN5A,
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727120, #BBIOLANTCERT b0 E LT, B—0AWEMO X A4 bt LTERSN
TWAEEIL, FEEL L THELR2VWLEDOTHDLE LTHEMRONR LD
(TMEP§1202.08),

(3—5) ®Wnl I DOHEEDH|WHF
WA OFBEOHEWNE, HFEH Z25AE LD,

(3—6) R X VIR 2 LG OBk ATS
PAtEEER 2 S:(e)(1) (15 U.S.C. §1052(e)()IZi%YS 75 & LT, 4EMHH S @a S
e LTy, HEEAN, BZ2E U CHFER 5 LA EHFERE A fEH LTI, Mk
FERSEEASRA N 2 S L T D EFIR L, ZADRD NG, BEBARETH D
(Pt 2 2015 U.S.C. §1052(9),

(3—7) FRINLISOFEHERLH

HIFEPHEE DS - —DREWEM D X A MV UTE DO Th o556, Ptk s L THEEEL 7R
&S B CHEHE S 5 (BERRESS 1 5%, B 2 SRR UV 45 4:(15 U.S.C. §1051, 1052
K (1 1127), TMEP§1202.08),

RFM 725 & L TiL, Herbko Intl, Inc. v. Kappa Books, Inc., 308 F.3d 1156,
1162, 64 USPQ2d 1375, 1378 (Fed. Cir. 2002)%3% %,

ZiuZ, Herbko Intern., Inc. 73 [CROSSWORD COMPANION| #7271 AU —
RSZNV AT (7 0 AT — RHORMKE N Rl RT3, 2NN TSR LT
& Z A, Kappa Books, Inc. 3 [Fl~— 2 ([Z DWW TARIZOWTHRIHEH L TnD Z & D)
IRIFIO AT REMEZ ik L CHUE L 2RO 7T-HH Th 5, Z 0F5| T, Kappa Books I,
I AT — RINANVDERDZ A hvE LCRI~—27 ZEH L TWAH2S, Ziudtiprz
FRTHHDOTITRL, ptE L L TO/EM TR & LT Kappa IO ERITFED b
7o T, ZOFEHTIE, EFEO McCarthy <° In re Cooper D=5 % 5| FH L CTpais &
L CTRERE L TRV E OBLHIC DUV TRk L TV,

720, SRS EORAWEROB S Th 2561, FEMLOIRHIC I 0 Bk m]
RETH D,

(4) FEOVEE XTEEL DD DREDOFRATORHR
(4 —1) HEHEORTREMEGEHIIZE L)

USPTO KOHBAREEADWT Y, EREOIEE SUIEEL PR LR A R L
IeYre, SO REMN DD L LTWD, @O, AR E RS
mn SATHE ER T DR LR B 2 BICRER T2 b DO Th 256, MiFEES 2 &
(e)((U.S.C§1052()IZ L VS5 L DR BTz,

(4 —2) 1EEXIIFEEL ORLTEOREZ X 2B D2 o> A REM:
USPTO K OHFAREEADWT LY, HEREIAR D 1EA UIFBF L DAL TH D
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INENZ LT, I bbRneE LTn5,

2L, Zo%a b FENE-3) ERMRCS, HERGEEME I L0 kR 2 S LT
% B HBEANTET S Z LIk v a2 CE 258035 2 GalEESE 2 0005
U.S.C. §1052(H), TMEP§1212),

(4—3) FBISLIS N OSEHEFE
EEEDVEF W TEFZL DR AFEEICHONTIE, RS L [RBEOIEHEFI RN H 5
EDRENDH ST, T7bb, LT XD REHERENSH 5,

(a) PHEEL LTHEREL 220

PRSI SIVIAEE SUIEE A DIa DRGFRTE, PIEHER 1 2%, 55 2 RO 45
Z(U.S.C§§1051, 1052 KO 112DIZ L VS D, 7ods, (7)4RZHIBRRGED
OIEEICHEA SN TERY, £, () BRI BIC T L0 RIS AR OIE
FFEHEA 2T b O TIIRN T & 2R IR DREL A U755 B3 88k03 AT RE
Th 5 (LR 1.1QKVB-6)ZH),

(b) BEAGFT DEEOENUIREANEFTOIE LT A V) DERE R
DT, EBRXITES F [FE e < HE U2 5E8GEEESE 2 4015 U.S.C§§1052(c),
1052(f), 1091(a)), TMEP§1206), [HADT T A /R —RKUOVT Y 5 ¢ OMHeFlff#
DEFEIZL D,

Z OBFA T G K OB GREDOWTHUC bR GRE 95 Z LN TE R, £,
ADLFTE LTE, TAR—AETThel, Mok, 40K, fEfk, B4, A7
—AH LLITZ A PV, XI=y 7 X2 —LOWTHUCbEH S5,

RFEFEH & LTI, Inre First Draft, Inc., 76 U.S.P.Q. 2d 1183 (TTAB 2005)73%¢
FonTo, ZOEFIE, FI6HED (747 v a EEOT Y —X] ITONWTEHEEDON
VA3 —A5LToh5 [Fern Michael| Pt U7-HEEIZG 2fEH%4 Rk & LT TTAB
IR A T2EHICTH D, T 2T, LRIDNHEI/EE 2RI 72 TN EGEIELE LT
BERET 5 Z L) AR a7 W H 0, (EED HORIWEMIC DWW T DOREEZ D4
DRICEIL, TEENZOFEEATERELRDDLLIITR->TEY, —HOIEHRD
AT e UTHRMEE A58 L TV D X9 G Ale, FEXIIEEAZBRERT 52 &n
AIRECTH D LHIRL TV D,
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(5) BERHEH)

(5—1) BMGU(HATEN
<#1 415 U.S.C. §1051) *éxkHiFE ; &
<2 (15 U.8.C. §1052) Pk T8k
<% 45 %(15 U.S.C. §1127) >

et —

EKEF >
TG T DI ENTE D ; [AIRPEER >

BRHI725302o0 T, B L1WE S,

=52

(5 —2) BTy (HAGER
<TMEP§1202.8 B—{EfDZ A b/ >

The title, or a portion of a title, of a single
creative =~ work must be refused
registration under §§1, 2, and 45 of the
Trademark Act, 15 U.S.C. §§1051, 1052,
and 1127, unless the title has been used
on a series of creative works. The title of a
single creative work is not registrable on
either the Principal or Supplemental
Register. Herbko Intl, Inc. v. Kappa
Books, Inc., 308 F.3d 1156, 1162, 64
USPQ2d 1375, 1378 (Fed. Cir. 2002) ("the
title of a single book cannot serve as a
source identifier"); In re Cooper, 254 F.2d
611, 615-16, 117 USPQ 396, 400 (C.C.PA.
1958), cert. denied, 358 U.S. 840, 119
USPQ 501 (1958) ("A book title

1dentifies a specific literary work ... and is
not associated in the public mind with the
publisher, printer or bookseller...."); In re
Posthuma, 45 USPQ2d 2011 (TTAB 1998)
(holding the title of a live theater
production unregistrable); In re Hal
Leonard Publ'g Corp., 15 USPQ2d 1574
(TTAB  1990) (holding INSTANT
KEYBOARD, used on
Instruction books, unregistrable as the

as music

title of a single work); In re Appleby, 159
USPQ 126 (TTAB 1968) (holding the title

of single phonograph record, as

ZA MR —HOBWEMIZOWTEH &
N2> =580, B—0RIEM O ¥ A
MVXZ A SV O—E531E, 15 U.S.C.(E
ARERIES 15 %)§§1051, 1052 K1 1127,
PAREVED§81, 2 KON 45 (ZHD %, fEfix
N5, H—ESOZ A hViE, EEEEX
BB EIE DO WT I HBERTE 220,
2R : Register, Herbko Int’l %} Kappa
Books, Inc. >4, 308 F.3d 1156, 1162, 64
USPQ2d 1375, 1378 (Fed. Cir. 2002)( [Hi
—EBEOHX A MUVIE, HETOMRI1- L LT
Besrz72uN] ) 3 Cooper, 254 F.2d 611,
615-16, 117 USPQ 396, 400 (C.C.PA.
1958), cert. denied 358 U.S. 840, 119
USPQ 501 (1958) DF/R( [EFEDZ A b v
. FEEDOEEMZBAIL, . —RITIE
HHRCEER, FORIZES ST BT ES... &
FEOOIF 572\, ) ; Posthuma, 45
USPQ2d 2011 (TTAB 1998) DEHA(F A 7
T B — FEBES D Z A S VDEERTE
72N & & Z¥FF) ; Hal Leonard Publg
Corp., 15 USPQ2d 1574 (TTAB 1990) D=
PECRERBIEEE IRV CHEH SN S 1EE
(=—7)& LT INSTANT KEYBOARD
[TH—ERDOHZ A bLE LTREETE 20
Z L &FFF) ; Appleby, 159 USPQ 126
(TTAB 1968) DFHEM:( U —XinbikB S
HEVRE—DT ) T T T a—RKDH
A MUVITHEEE L TERELZWNWI L2 X
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distinguished from a series, does not

function as mark).

See TMEP §1301.02(d) regarding the
titles of radio and television programs.

£,

FIOFROT L EEMRIZOWTIEL,
TMEP§§1301.02(d) 2D = &

<1202.08(a)
D)NEEFR) >

What Constitutes a Single Creative Work(Be—DAWEM 2K T2 b

Single creative works include works in
which the content does not change,
whether that work is in printed, recorded,
or electronic form. Materials such as
books, sound recordings, downloadable
songs, downloadable ring  tones,
videocassettes, DVDs, audio CDs, and
films are usually single creative works.
Creative works that are serialized, 1.e.,
the mark identifies the entire work but
the work 1s issued in sections or chapters,
are still considered single creative works.
A theatrical performance is also a single
creative work, because the content of the
play, musical, opera, or similar production
does not significantly change from one
performance to another. In re Posthuma,
45 USPQ2d 2011, 2014 (TTAB 1998). A
cornerstone was considered a single
creative work in an application for
registration of FREEDOM STONE for
“puilding stones used as landmarks or
cornerstones,” where the record showed
that the proposed mark would identify
only one building stone used as a
landmark or cornerstone, to serve as the
cornerstone for the Freedom Tower that is
to be erected at the World Trade Center
site in New York City. In re Innovative

H—DAWEIE, FRl, Fod X 3E 1)
RIERETH D E VD T IR A <,
NEDEAL LI2VMERR Z BT, EFE, 8,
Zyoa— Rufgely o7, Xyra—R
AR AR ART 4, T4 By R,
DVD, #4—7 44 CD kY7 4 /L A%, 8
X, W0 ThbH, v —Xs
NIZBIWEY), T7ebb, 1EMERIMERIC
F o TRHI S 5 DMEEOE AT EDOTRAK
TRITESNDELTH-TH, B—DAIE
MeHirsng, £z, Blo EELE—O
BIVEMCH DN, TOHMIE, #HE,
— v, AT FEEE O EEEMRDS—
Bl B SBIOBEID EREICHNT TELL
T L0 Th D, &
Posthuma, 45 USPQ2d 2011, 2014(TTAB
1998), =2—F—A h—2(WEAIL, [ R
~—7(EE) X Fia—F—A =L LT
SN DEEWH OREENA | ZFEERSh
&9 % FREEDOM STONE O patasdsit
FAlZBWT, H—0RIEm & A s, £
DB NWT, =a2—3— 71D World
Trade Center (V—/L R FL— Rk &—)
IR SN D TED Freedom Tower(H Hi
OEYDT-D T v R~v— L Ta—F—2A
=2 & LTSN AME—DEEA %,
PR SNTAEED AT 5 & OFERI RS
-, BdEE : Innovative Cos., LLC., 88
USPQ2d 1095, 1102 (TTAB2008),

N
L
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Cos., LLC., 88 USPQ2d 1095, 1102 (TTAB
2008).

<1202.08(b)
L2V D) S EFR) >

What Does Not Constitute a Single Creative Work(B—DEIE#) 218

Generally, any creative work will not be
considered a single creative work if
evidence exists that it is part of a series

N3

(e.g., the work is labeled “volume 1,” “part
1, or “book 1”) or is a type of work in
which the content changes with each
issue or performance. For example, single
creative works do not include periodically
issued publications, such as magazines,
newsletters, comic books, comic strips,
guide books,

materials, because the content of these

and printed classroom

works changes with each issue.

A book with a second or subsequent
edition in which the content changes
significantly is not regarded as a single
creative work. For example, a statement
on the jacket cover that a cookbook is a
“new and revised” version would indicate
that it includes significant revisions.
However, a new edition issued to correct
typographical errors or that makes only
minor changes is not considered to be a
new work. Live performances by musical
bands, television and radio series, and
educational seminars are presumed to
change with each presentation and,
therefore, are not single creative works.

Computer software, computer games,

coloring books, and activity books are not

—RANZ, W DRIWEMY, Fhny
U —ZXD—#y B z0E, &1y, 13—k 1)
L <IE T 1) & ORG-S 1F
i) XATFRAT D705 L < 1E EEO TN
RNETHHDOTHD & ORI FIET

WE, H—0fWER L IXA I, B
21X, H—o0fWENE, THIMICRITSN
;FLEB‘D) 'A:Lb_‘x}/&b—) :I: /&ZIS) /X

i, A K77 ROHB S WA =ENE
B 30 I EBIRNC AT SN D BIT 2 &
FRVDTHLN, TOEBAIL, ThoD
TR DONENFEITSND TN 50
HTH D,

Wﬁﬁ%b<%m#éw
fRZ e D EEEL, BH—ORIEY & ITAe S
h@momzi,ﬂﬁﬁmfﬁb<&ﬂé
izl "=V a (RO THD Z LT ONTD
VX y b AAR— ORI, FORNEMN
WERUGT 2 &l L2 EWRT 5, LL,
AHFLARTIEL, XIS EE 2N 57

DITFAT ST e hiiE, F7ZeEdn &
L7 IR, K, TLERDT UF
DY —X, WRNZHEREIF—I2LD
SA4 7 FEIZ, LB TF—Taror-»®
BT HESH, Lo T, H—
DAEWEM & 1372 B 720,

2 RS IR D

A a—X /T Ny, T a—
K=, BB BAR KR ONEEIAIL, H—0
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treated as single creative works.

The examining attorney must determine
whether
significant based on any evidence in the

changes 1in content are
application or record. The examining
attorney may conduct additional research
using the applicant’s website, Internet
search engines, or Nexis® databases (and
enter a Note to the File in the record, if
appropriate). In addition, the examining
attorney may 1issue a request for

information under 37 C.FR. §2.61(b).

BVESL & U CITELY b avy,

FAEIL, HFESUIFEERICI T D5 0
DFHUZEESNT, NEDENRKE b
DTHDLINENEND Z &2l LT
X7 n7en, FBEEX, HEAOY =7
AN, A F—Fy MF—F= T T
NexisCEEkpaIE) 7 — ¥ _X— 2 & i L T
Doy ThiuE, 77 AT ONTD
— FEEEEX)ZEICRA L), 1B 78
HWEZITO b VEH, IBHIT, F/AE
REEAIE, 37 C.FR. §2.61(0)DHFED F T,
TEHEER R L TH LV,

<1202.08(c)
FV—3 U — XD (ZEER) >

Complete Title of the Work — Evidence of a Series{EfaD52272 % A

The name of a series of books or other
creative works may be registrable if it
serves to identify and distinguish the
source of the goods. An applicant must
submit evidence that the title is used on
at least two different creative works. In re
Arnold, 105 USPQ2d 1953, 1956 (TTAB
2013). A series is not established when
only the format of the work is changed,
that is, the same title used on a printed
version of a book and a recorded version
does not establish a series. See Mattel Inc.
v. Brainy Baby Co., 101 USPQ2d 1140,
1143 (TTAB 2011) (finding that a program
recorded on both a VHS tape and a DVD
were the same creative work, and that the
addition of minor enhancements in the
DVD did not transform this single work
into a series). Likewise, use of the title on
unabridged and abridged versions of the
same work, or on collateral goods such as

EHEUIZOMOBIEM D) — X D4
FRIZ, PSaOHTZ/#ER L, 2 omkbld 5
HHEREZTLOTHIUE, BETE D,
HFEANIE, #A b, i< td 2 50
FET DAWEMIC WS TWD Z & DFE
AR T DMEND D, 55 BE : Arnold,
105 USPQ2d 1953, 1956 (TTAB 2013), 1F
D7 A —~< v NEZTDBREHRIN, T78b
L, FEEOHIRMIZFE—% A FADBHNS
n, ZL RS nenN—Yarnyy—
REWESL L b X12iE, v U —X13kar
L 72\, Mattel Inc.%f Brainy Baby Co., 101
USPQ2d 1140, 1143 (TTAB 2011)(VHS 7
— 7 " DVD O FIliigks =7/

Z LIRE—DORWEMTH Y, H>> DVD 128
VT A 7 BEE OB I Y B & o

U —RZEZ 2o T2 W) EHE) DO F %
ZROZ L, FRRIZ, [F—FEmOIEHENE L
N—= g U RO S—2 3 &, AR
AB—, = (KM ), Ny T XET &~
FNZONWTDOZA MAVOEHAIE, VU —
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posters, mugs, bags, or t-shirts does not
establish a series.

For example, if an application for the
mark HOW TO RETIRE EARLY for
“books” 1s refused because the specimen
shows the mark used on a single creative
work, the applicant may submit copies of
other book covers showing use of the
mark HOW TO RETIRE EARLY and any
additional evidence to establish that the
book is published each year with different
content. It 1s not necessary to show that
the mark was used on the other works in
the series prior to the filing date of the
application or the allegation of wuse.
However, evidence that the applicant
intends to use the mark on a series is
insufficient.

Y AYADYAIANR

B ZIX, TEE ZfhEmms T 51E%E
HOW TO ENTIRE EARLY] D HFEAS,
Z OB B —ORIEMIAEH S L7 iE
FAERT E VWO EBT, S a5A1T,
HFE AT Y% E THOW TO ENTIRE
EARLY | OfEHZRTHIDT > 7 J1/3—D
av—b, ERENEITLICERDINAETH
RENTND Z & ZHesr3 20 52080
AEFLA TR LIS 5, YaZtEEDs, HEEOH
A H XX EHOBOR N> T, U —X
2B DMOIERICOWTER SN2 &
OB, Lo Len s, HFEA
DM A ) — Xt LT AR
M ChHDH I EDOFHTIE, RHoEid,

<1206 Refusal on Basis of Name, Portrait, or Signature of Particular Living
Individual or Deceased U.S. President Without Consent(GZEB & B TUW\RYY, AfFEF DK
EDEAXIIFEE LI ERERFHEDO KL G ), F— b L— MEBRXITBAITESE

HSEEF) >

(%)
No trademark by which the goods of the
applicant may be distinguished from the
shall be
registration on the principal register on
(©)

Consists of or comprises a name, portrait,

goods of others refused

account of its nature unless it ...

or signature identifying a particular living
individual except by his written consent,
or the name, signature, or portrait of a
deceased President of the United States
during the life of his widow, if any, except
by the written consent of the widow.

HHRE N O P b 2 N O RE L 2> BBl 3%
Z L ZFREICT DR, FOME 2B H
E LT, IFEREEICREET S Z LA S
N5 ZEiEipn, 1R, ZOREEN...T
HoHEEIT, ZORY TR, (o) AfFH
DRFEDENZRT AT, A— FL— &
LIFEBANDLRY, HHNEEHEATNT
EFHIC K DEABES TN E D, TSE
ELT-EREREEOKSL, "—FL—Fh
(E8) TBL TH-T, REABWIUT,
ZOREANDEFEL THDHIMIZEIT S
DThHhHZ L, 12721, REAOFEHmIZEL
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2(c) the
registration of these marks on either the

Section absolutely  bars
Principal Register or the Supplemental
Register. See 15 U.S.C. §§1052(c), 1052(f),

1091(a). (LA FI)

LG ?%TV\ZD%/EI\%%<Q

%2 KOIE, TNLOREEICOWT, &
BRI BB ERE DO W F B e
DL WA MICRINT S, 156 US.C.
§§1052(c), 1052(f), 1091(@)ZSHD = &,

(LU %)

<1209 Refusal on Basis of DescriptivenessGri

MEICEES R (BBR) >

15 U.S.C. §1052 (Extract)(#%)

Matter that “merely describes” the goods
or services on or in connection with which
it 1s used 1s not registrable on the
Principal Register. As noted in In re Abcor
Dev. Corp., 588 F.2d 811, 813, 200 USPQ
215, 217 (C.C.PA. 1978):

The major reasons for not protecting such
marks are: (1) to prevent the owner of a
mark from inhibiting competition in the
and (2) to
maintain freedom of the public to use the

sale of particular goods;

language involved, thus avoiding the
possibility of harassing infringement suits
by the registrant against others who use
the mark when advertising or describing
their own products.

HIFEN ORI A L < I — e RICHF L
T, XIIBE#E L THERINALAIL, £
S L <X —e R % THIZFERT % )
HOIE, FREREITRELTE 720, Abcor
Dev. Corp., 588 F.2d 811, 813, 200 USPQ
215, 217 (C.C.PA. 1978) DFE/FIZHWTIE
Y ARG N e

DX O BIEEZRE LW E S
%, MOLEEYTHD : (EEOHTHEDN
KrEDOPEMmOIRTEIZEBIT DA+ EE1ET %
DZEREES S 2 L RO R B 535
AERT L2 EORBEMERL, Ko7,
A NG L, XAFER ¥ 5 & S ITiEE
EREHT HMEICKT LT, BERE DN S
TOREFFLLREFTHI L, OWEEMEL

[EhEEd 5 Z &,
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2. 2 OHIM
HA4REEOETTHY, —HEENEOMEEZ RILAIL, TOEEDA h—
U—%ERT 5 L2058, 2085 s 2 EECHBW 28 E L CHET % &,
FRERGRn TR EXRB OB TRURIERE TH 0, TR s L ToMExZ A 72
We LT L 70D,

(1) RN ERHET 5 ptEE EOREIZ DN T
EREDOBEFIZOWTRHCHE LIZBUEIT 2V, LTe - T, EFEOMEZOMBIEIC
DNTIE, CTMR 5 4 &KL O% 7T FREO—HEN LfERGE & L TCELD,
IINHDOELITHONWTE, FRE2.200) EFEETH B,

(2) EFEOBED D72 DRI DN T OFERFLE EORHR

EEEDOBFIZHOWTIE, A FTA4 2 2.2.3 ITitles of Books| (Zit#inid 5, ZD
PEESITIE, FRabaIpEE(CTMR 265 7 5DOIZES T 5 6I0—2 & LTHEF BTV
Bo THEL A b=V —=XIIKRDZ A MIVDIRINSIRDEHRETEDOHNEE L THA h—
U — 3R E L5 pash XU & ORfRIZEBWT, CTMR % 7 £ X,
MSb, )l £V, EREOBENHEATH LG, M UIRE & OBIRIZEWCER
BIFIDI 2RI Z 3% A (CTMR 26 7 52(D(b), ZOBHIE, HDHA F—U—XF¥
A MR, BRI LSO TRICBEH LEND LD b &, #FE, TOXA bV
IEED—EIHAAEN, TOREDA h—U —LINDEKRE 72 872 12 D720 T
HoHELTWD,

el REE 72524 MDEEHEEZICIEFIC I <ML TEY, 7 opihX
(3% & DR CEDOF L BEONERH A MV ETRTHOLE LTSN TND
FORGAEITRV M E T _R&ETh D & bitdli s, BLE LT, [hRICb 7> T
MRS, <07 LERER;, BUlESEEZ8 U COERICE < OBIENEE L T\DH &
IRIRFETH D L LTS, BIELTUL, (Vo T LT R Te—F—Xr)] OXH7
A MVEZET TS,

(3) EFEOBBEND 72D REORA TORR
(3—1) #HiaDATRENE

HFERBEAIZ L D &, EEOBES LR HEEIZOWCHEERMmE 58 < [H]
Riln) L Li3a, #0720 E LT CTMR 7 QIS %, fHiL 725
Lanbs e LT,

BIZIL, Te—2 =R R [T LT, L UTR] I, Xu%, iR,
B EORGIICOWTREIEIC /2 V155, Lo, (B 21D ARSCHIE 2 BT 2 pédn X
FEBIMEH SN GE, =2 — ) R [T L7 1220, ZILbD4
MROSBAMILZ E OWIREE Db D 2 HE B ITE S5 HREICTE R,
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(83 —2) AL e DHEm M U ERTS
HHRAMRERA O AR JAUE, B2 e E L CTHER SN D606 2 pfish X34k
BIILTDLEY) TH D,
B EoM ErHEY, (X —Fy FEFHLTRIEL, KOREFETDZ L
PNTE LB T 7 A SEEHET AT 4 A7 ROET AT —7
W E 1600 EEE, B - MESEOEHITITY, SR, ERg
W 410 BRSO

(3—3) FEOEZSOHAAVEORRIEIZ X 5 HWrDZ Lo Alhett:
HFEAREEANIC L D &, AAREROBSICE L TR L R REMR DD & LTE
D, A4 TR, HEENZDZA M EFEREONE L ZBEMT 5 2 L3nd D
RGANE, BERBATEETSH D,

(3—4) MYFTLEEN ) —XHLDOTHIHHEOEIHR
OHIM K OHFEMRFEADWT I, EEEN S ) — XD TH DG L0 HW
PTALLRNE LT,

(3—05) RIS DA DKW
HFA45(1.2(3-4) L [FRETH 5,

(3 —6) R X VRIS LToE OBERAI&
RO GO DL, PaiSUIBE & OBUR TRHBI) DI WEREIZHT- 57
W, TTCICHEHAINTEY, BRINSGHEIIMEZEEG LT D 2 & R rudsstd
HZENTEALICTMR E 7503), 727121, HDHEENIEFICAEL 72D, %L
DOHBEEDEE LT D X9 G811, Y41 MUTZEONREZ R TICTET, H
T ERE A A S LRl s s,

(3—7) RIS DKL
VW AR AIREEE(CTMR &5 7 52D ST 235805 5, £7-, BEfih b
72575, FARTHHEMFEH(CTMR 26 8 IS T 5580 H 5,

(4) FREOME UTEEL D> D72 DRAEORA TORR
(4—1) FEHEOATREME
OHIM K OHBREEADOWT IS, (EALUIHF L LR ORRE, SREETE
ERh & LTHBR LIS, @O0 2 & 2Bl L 20560855 L LT
WD,

(4 —2) 1FEXIIELL ORLTEOREZ X 2O 2 o> AT REM:
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OHIM K OHFERFEADWT G, 1EE XITEE DAL L > Tl 35872 572

WE LTS,

(4—6) FAISILIA O EFE R
OHIM K OHFERFEADOWT LY,

(5) BRHESH)

A I LIS OFEAERE I T2V E I LTV D,

CTMR % 4 S} O 7 50 @06 (@) L ORI HOWTIE, Bt 1.20) 251,

<PHEREBEH A KT A > 2.2.8 Titles of books(ELED Z A ~L)>

Trade marks consisting solely of a famous
story or book title may be non-distinctive
under Article 7(1)(b) in relation to goods
and services which could have that story
as their subject matter. The reason for
this is that certain stories (or their titles)
have become so long established and well
known that they have ‘entered into the
language’ and are incapable of being
ascribed any meaning other than that of a
particular story.

For example ‘Peter Pan’ or ‘Cinderella’ or
‘The Iliad’ are perfectly capable of being
distinctive trade marks for (e.g.) paint,
clothing or pencils. However, they are
incapable of performing a distinctive role
in relation to (e.g.) books or films because
consumers will simply think that these
goods refer to the story of Peter Pan or
Cinderella, this being the only meaning of
the terms concerned.

Objections should only be raised in such
cases where the title in question is famous
enough to be truly well known to the

EL TR ATEFED X A VDI
ORI, UEMEEE RS E LTAL
BHEME O —ERICEALT, B 7 &
DOOHFED FT, @RISR E HTe S
g5, TOBEEIL, FIEDFELWRE(CL
IXZNODOX A NWVITEMIZHT - TS
S, [ZOEWVELEBITRITIAA T
A ENTWT, o8 & 1350
EEREWEZEIMZD Z ERRAEERD
DTHDHDOTH D,

Bz 1E, [e—%— X (Peter Pan)| L
<1 v o5 L F(Cinderella)] XiE 1V
7w R(The Iliad) ] %, (BlZIR~21 > hEE
H), FFEEUIEORIMICONT, BRI
R DBHDEHRETH D, L LR D,
ZnlE, BB T 7 4 VAL
TITFRIT D Re 2 - 2 L AR ATREZR
DTHDHN, TOEEE, ZHD5OMEMLN
B — NIV T VT OWYREICE S
T 52 L EBHBENPRLHITENO LT
720, O L HPEERFEOME—DOEK
LT ThHD,

RARE L 72D 2 A RV Y DOIEE A I L
STEIZJFMENDDIZT5H1TE L ICEL
Thb, £7-, EENPENV—EADHET
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relevant consumer and where the mark
can be perceived in the context of the
goods/services as primarily signifying a
famous story or book title. A finding of
non-distinctiveness in this regard will be
more likely where it can be shown that a
large number of published versions of the
story have appeared and/or where there
have been numerous television, theatre
and film adaptations reaching a wide

audience.

Depending on the nature of the mark in
question, an objection may be taken in
relation to printed matters, films,
recordings, plays and shows (this is not an

exhaustive list).

R TRESUTEREDO X A MVEE —ICE
THLOELTROOLNDLZENTEDHEN
9 KO 7L AITIE, BB RE S D
ITTTHD, DRI HOWTERBITID3 720
EVN DI, MIRED ZERDRRAMEIZ T
ETCNDLZEETRT ZENTE LA,
WX, RERHRIC A ST LY, VT
— KT 4 )V BDOZE DA ET D X
IR0, —BEHVIEDLZ LI
725,

AREOIEEOMERE T, HiY, 7«
IV, FRER, EBINR O 3 —(Ziubid,
BER Y A R TIEZRUVIICBRE L C, fEffFE
MR S5,
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2. 3 KH
EREOBTIY, BHEMCEEONEEZTRT L0 RAHO%E, KOELREWEDF
¥ T 7 X —NFA =V =D TH-T, EYRREL TNDHDIZONTIE, M
IR OB RTHOTH Y, #BIIRRnE LTHEfES, Zo%s, B
Mo & 722 DR LTS IE, EFECHIRI IR DT, e ed A h—1U —(ZBdHd
LR E bR OR R L2 5,

(1) FAUIICBERES 2 pafih EOBEIZ OV T
EEEOB A OV CRRCIARE L72paiEik EOBEIT R, Lz~ T, EfEO# S
DOFRBIPEIZOWTIE, PAREES 1 SOV 3 S5 0—RE B IERGR & L CE N
50
INBOELTHWNWTE, ERE 1.3 EFERTH S,

(2) EEFEOEF) B2 DI OV T OFFAFEE EO R
FEREOESIZOWVWTIX, MEEFEAT A Fo FAMOUS FICTIONAL
CHARACTERS/STORIES| Zit#in d 5, PAERATA N2k b &, AARANE
DX % T 7 X —XFA M=V —DEHHFTH-> CTEHREEZEL TEXH00L <M
NTNDHEIREDIE, A=V —F ¥ 77X —D4RTE LTEfEINLE L, 2
MBI UIRBEORHEEZF T 50O THY, FEEES 3 Kb LI LY iE
MOXIER L0 5,

(3) EFEOEZMNG 72D EIEDORA CORH
(3—1) fHAEDATRENE
SEE T R OHBEARFLA OV NG, BEEOHESICHOWTHEEHEMmE [EEE <
TER) ) 2 & L7236, s8BIN03 v & U CRREESE 3 SR(DM) LIS %, 1
Ml 72D aNHHE LTS,

Z AU, BFEO-E T B2 DRSPS IR O FHERNA 2~ T b DI T &7,
BHPESFRR N2 A LW THIEZ LN TWDHT=OThHD, FHIHEINIZA L
RNEEZ BITWDLDIX, BARANEX ¥ 727 #—KOA =1 —DA4FRTH-> T,
R —HEFITREL TN D LD TH D (FEEEAE T A N [Famous Fictional
Character/Stories] )

72k, fHHE L 2R HFEERGS TR ERBEOFAIL, HESN-EEE L TOELED
D, TOEEONERCX Y T/ X=X L TED LD I A A—T % —fRIEEE N
TN RV R D LIREND, Bz, BLRWETHD [ oFLT ] Of
B, EEICOVWTILDHAATHDIN, TSN EAAIWIRETICBW CRERE
P LTWEY, KBICT Y B R ERoT-0 L2 &0, fHESe, it 4
FRE LT L) RGE bHBNN 2N ET2HRTEEH SN T D (EEEEY A K [FH
B
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(3—2) fEHaL 70 D HEER ML ST ERES
BEERFFIT M ONEREAERA O BARIC LAUZE, kB0 n s LT S o 85Aa
B DR UIEBIZLL T DO LB TH 5,
B EoME  EHEY
B F16%E : EfE

FERFFITIY, ERELAME, O (Ao X—%y FEFIH L TREL, KOYRTF
THZEMTEDLWNRT 7 AV SBEHRET AT 4 A7 KOCT AT —7 ) O[5
4158 TEHOTRL ), FReER®H b0 & LTE 41 NEE) e LI5S
e L 22 AN HD E LTS,

—J5C, HFEREALY, FEoO 2 oLANT, #5165 TE, MEEEo @iy,
e, EREL) ZHEE LTSS, SR 05E0NH0 L LTND,

ED LD 7S NEME L 72 DONTHONWTE, FERIC EORE YL EENG4 TH
LHnEWoSTRBUC X 0 B, BlxiE, T8E), TRWR2EE], [7 32O HFL,
[AfR] DX )iz, RANEmME o= EBEDOESIZHOWTE, HeFRrRT 5
DOTIH72<, FEEMOH K(artistic origin) Z7~d & LT, BEkT DI LIXTEARN,

LU, HERHZEENHE VLN TE LT, IHRATTH S &L 9 285813,
G NEREONE &L Z LN TE WD, EEPNEEDHDERT L7
O ONLGELSMNT, BEkE DR E VY, BIAIE TN — - Ry =LA
TLy b RN — Ry Z—LBEEDL] 758 ORWER R ES 1388k L 725 T
PERE, WHZBEED THOU A R Wolz X9 RIGE, EBEOHNEZRLTWD &
B2 ONDHT, il 72 D ATREMED EV Y,

(3—3) FFEOBESDOALTEDREET K 2B DZEA LD " REM:

RERFRFTIE, FEEOBSNAL TROGS, EiShianeii~Tns, pEiEdE
BEIA FICHRESNTWDH X DI, HEETIE, AL THIIIEHER I IEROESE
HATFRRE LTUIRER L RN EZZ BN TN DT, EFEOESHHRRA TR ED X D
(BN TR LT, HEENEFEDOBE S L WA & 2 BEAN T TR L7220 K D 7058,
BIRE T2 DT NE VR D,

HFERFEALL, ZEOBES L L GERRINTWAESZHTEE L, ZONEH4)
ENTHRERIZERER BN E R TUN 5,

(3—4) YULEEN VY —XbDTHLH5E DEH

FERFFT R OHBREEAOWTR G, EENR Y Y =5 D TH LGNS L 0¥
WrdZ b L7 e LT,
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(3—05) FkBIFIOAEEDH| K
HFERECdh 5,

(3 - 6) FEAICEVHRINZHES LT 58 OB R
PAtEER 8 SR(DEEIC L D &, Ptk 3 (D)D) XU (WZEEYS 3 D RFHEIZ DU T
1, HFERT D ORI L0 BMEERNZ2E L0, BENFRETH D, -
2L, BAICRDIEE, REMNEOBRTHBININ 2V E SN ATREERE < 72 D
EEZLNTWATZD, HIZELA THDIET T IS DORESII OV T OB SR IR
ThdEEZBND,

7o, FEOARICE ST, #BIAN N E SNDRNEITRR D, 2L 20E, v
Y =By s AR—AX] Y, B BEEICOWTUIREBIN R LB bND, —
RPN, BHESNT-EEOBESOX v 7 7 4 —04FNE, Hl#)(printed matter),
BE, 74F%27, B, €74, 7LETRSIA, HEXIITa—, Bbbe,
Ny Y, GAFa2—LNFEIZOWTHINDIB RN ELLN TN D (FEEETA R
[Famous Fictional Characters/Stories] ), L»L, > T7 V7] oA, HEAH
7V —=2 785 Kk, ~7, W77, EFEEICOWTEL, HIZRIAZDOH D
HEF ORISR LA AR T D720 26 O S 2B 2 b, HPTk
BEERCIX 2 nE LT E 725 (FIEEAE T A K [FB),

(3—7) RIS DKL
SCREMERFE I K DARXT 72 BRI X 2 S0 & 5 (1994 HEpsiysas 5 4k, CTMR 2
850, FAMF CIIARRIH 72 IR IOV TR L7220,

(4) TEOIEE XITEEL DT D BREOHFA TORR
(4—1) $EMEOATRENE
FEERFTIE, FEXHMEEOALRNL, (ERONEEZRTHO & ITBFEg I 7
Wz, fERE SIS ATREMEIER W E DRIETH D03, HEEREAL, KTA% LRk
2, —RARTCHD LD WRGEEBET DL, HlRINLREERH D & LT
%,

(4 —2) 1EEXIIEEL ORLTEOREZ X 2B o2 o> AT aErE
HFEARBLANIZ L D &, (FETEFADAL ThIULE, EHREEE R Z N DD
Hi% B DR TR R~ T D L L TRT 2598, ZILH DARNTOWTILTH
2B A A =%+ U T (mere image carries) ] X% [E %D L 5 L (Badge of
Allegiance)| &IFEMRI N2, HHfE 13700120 E LTINS,

(4 —3) Wl HLISOIEHEEEH

SCFEMERZE | KX DA 2 BRI K D 53 & 5 (1994 AEpaisisss 5 45, CTM M
R 8 50), AR CIIARRIAY 2 EFE R IZ W IR L7,
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(5) BEHGEG)

<PEFEIESR 142>, <PAREIESS 35>, <MW A VA K Famous Names™>|(Z-DOU T

X B2 1.36) 22,

<PEIESRE A R Famous Fictional Characters/StoriesCEL RBWED X ¥ 5 7 Z—/

WiiE) (BB >

1 Names of well known fictional stories or
characters

The names of fictional characters/stories
may be accepted prima facie for any
goods/services provided that they are
likely to be taken as a sign indicating the
goods/services of one trader. See the
Tarzan case 1970 RPC 450 for useful
guidance.

If the name in question is both long
established and well known it may have
passed into the language. In that case its
primary signification is likely to be viewed
as the name of the story/character
concerned. In such instances, the name
should be regarded as a sign which may
serve in trade to designate a characteristic
of the
story/character concerned and objection
should be raised under sections 3(1)(b) &

(¢) of the Act.

goods/services featuring

If it appears that other traders had
become accustomed to using the name in
trade without the applicant’s consent (e.g.
in relation to printed matter or films)
prior to the date of application, the
examiner should also raise an objection
under section 3(1)(d) of the Act on the
ground that the mark has become
the bona fide and

customary in

1. JARORWEOYREX IIx* 77 ¥ —
BWEDX v T 7 X —IWEOLFNE, Wi
BB —E AR LTY, A6 1
5 DRI G| DR/ T — B 2787 i &
705 AEEMEDE VG EIZIT, R LSS
5T, BibshiGs, BRehA XA
DIz, Tarzan(¥ —%>)1970 RPC 450
DOFEMESROZ L,

AR DA DR o7z > TORELDD
RO F IS T DAL, SR
IIE5E L LR LNED, Z2DGE, £
DF 1 DEKE LT, BE5T2WEE*v 7
7B —DE4FE L THRLNDE AN D,
DX DG, YA PNE, BBV
T, BT 2R8I v T 7 X —EFHEOT
2 Rt/ — B AR EZ R 701 NL D
BHMER e 7 S, £ LC, fEHERLHIX
PAREIEDE 3 5:(1D)(b) K U DU VT
SNDH LI D,

Z OMOEEL OEGIZEE D, BBl
W, HFEOHFE B 24872 - Tz, Ff
R SL 7 4 VB L OHBEAC X 538
Al A2 T TICYA AT 2 OIER
TND LA LNDLEITIE, FBEED,
TR SEEICERANIZZRY, oOREI0E
FBAERNT ALl EEBHE L
T, PR 3 (D DIFED T CHEffEE
HE2ErTHE 012705,
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established language of the trade.

For example, SHERLOCK HOLMES is a
name that has been used by many traders
over the years in order to describe a story
and a character who appears therein. No
one these days would expect all material
bearing this name to originate from
Conan Doyle or his estate. In these
circumstances the name of the character
1s devoid of any distinctive character and
descriptive of books, films etc. featuring
that character. In other cases, such as
SPIDERMAN, where the name appears
to have been used by one party as a trade
mark for magazines, the name may be
capable of identifying the goods of one
trader notwithstanding that it is also the
name of a well known fictional character.
The question of who coined the name is
not decisive if it has subsequently come to
be seen purely as the name of a
character/story. Similarly, the question of
whether the applicant has copyright or
some other exclusive right to publish the
printed material commonly associated
with the title/character concerned is not of
itself decisive. The question is whether
the sign is likely to be taken as a badge of
origin.

Where it appears that the fictional name
applied for is unable to distinguish the
of the
application is likely to face objections
under section 3(1)(b) & (c¢) of the Act.
Depending upon the nature of the mark in

goods/services one trader

question, this objection may be taken in

respect of printed matter; posters;

% %21%, SHERLOCK HOLMES %, ¥
FEN ONF O TOX Y T 7 4 —Z ikt
L1202, EFEICDE->T, Z2HOpEsE|
FREIZL o THERENTE A4 TH D,
YL EL LTS DT XTH Conan
Doyle(zF> « RA LK) X3k OEPEICH
KLTWDHZ EEEZDHIT, YTt
B2, ZNHDIRBUZBNT, ¥y T
7 2 —DAHFNE, FEEE RO 5 EEE,
T A IV DT E O S DO RERISEENE K O
Gk & RO TUW D, SPIDERMAN @ X 9
72, BMDHEEDOREIE L LTh HHRIZE
STHEASN TV ERRENDBOEE
TIL, YA, BEmRAExXY 77 4
—DEHTHHDH Z LITIEBRRL, 5
FEES | O AT CE D LD TH V5
Do UHAHENEY H LB ORI, %
HIZ, ¥x 77 X —IWREOLFRE Ul
ICHHEND LIRS T-DOTHIUE, ER
Ti37e< 705, [FERIZ, AR, BE57
HEA MVIFY T 74— L E AR L
TZEIRI 2 34T 512012, EEHE L%
DL DL D DHEAMAIMER 24 2 7>
VO, FREMAERTE Y, 3
BT, EERAHFTO LS LGEEE) & A s
DINEINEWND T T DD,

HFE S V= 2218 O£ R & D Rais |
DPAEH Y —E A EFHHITE W Bl Sh
HDIENTIE, Bk L, PRI 3 5:(D D)
K ONQDOBFED T C, fEHIREICEmT 5
AREMES B, AREOIE R OMEIREE T,
fEREPREE, FORY ; RAZ—  BH ;7
AFX2TUMP ; 74 0b BT TLE
FAl; HEE O a—DF—H=F— 37
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photographs; figurines; films; videos; TV
programs; organisation of plays and
shows; toys, badges and fancy dress

costumes (this is not an exhaustive list).

Further, the use of well known and long
established childrens)
fictional characters, such as

CINDERELLA, on goods such as personal
cleaning products (soap, bubble bath),

(particularly

clothing, mugs, tooth brushes, jewellery,
etc., may be seen as purely for the purpose
of attracting potential customers, rather
than trade mark use. Accordingly, marks
such as CINDERELLA are open to
objection under section 3(1)(b)& (c) of the
Act in respect of these goods also.

In deciding whether a fictional character
1s ‘well known and long established’ to the
extent that it has entered the language,
care should be taken to avoid taking into
account the applicant’s own efforts to
promote the name after the date of
application. On the other hand, if the
name 1n question had entered the
language prior to the date of application,
subsequent concerted promotional activity
by the applicant should not benefit the
applicant even if it has brought about a
temporary high level of association with

the applicant.

RAD ; BrE, Ny UK OEa AT 2 —
LB, AFERNY A RN TIEZRVIICEE L
TR IS5,

61, ARG CaER, T L
RR), KARE, ~7, W7 T, FAHE,
72 8 DFGEIZHOWT, CINDERELLA O X
5 7¢, FRCHI-blcL->QFEm T, £l
WOl THENL SN2 LD v T 7 ¥
— & T D2 LI, EEOfMA SV X
Dhie LA, BENREEEZEEOTD
TeoDHDE LT, MBI 5 e
Né 5, k-7T, CILDERELLA O X 97
TEIX, FNOOFEMICIONT S, FIEE
% 3 (D) L) DIFFED T COHHEERH
WXL TCA—T 2 TH D,

BIEENT=F T 7 X =0, SiELLT
WOOLND LI HRREE T [EMT,
PORMICODI > THENLSNTWD | G
MEWND ZE T HICHTo o T, M
FAD HRE A LIRSS 5% % ¢ 7 7 Z — DA
ZE VAT ODOHEANBHIZ L D585 1%
BT DDERT D Z ETIEEN DD
RETHD, fi)i, REOLFRH HEED H
FAHIZHETE T, Sik& LTHONLEND &
INZle o T AITlE, HEEANICL A% H D
BEEE(E TR EN L, RIS —REAIZ B 7 I
NEDEEEZ - 63 LT, HFEAANC
LS THHMEIF R B0,
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2. 4 KAV
EREORTEN SR L2 W L2356, FREms UIFEE R & ORfR THhqé
ETRDAREMNA S D, L, FEMOEEICZS T 57290, TG EDFoR] L LT

RS o,

(1) RN EHET 5 ptEE EOHIEIZ DN T
BEEDOBFICOWTHRHCIHEE LIEREIT 2, LR - TC, EBEOBEBORBINEC
DUWNTIE, PHERIES 8 LU 8 D —MHED DIEGR & L T8N D,
IINHDOELITHOWTE, FEE1.400) EREETH B,

7B, EEEMORER) 1L, BE| EoFoRE LTR#ESND EHESITE Y (FHIE
W 5 5 1 H), ZOEEMOREE LT TEIR, BUEifES, S80EN, BT
O Z AL IR S T DR OAFUTFR 2o~ FEEER 5 R5F 3 T ThH Ll
ESNTWD,

(2) EBEEOB GG 72 DREIEIZ DU T OFFEFEE EOEHR
FAHAETIY, BEOBESICET IR 570,

(3) EFEOBEZN D725 RO CORR
(3—1) fEHOFHEM:
DPMA Kk OHHFEREEADOWT LG, FEFEOMSIZOWTHERLZ [FHEE) < [H]
Rl & U236, B0 & UCRiEIES 8 4555 2 TH(DIZ S &, il 7n
%HELTW5,

RAIZBNTIE, BEOBEFICHOWTE, TOZENEL LD L, HEET,
EREOBES L TONE L ZBEMT GERTHE L, 20X )BT EmEEE L, R
Fill)<o R BERE O P i IR DWW CHIFE L T, TR RRER A S e LT
ARSI & L CRERE 8 S 2 THIC L 0 e & 720 D,

(3 —2) 4Eit & 2D HRER M IR ERS
DPMA K OHREREEA D RARIZ L AUE, B2 LTEESH D SE 01 9 5
PR SUIRBITA T O LB D TH D,
B 9 EFHIW, =y FEFIILTREL, KORFTSHZ
EISTEDWIBT 7 AV BBFEHRET AT 4 A7 RO ET AT =7
W OF 160 EHEE, O - MESSHOEHITITY, B, ARkl
W F 418 E R ORML

%72, DPMA (3, TEFEOHRRI, T2 T A A2 X HET-EFE R OB FHEEE DR
o TEIRA) &0 9 B CERBERII A CBIE T 5 b O % 495 & LTV D,

99



(38— 3) BEOBSOHAPEDRIC L5 HIBTOL Lo ThEN:
DPMA R OHIBHELA OV T b, BHEOR B2 OWERH TR E S 7
S, WA D ORI & BEEOPA & & B R S LITE A <,
U A MO LV KO IRHHFTE 27T b0 LRI B 72, BT
TiD, L, BEOEBSEEL LR, HRENTOPE LS L BT
BT 5 & 510 10, UBBAL, HIRORRE L CHRMS AR R D10,
FHESNDT59 £ LTS,

Z 2T, DPMA KOHFEREEADOWT IS, /NDF v T 7 X — D42 EFEBR
W 2 45 U 7o RS R S AU 7@ e i BT C O Rl 2 8 LT %
(BGH 2003, 342 - Winnetow), Winnetou] I%, Karl May 2EV2AKDFANADL
BICHY, ZOKRE KAV TRRALET—ERo280OTHD, #FHHPML, Eitd
[FEROHEEH D, ZOFENAOLARANE, HiTEaFord ofiEa A ST, piEs LT
T D DI L TWRW EHPR LTz,

(3—4) MFTLEEN ) —ZHLDOTH 55 ORI
DPMA K ONMFESFRA DV, BEEN S Y — X8 D THHEDT L 0 HEHE
B LRnE LT 5D,

(3 —5) #kBIFIDOHBEDH| KT
PR 1.46-9) LR TH D,

(3—6) FHHICX VIR ZES LS8 OBEE &

DPMA Kk OMHREREEADWT LS, FEEO-E SO0 558, A XY Hrz

FRTAHLO L UTHRI) 2 L CniuE, B35 2 L IXReCh 5 (FEyss 8
KE3EELTND,

(3—7) #RILISOFEHEEL
DPMA I, fthoofEfEERH & LT, PHEER 8 554 2 TH(Q) Gk mIpiiD) 2 241 Tk 0,
HIFERCER ALY, POREEESE 8 4505 2 TN 2 C, PatEiass 8 5500 2 (W (WWE, JFpE
HDFEEEFER), FI(10)(EE (bad faith) i & % HFE) 22607 T\ 5,

(4) FEEOVEE XIEEL DD DREDOFRATORHR
(4—1) fEAEOATREM:
DPMA KO RELA DWW, (EE A SUTFH LB 70 % il 2 B RS e
Pidh & L CHIBE L7256, #0200 2 & 2 BRI RatiiEss 8 &4 2 (DI L V4R
Mol R DGR 5 L LT D,

(4 —2) 1EEXIIEEL ORLTEOREZ X 2B D2 o> AT REM:
DPMA K OHREEADOWT Y, 1EEA UIEFBLDAL TROWEGS, itsh
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RN E LTS, TEEL UTEBEL DAL TRWEATE, BEERICB O CHTEZE
RTHEDE LTHIEINDD, 1EEA XIIFELNEL THAILEIL, Zilb04
i, TEE IR OEM UIERESMT 20 LTHEEL, A RE LCIX

BRELBRNWEZZBNLT-0TH D,

(4 —3) RIS OIEHEELH
HREMREEA Y, ol & LT, Parmikss 8 456 2 THQQ) Gk mIpars), psEis

8 1 HWAGY, FAEMOMEF N, F(10)CEE (bad faith) (2 X 2 HFE) 2280 F
TWb,
(5) ERHEER)
PEREVEE 8 S OV 8 SOV T, R 1.44) 2B R
PERESREATELUE 5.1 |2V T, iR 1.4 2SR

101



2. 5 HH
PETIE, BEOEZIZOWT D, MR TRWIRY, kB2 & R
HICE DS 137269, T THEFREFEREEZEL, UIZDOMOFERFE
ZRIFTHO) TidZel, FATREE L OBRUR TR SUIFELLO & O 2T FUTE Sk &
725,

(1) FRIINCBRHET 5 ptEE EOBEIZ DN T

PARETE R = IRMOE PR E 2 Bt e) R OGRS g b, ERE DS H IOV TEE
ICHHRE L7EBUE IR, F 7, EEEOEE N D72 DS ORGRE 2L LT 2 HE D 720,

FRBIINCREET A LTI, BIEES 11 B3 bn b, EEO- S, s
AR 72 3R e ECEBENNCE ONRZ /R T X 9 723568103, FEER 11 050
AENn5, FtEEs 11 50T, BT 2R TEXRWERE LT, () TORELD
WSROI, T, HKETE T2 AT 560, (2) BITRELOSE, FEEMEL, HhEE,
Mg, EE, BEKOEOMORHEEEHERR LT ER0nb 0, (5) BEERFHE
IZRITFHHD, ZHELTND, ZBINLOREICEYT HEETH-TH, HA
IR VBERREER L, D OBZITHAFTRER O L e o 1235508, e LT
P 5 Z & DNTE D (PEIES 11 555 2 1),

F2, METERERFERELEL, UITOMOAEREEL KFTH 0] EIT70E
PG 10 2555 1 THONZFZ 4T 250 0\ E S,

2T, BATRAEIESS 31 4C8 —IRAGEIES 32 RNTHBWT, [RaEseko HFEIL,
fDFE DFHEOHRZ2HE LTI b, toOFEOBIEH L TWA—EDRESDH %
PR A NIER PR RIS T A2 LTI bR, ) EHESNTEY liED
SeOMER]) \ITERREN S TN 2 GalEsREANE = 3.1), 207w, MRlindrE
FEOBBIZHOWTEEEN RO DL, B OROMRZETHZ L L0, Bk
SIFEBUHEOR G L 72 5,

(2) EEEOBZID 2D PEREIZ DOV T OFFAHYE EORE
EEEOBEAZIIOWTE, PR AMESR 4y +0V2 (ZRREN D5, PEiERa L

YeF—oy OO, e L CEACERVEGRE LT EaEROEE, RE%
EL, ITOMAFBRIIKTHHD] O—ob LT IAROERAKZ LT
LD ZHIRT D, PEEEAIEER S 002 T, [EEEEREEnE 15,
TN DI TWDEREOLFR) HET LN TEY, WL T Tlck<ambi
TWHEEEDOE SRS TN D,

EEEDBFIZHOWTE A X A HENMEf Sl L LT T4l 2355, pE
A TaiEME) % THESCEMTIITY), Fii%E) [ W CTHES=E 2 A, Z0D4
PRaE R ERaim A L E, AREFRE LTV E LTOBRERE R D72 o 728,

3 [EpaEHEE TR R~ = = 7 /L 2009 4EE TSR, 117 B, JETRO, URL :
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BUTRAFEES 11 SRCBI UC, TBEE/R ) &1L, TREEICiE 2 2 iudre Hre
VY, BEARIZPEM O T2 0GR S AR AV D | & L ERE R A LS
gy =, BIRRERN), BUCHRERSMONAZEREFORT 2 OO E LT NEHEZE] (E
ERL T 4 A7, arvta—2y7 by T HWEERR), WikiE) GeErai : =
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R, W FEZEREFORT L2508 LT T (BERE : 206, ZFEHR (EiE
FASLESE oy =, BIRMRIR, 4)%Z T T\5,
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FHREIBER S VT SUTE i S D,
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2L, EEROBES IR CEIRHEEDIREL T HI2I1E, Z O ITIMAINEDFE
DONDHUERD D, FHICTFRHETH L5A1E, 355 B2 A MVRRITEIED &
BHEREIND Z LIIREETH D4,

ZDT8, FWHIWEE WD BLENDITEFEOB ST 5 Z LITRETH Y, £,
REB BRI RIS B iuE M NOBEFORER] | 1253 LW GaR
2L DD, EFEOBFIE, £< DAV D AFERII LIRWER Y 138N
ARETH D LW 2D,

(3) EFEOHBMND 25 REOHFKA TORRN

(3—1) fEMaDFIHEME
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() & L CTHIBIANN N EABEH E LT 13726720 E LT,
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% H D)DK 9 724 CTH DAL, MBI E LT L 72 5 (L
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103



WEA D & HFEREL TR RTUV D),
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(3—2) fEiftL 70 HEEERE X TFEERE
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Frn UIRERB 2N E LT D,

(3—3) EBEOBESOALYEDORLEZ L 52 Lo FTRENE
HEREE R L OHRBEREEAOWT Y, FREED X 918, EEOB S22 5 P,
RN I EERB E LTTEf L 13 b E LTS T2, EEOBEOR4
PEORREEIZ L 0 EMHIZ (L L2V E LTnD,

(3—4) YUZEHENTY =X DO ThDHYE DR
HREPIE R M OB O W, ERRd X 512, BEOBEZ G225 T,
RSN TN LB E LTI 1T D0 e LTS T, EEN T Y —XL
DT DDA IV HIWITZEE L7220,

(3—15) A DA DY Wiy
FEFRNC & 0 R & 1845 U = B R R Ml o > T IS 2 HIT 2 & &3, 19k
HRF RT3 D HE5RIRAR ) 2N ERHE & 70 2 (PR BRALE 2B\ 6),

(3—6) AT X VBRI ZHES LTG5 OB AR
HEPEE R L OHREREAOWT Y, FREo Xk Hiz, s idasrne snT
BY, FEEOHESNORLMEELHE LGS, MAOBSHEEZE L2V XIINFR
BRI LR WD BR D 1B R RE T H D,

(3 —7) RBITIAOHHHEH
FPIERSER L OB O WSS, BUTRHERIER 10 545 1 HHO) R OVFEH 31
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tADRL ZETEEBEXON, ZOGGIIMMADORAHERET 2B TNRH5
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T, THEBERIE, PR TR R K OFpIRET 0D, PEAEROR
wen TR, TR, K OfFEmzERRLTRY, B=A00EE 15 - F -k 21k
LIzl 25, BaDlEmOMRENEREIEE L, A 10 556 1 HEITHES=
AERENDD & UTEMfE oo T,

HRARERNLL, Raks TRERI-eks) 255 16 FHOOE BT A L7z 7 — X 2288 T
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—] OHEREOERTH D, ZOFRL, BUTRITESR 10 &5 1 HEOIGEY T L L
LTI L 720, SUEREEENIREFHORET TH Y, TORDOHWIFFN D,

(4) FREOENEAD LR DPEEOFRATORHN
(4—1) fHEAEOATREM:
TERHER L OCHEREEAOWT G, 1EEA TEE AN D Hs e E%
feEmih & LTHERL TS, @l Z28 il & LTREL IR B0 E LT,

(4 —2) EEOEZOHRLMEOREIZ X 2 HWrOZ Lo rlREN:

HERGE R N CHEEREEAOWT Y, FEED X 91, 1EEA UTEEL NG5
Pt A EFEEARERM E LCHBELTY, @B 7en 2Bl e LTS 1
RHIRNE INTND T, VEEA XITEEL DOABYEORREIZ XV HIFIZ (L L7
Ve LTW5,
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LHEEEV D,
FACEVEHERZ A L Q0D W) FHEE, RISED L AHVEEHT X - CREIH %
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G IZEROFENE, FRErEMn & OBIRSEZ AR L TRET D tlishTng
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HERENDHDHNE D DE BT 52 L TEX5) &L, BEIZERICWTESE
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5 palEEAEUE  AAGES, JETRO Seoul ZMHIEFEF—2 HP URL : hitp//wwwjetro-ipr.orkr/lawJudge list.asp, &

84 20144E1 A 13 AR, LITFRL

6 PalALE2013 4F 12 1 31 HUGT, 201441 A 3 HABA), URL:
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X ERRGEDTHRELI- B TH D,
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F77, HERFANL, SEARE(NI UM DR M= =T v 7)) &5 16 HD
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(5) BEMGEZMUSEH)

PAREVESS 2 45, ROVA 6 SRiCHWTIE, B3R 1.6 A&,

<PoEEAEEE %8 &R >

(%)
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BaerTbDLBEINLIGEITL, ASITHETOMEELRRLICLDERD,
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17. FREOB S (Title) NEHEEFEONA L TR T 2551E, AFIEET 560
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2014451 A 15 AR, LATHEL

8 Trade Marks Office Manual of Practice & Procedure Part 22 Section 41 — Capable of Distinguish 21. Title of well
known books, novels, stories, plays, films, stage shows, songs and musical works, URL:
http://www.ipaustralia.gov.auw/pdfs/trademarkmanual/trade_marks_examiners_manual.htm, 20144F 1 H 15 H#&3%, LA
THRLT

9 Trade Marks Office Manual of Practice & Procedure Part 22 Section 41 — Capable of Distinguish 22. Titles of other
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ZHbh, EROBRTFLAEAT ZSR) LFRETH D, Thbb, Bk nin—m
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IPAU K OHFERFEADOWT NG, I SUTRRI O FTREMEN 5 5 & U CRatmiss 43
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ELTWD, BRI, HESHZEGEDAMEE TEEL L LTAATHY, M
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(5) &rt
<PEREVEEE 41 4> FER 1.7 2SR

<PEiEEx~—==2T) Part 22 D 21

“Titles of well known books, novels, stories,

plays, films, stage shows, songs and musical works” (L <ZbN=A, /i, WEE, &

B, B, JONERROHREERDSER>

Examiners should not routinely raise
section 41 grounds for rejection for goods
in classes 9 and 16 and services in class 41
on the basis that the mark consists of a
well known title or name of a famous
book, novel, story, film, play, stage show,
song or musical work. Grounds for
rejection should only be raised in relation
to a mark of this nature if the work is
clearly in the public domain and research
shows:

+ It will be viewed by purchasers as a
description of the content or subject
matter of goods or services rather than
merely a title

OR

- It 1s perceived to be a classic and has
meaning only as the title of a work

FEEEIL, ZOPGENERRAR, /NI,

Ah, BRG], BEZE, B, K XIHE
BANESH DL TR NI Z A AP BRER ST
W5 Z & AR, 9B LEE 16 B
MOV 41 oYV —ERIZBIL T, 841 5
OFEHER 2 ERAICHN D N E TIER
W, FESR DSBS 2312 A 3 PE (Public
Domain) G, FAEDRERKD Z &AL
Teaty, ORI OREIZIR- T, fEAEEE
R S D RET72,

CHCH A RV ELTETTRL, B
Y —EADEESCHNEDOGHRIAE LT, (£
DFEZ)EAE DD THA D,

X&iy
- AT, EROFREE LTOFEKL
INRNEFZZ BND,

P2 415 | HH

g

Macbeth Yes

Research shows that Shakespeare’s plays have become
classic texts that regularly appear on high school and
university syllabus and are performed regularly on the
stage. This has resulted in a number of commentaries,
literary critiques, study aids and other analysis such
that the play itself has become the subject matter of a
publication (in the same way that DOGS or
GARDENING would be viewed as the subject matter
of a publication having this title).
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FEICE D L, v=—7 AT OERTE T ¥ 2 b
IZ72 o TR, ERORFEOHE IR S EHIAIC
SNz, BEEENZD LTS, ZOREER, S5O
i, SUFRHGEY, WL OSHTAEE R, EEIEOL
DOHHRRO T 72 > T B (DOGS X GARDENING

HZDOREE L OHRANEE L THALNDTHA D LF
FEID),

In Cold
Blood

No

Although this is the title of a “modern classic” (1960s)
by Truman Capote it is not clearly in the public
domain and thus available for use by others. In
addition, IN COLD BLOOD is a commonly used
expression and it is unlikely the term used in relation
to class 9, 16 or 41 would be seen as the title of the
work alone.

Truman Capote @, X7 F w7 ] (1960 (%) D
HEATED, AHEMPEPUblic Domain)»E 9 23t~ & D L
RNOT, FIZ L LG EE, S 612, IN COLD
BLOOD (%, A<MEHTHRELT, 5 9,16 FAXITH 41
FAIZBEEE L Cffi 5 Z O HRED, ZOEMOFREO A Z 6T
EIEIR72 IR,

The Rise and
Fall of the
Third Reich

Yes

A ground for rejection would exist on the ordinary
meaning of the words (as for DOGS). THE RISE AND
FALL OF THIRD REICH would be viewed as the
subject matter of a publication dealing with the history
of Nazi Germany.

AR, SRR OEWIZH H(DOGS %), 3
FREOBLT [1XFF A KA Y OFEE 248 - - B O
ELTHARINTWD,

A Streetcar
Named Desire

No

Although this is viewed as a “modern classic” (1940s),
1s the subject of a numerous critiques, and the words
have no apparent meaning except as the title of a play
by Tennessee Williams, research does not clearly
establish the work is in the public domain.
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(BT v 7] (1940 ) & LTEZ LD,
ZEOMEFOXNRT, TR — T4 VT LRZLED
PSMZIE, ZOSEITIT & LIZERR 2V /AT,
ZOEENIZ- & ) EAIPE(PuUblic Domain)72 & Wz
VoY iis IVAVA AN

Little Red
Riding Hood

Yes

The title of a classic folk tale which is clearly in the
public domain. When used in relation to books, films,
stage shows, is likely to be seen merely as the title of
the work.

AHFE(Public Domain) & L COHMEZEORETH
B A, BE, e BEICEH U CERATIUE, BRSO
FEE IR SIND,

Amazing

Grace

No

The title of a well-known hymn and now a film. The
term could be interpreted in a number of ways and it is
unlikely to be viewed merely as a hymn title.
BALBREBEER L OB ORETH D, ZOFHEITIE, £<
DFFEFIERH VD, —BEFERKDZ A "vE L TOHRB LD
Z EiFRn,

Yesterday

The title of a popular Beatles song, but not in the public
domain. The word has meaning other than as the
title of a song and could be used as an allusive
reference in a number of ways. It is unlikely to be
seen as merely the title of a song.

B— MLADANKE v MI7ERS, AL PE(Public
Domain) TiX72\ Y, Z OSEIZITROEh4 LISMZ b BN
DY, WANWASIRTGETERE BEMHT LTHERT 5 Z 8
HTE D, HIRDID I A MV EDHIIZS T EIFIRN,

Beethoven’s
5th
Symphony

Yes

Research shows the symphony is one of the most
popular and well-known classical music compositions.
It is clearly in the public domain, is the subject of a
number of critiques and study aids, and has no
meaning other than as the title of the musical work.;/
BIZLDE, OB, 77y 7 EEEROT TR
LHATANRDH D HDOD—>ThHD, AHHPEPublic
Domain) ChH 5 Z LIFH BN T, 2 < OIEEOMIIESAEZ D
KRIZH 2> TEBY, ZOBFEIEMDZ A FVLSOER
ECAAN
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<PElEEAEZ~=2T /) Part 22 D 22
XIIAT 4 T DEA V(S EF) >

“Titles of other books or media” (F DDA

Examiners should raise grounds for
rejection under section 41 where a mark
directly describes the potential subject
matter of goods in class 9 and 16, or
services in class 41. This is because other
traders may have a legitimate need to use
the word/s as a description of the subject
matter of their own goods or services. A
ground for rejection should not be raised
where although the mark is indicative of
particular subject matter, it is sufficiently
unusual that other traders will not need
to use it to describe the content of their

own goods or services.

The
llustrative examples:

following table provides some

FARENL, EENE 9L O 16 6128
i BREE, XITE 41 FHICBIT A —EAD
ETER X G & B RR T 2 5512
1%, 41 ROBED T COMHEEERE 28R
T 5, CORAL, BEL ORIOPEGE |2
FED, 10 OFA O UL —EAD
X BT 5 HEE TRtk 235 2
EDHIEN B/ LEED 06 TH
%o BEENFFEDR G TR L TNDIT
NEL, MOREEG|IFZEDE S O O
f T —ERADONEZFIR T 572010
BT D LER RV EMETH
HHEITIL, BRI R SR,

PLFDOFIZ, o0 OXRAY 725 %2 Ha#;
LTW5s :

Mark

GFR (Y/N)

Reason

DIY RENOVATIONS

Yes

Indicates that subject matter of the goods or
services is ‘do it yourself’ renovations.

PO —EADOFEN [ Ry — A v k27T
AT (BHTTED) W THH I LARLT
R

GARLIC DIET

Yes

Indicates that subject matter relates to diets
incorporating garlic as an important element.
FENEERTER L L= =7 20 A2 A
Ty MIBET D Z L AR L TN D,

SPORT & LEISURE

Yes

Indicates that subject matter is sporting or leisure
activities

FENAR—=Y IV v —FHTHLHZ L ERL
TV,

KICKBOXING
POWER

No

Although it is clear that the subject matter of the
material is probably kickboxing, the term as a
whole is allusory and one that other traders will
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not need to use to describe the subject matter of
their goods and services

M OEEANBELLS XY IR T THDHT L
FASTIEH LD, SHEEEDPRIRITH Y, i
DHEE N AORERCY — EADFEE AT D7
DI S WEDIRNEDTH D,

THE WHIMSICAL
WORLD OF
GARDENING,
CAMPING AND
CYCLING

No

As above. Although indicating the subject matter
of the goods, it is sufficiently unusual that it is
unlikely other traders will need to use it

FIZRAC, PO FEZR L TNDIZH 00 5T,
DZEFDME O BN IR S Z DRI EMFFTH 5,
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2. 8 BE
EEOBE Y, TONBEZRETHILOTHY, pEL I Lo TUE, HEE
Z DPES AT DB CTh 5 LT DICTE /N2 EmBEkBI T3 72 & LT
PAFETESR 29 5556 1 THES 1 A2 K v fEia S b,

(1) FHIINZEET 2 ptih EOHIEIZ DN T
EEEDE SOV THHTHRE LTSIV, LR - T, EEEOE S OFEBIMEIC
DWTIE, PAEES 18 L UVF 29 RO HEN LIEIRGR & L CTEINLD,
INHDOEIZHONWTIE, FRE 1.8 EFEETH D,

(2) EFEOBED D72 DRI DOV T OFERFLE EORHR
PRI A A YE 4.7 TR G- ERE, ek, B, BhiE, il R ONEEEO
TESAIR) (SRR D D, TR G- EEE, Wk, B, B, Sl R O35 oE
AR, HEEIZE > CUREEONRERFET D2 LD TH H720, FEhh XI55
E DR THEBIEEZ A LW & ST,
Z ORBIEE A LW RE IR E LT LTS ON EARMIZZET 5TV 5,
CHOME AT AT, ETAT—F, T2y b, BRAT A«
AT, T 4 R
- 16 FH - EEE
- 55 28 ¥H : BrEpE i,
- 35 ERE - T AT — TN
- 88 FH : T LB, T U Rk
<A1 B B - AT A AT T 0 A7 ORWERLT, EEE - Mgk
DOHRELT, T4 7 —h
cEA2HH oL B a—H Tl T AOREE

TESAFNTRRAI D e & S A B & LCiE, (MERAINT, @ERElEih 2R
THDIZHNGN, FFEDREEDOHFTZIERT 2DICHWLINL D TIEZRW, fil2IX
LN D DRFE DR R T2DOIHAVWONS &, HEEITZENEFED
FASEDHIPFT EFEODT 5 Z 1370 <, FHRIE LT, WHprzfar LB Dbtk
L7V, | i ST 3,

B, TESAHNHRE S, FERHCBW CEEENT ORIENEEOB 72 &
LTI EDOHBEN GRS NI E TH - TH, BERRITIS T RS D F OGR4
AR OLTRE L THERAT 200 Tho1-858, Z O HITpEEofE fHiciid- o
72N E LT D (PRI ISR AT UE 4.7),

(3) EFEDBZING72 2% FFEDFFA TORH

(3—1) 4K rIREME:
TIPO KOHFEARFEEAOWT NG, EFEOBESIIOWTEEMmE [EEE < TH]
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Rl L U236, I naun e U CritsEiss 29 445 1 1HE 1 Blcko%, 4
Mol n L LA,

(3 —2) #Hifs L 72 DFEERG TR ERHE
TIPO K ONMHFERFEAD FMRZ LU, @RI 780 e LIRS A0 5 5
PSRBT T D LB TH D,
B FoM:EHEY, Ao ¥—>y hEFIALTZEL, KOMRTFTDHZE
W TEXDLEBET 7 AV GEEHET AT 4 A7 KO T AT —7
B 5 16%H  EFE, Bl - MEEEOEHTITY, §EE, AR
B 5F 410 E RO

72, TIPO IZZDMOEMXITEEE LT FDOHDEZHFT TND,
® F28%: F—2rHEKOEBLLS
@ 5 355 BRE UTERERE A FLIB AR D/ NE UL HEIGE, CD FHD/NE X TEITE
@ F3R¥:TLEYaUnE TIUOAME
@ 5 41 KA : WUl - B A K OGRS A EAROEIVE, s - © T A OB
PAROE ., BROREE, RO LiE
@ F42JH  BAEEMO T 0 ST ADRE  AMERCUTRST
AT, HEREEANIE, %6 3530 (IR, 5418 7 L RS ORIE] 228
5,

ZZT, TIPO I3, pédhz TEFEN OGS & U7- TBERAIIE SO EEE A ) |
DO HFEDMEM S5 280F TN D, T DX D 7o paiE a BEEOMEEE /) CICER L2t
A, HEEIIESNEOMATH S L HfET 5,

(3—3) EF0ETOHLMOREEIC X DM O b lRerE
TIPO K OHRERFLADOWT Y, EEOESOALMOREIZ L 0TIk L
NE L TWVWA,

72720, PERERRA MR A AE CIL, BHEEOMELDAR Iz B, BB kI T
D JE L PE S R B A S 3L CIS B ORMEE B 7 IS N S5 = & CHIFT
RN T HDIREE B T ALY, WAMEEE T 5 & LW D (Faissin MR A LYE 4.7),
Z LT, FEHEE I DORE 25 B IS E 5 2 LN TE D, FFED
PRV = ZHOWTIE, BER S 72V (FEREESS 30 455 1 TS 11 5 M A D3E44 7274
HE L R — SR ),

(3—4) HEZEENY ) —XbDTHL5EDEHN

TIPO KOHFERFEADOWTILE, EEEN U — XD THAHEDNT L0 A
BN E LT D,

123



P, Pt A AYECIY, EWTTIT RO oD v U — X DR THER
SRR & UCRRAIMEZ A5 & LT 2 (Rl Mg & 5LE 4.7), 2,
—DATRESNIZ EOIERLL, ERIOHARMONERTNLETNERY,
i, ZOAFHNT &> THE—DHPTNE T S OH—EMTH D Z & il 57
WTHDH, TDIZD, ZOXIRAFNE, wkEL L TEWEEZ AT 2L LT D,

(3—05) RIS DA DKW
HF45(1.8(3-4) L [FRETH 5,

(3—6) MHICX VNN ZERS LT 5a OB &
RO GBI DL, PSS & OBR CilikmIE=ICH 72528, T
IR SN TERY, BRSHEIIMEZ BTG L T D 2 & A3 UdBekT 5 2 &2
T& 2 (PatEsin Wi 5L 2.2.1),

(3—7) #BIAILISOFEAEER
TIPO K OMHFAREEADOWT NG, FGEEEAS 30 556 1 555 7 S (AP BIER), [F
55 10 B A DISERASEER KOS 18 S A BB UL 2T T D, 2
WZBET 2OV T, P RRRRR R A A E NSRS D,

(4) FEEOVEE XIEEL DB DREOFATORHR
(4—1) fEfEOATREM:
TIPO KOHBREEADOWT G, (EE4 IFELL DO 725 s 2 SRS A HRE
P& LCHBE L7256, @lnpan s & ABIRICHEf L D560 65 L LT
2o

(4 —2) 1EEXIIEE L ORLTEOREZ X 2B D2 o> AT REM:
TIPO K OHERFEADOWTN G, 1FE XITEEHE DAL L > Thifami L5722 572
W LTV,

(4 —3) FAINLIS N OFEHEEE
TIPO K OMHFAREEA DWW IS, BUTRIEIES 30 445 1 T8 10 B A DFeRaA
850 K OVRIER 18 5 (A D EHG XIIAHE) 2250 T D, VDB 2 Hl ST
1%, FIERERRIRAEARENR SR I NS,
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(5) BERHEED)
<PIAEIETS 18 45>, <PalfiEs 29 55>, <pHlEa IR ARAE 2.1 K1Y 2.2.1>122
WTIE ERE 1.8 2B,

< HIEBOIEEEENE 4.7 WSRO NICER, YRR, B, B, WEROFEREDIE
AR >

TR DIV ERE, YRk, B B, Hilh RO REOMRMATNT, HEREIZE -
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AT =7, 516 FOEFE, 0 28 HOLTHAEMM, 35 HOERE, v AT —
TINGE, 38 HDT L EHNE, T UARMUEEE, 41 HOFEM, Bhil, 4 —7 4
AT =T, T 4 AT ORWERLT, FEE, HESO MO THERBICEM TS, B
HEBIIAS I ZEND R SUIRBARDOBHATH L Z L i 2 T LN TE DT
0, WH, WEEA LR,

Bz, TAk=), Tadx), i), (%), D8Ek) FEoiekmbni-R
sk, Nk OB D4R Z, BERE, s, 7 L B, s, s~ ¢ L A,
VT AT, BT ¢ A7 IR LEMICERT 5 2 L0, T&E X LZ o], T~—F
— UG 5 ) Lok bk, FEMERE, La— R, A—T ¢
I T —TVARDREAE] T2 Z ERET oD, ZNHDOIERATRE NE L OFED
DI ADDTIESEZATT BN TE Y, ZHERHR U= pEsh XTSI 5 &,
HE B I XESEREOMERNEZEAE L, i B i IR ONE OB & 278
T2, WAINEEZA LR,

(1)

FAT LTS UTIRS AR E T2 o T HERE, Bhill, BIEOEME, UL UITEE
DOFANFENALS HIZHHND L O, L VDTS HOREETT VOEZDS &
T, KK NRER->TWAEE, BNTUIZLIEME S LCdiRSh, F7 v hvk<
FEAL 2D BB XA FEFE A PE L ST S A, ARSAFRSREITEEH Sh, THEE OIMIEC
7R EIG S ERC S D Z & CHT &R T D8e 2 9 235513, MaEEZ a7 25,
FREE I DRIEZGICEL, T2 iRt 2 2 L3 T& 5, FIEEFHE
F T Z DRBZAFTET L D palaek i Y, HEE ICHTZRF S50 33%
DFFBINEZ RS 5 ATREMEN & B 72, Bk L Cid7e 5720 (EIE 30 1 @),

WHSND B, MEE BECULT LY, T A He R ONE ORI,
L L TR S E~ OB AEET 5 &, WBHI S 2 BESIINEOBIHTH Y,
HoZ MO A XU & < BRISer 2 B4 MR TR L T 5 BN B %
T, —ARERRERET B T ST E L A,

HEAE ] -

CTRATA A B, I - S, MERCARDRERICEEE S,
T2 BRI RPE ORI T 5.

- TAERREE) | R, EECRB IR~ A EET 5, MRHITEAD
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< PEMEARRI§2.21 HIFEH 25887 27 DEH: >
(@) J7IE, 3555 1 50035 44 RIS HFATH - C, FGBEIC X v it s, 7o,
WOFEHEDTXCEETLDICK L, HFEH 25725,
(1) HFEEADA R
(2) WBIEDTZD DAL O%EHE
(3) HEEEDIAWR (X1
(4) PRI —E20—8, KO
(B) D7 &b 1 OFEORES T — b 2IxtT 5 HEFEE TH - T, §2.6
IZX > TERENDHD
(b) HFEEAD, @IZBWTERIND TN COREEAIEH Lengald, JTiE, H
FAHZHES L, 2o, HFEHMES SNZBRBEIZOWC OB EH T 5,

< PEMERRRI§2.32 SEA e RO B>
(@) MFAITFGEICL Db D& L, ROFHEEEERTIUIR L2,
(1)
(6) FFEDRG I —EATH - T, TIOITAT U CUIBR#E LT, HFEAN
TOEEZFEH L TS0, IHMEAT ERZRE LTS HbO0—E, 155 44
FIZEADW TN SN D EREMREICE LT, 55 4 ol L vas S
2P e OV T — B 2 O#PHIE, AMERE 3B ERIC I 5 psdn S OV X3 —
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RO AR D EINTERNN,
(CLTHE)

<§2.41 ¥EF 2 FOICE-S < FBIIEDFEL >

(@) HEFETIH-> T, EE 2 DM L 0 BERT 2 Z LR TR0, HFEAD,
HREIC SRR DU T — A L, BRI D5n 2 845 LT b L ab
RTND HDITDOWTEERAE KD H5E1E, AN, BEREREIEORA T & LT,
A & I SO TR SR U < V3BEREREIC R T 2008 & LT, HEEMHalhE %
§2.20 |THE D BEEE, FESHINEIZOMOEY/GHLTH - T, BBk 5
HAICAR DA, ®PH L ONE, KOEIUHR D IS XA ORIE A2 e L, 1R
FHREZRMNT 5 Z &) 2Rt H o, WO EZHREE§2.20 (26E) B E,
FOERE L ITARXIIFOm G NG OEER L IIMRE, XFn st o
B725HLCTdH > T, Z ORI RIRLORE 270 35 Z & ZFEHT 2 DI G
DERHTDHZ ENTE D,

(b) WEEIRGAE, [F—EEICBId 5, EREE L3 1905 FOIEFICES< 1
L 2 U LRGSR DAL, FRIMEO—ICORHLE L TERRI NS, [F
RIS, BEEED, FRBMEOERN S5 Bl b5 /Mo T, BBz 2 HEAD
FEE YA 7 2 & LC, HFEA OGS BE S Dk & 5
LTCW5 ERRBEND5A1E, HEEZB T AR Th->T, BEEESHTETn
HH0, XIiE§2.20 (M- TmHEEEEEALTVD HLDOIZ L DAY, e dEIC
BOTIE, FRWEO—IGOFHLE L THRFEIND, 72721, ZThbDFFOH/ LI
BT, HRLIHLEERT S ENTX S,

< PEtERRAI§2.51 Rk & B XiE >
(@) 565 1 R@IES S HEICBW L, EEOKMEIE, pEinMk VT —E R |
£ UC B U CRE S AR O STEANC IEME /2 R TRIT U 730,
(LLTFH)

<PEtZAHI§2.56 RA>
(@ EE 1 F@ITES HFE, §2.76 I[CESHHEZFET A - 0OMIEEKL N
§2.88 1ZHED < FEHBGREDO R 2 1L, BE 2B W T, psalcft LT LR L ¢,
I —ERZBNT, FHSNTOWAEHETOEERELZTRT 1 ORAKRZHIT LIZE
A TCDRT AU B2 T B E R B RO - DICAEMICLE LiER SN T-5E
1L, BINORARZRZ LT iudle 6720,
(CLTHE)

<TMEP§ 805 PEdbk O — B 2 OB OVy%E >
FEEL, FFEOMM T —EADO—EThH-> T, ZHUB L CHEANZ O
ZHATS, UMEATIEEZEL TV D LOEEERITUER 6720,
(CLTHE)
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<TMEP§1212  Acquired Distinctiveness or Secondary MeaningG&5! /1 X1~k
HIERDOEEH(EER) >
(%)

Three basic types of evidence may be used
to establish acquired distinctiveness
under §2(:

(1) A claim of ownership of one or more

prior registrations on the Principal
Register of the same mark for goods or
services that are the same as or related to
those named in the pending application
(see 37 CFR. §241(); TMEP

§§1212.04-1212.04(e));

(2) A statement verified by the applicant
that the mark has become distinctive of
the applicant’s goods or services by reason
of substantially exclusive and continuous
use in commerce by the applicant for the
five years before the date when the claim
of distinctiveness is made (see 37 C.FR.
§2.41(b); TMEP §§1212.05-1212.05(d));
and

(3) Actual evidence of acquired
distinctiveness (see 37 C.FR. §2.41(a);
TMEP §§1212.06-1212.06(e)(iv)).

§2012 3%, WAz EgE L2t D
SEERICHW D 2 & ST X A HURAEEILE L
T, RO 3FHENDH 5,

() fRETOHBETHEE SN b0 L [H
— M IXBIET B P ST I S
NIRRT %, FRGE Lo 1
LL b o 5e D X 5k 0 FT A HE D 3R (37
C.FR. §2.41(b); TMEP
§§1212.04-1212.04(e) & Z:1R)

(2) TR OFENR T ST HETO 5 4F
FIZDWT, BT W THIFEADNE
BRI SR Ok LT
72 BB E LT, ZTOEED A
NDp&E S I3 2558 12 A
THEDNTIe o7 T & MRS 5 A
ANOBRZEB7 C.FR. §2.41(b); TMEP
§§1212.05-1212.05(d) 2 & H8) K (X

(3) FRINENES L= 2 & OFEBEORHL
(37 CFR. §241(a; TMEP
§§1212.06-1212.06(e)(iv) & &),

<1212.02G)

Section 2(f) Claim Restricted to Particular Goods/Services/Classes

(§20 FEDEIARB/IX T RE S5 ERSER) >

An

distinctiveness as to certain classes in a

applicant may claim acquired
multiple-class application, or as to only a
portion of the goods/services within a
single class. The applicant must clearly

identify the goods/services/classes for

MR 2 G L2 2 & 23R T
X HDIL, ZXHEICEB T D FFEXSTIC
DOUNT,  UTHARX 53N DR /A5 O —
DIZDONTTH D, HEEANL, #h1%
FHET D BashR IS L O DX 5y % BE
LRSS, kB &5 L
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which distinctiveness 1s claimed. The

standards for establishing acquired
distinctiveness are the same whether the
claim of distinctiveness pertains to all or

to only a portion of the goods/services.

T L ENGET D EEUEE, FRBI D ER
S DT R TUITEES 57y, XUE—HoD
BHET 2 O ERDT, U THD,

(LLFH)

(LLTHE)
<1212.04(a) Sufficiency of Claim Vis-a-Vis Nature of the Mark (ZZEDMHEIZRE¢
5572 ER) (BER) >
The examining attorney has the FBEBEIY, BEERODE ﬁ@ PEELS,
discretion to determine whether the | [Fl—XI3FALEIT 2 s SUTEFEIIR D oD

nature of the mark sought to be registered
is such that a claim of ownership of a prior
registration for the same or similar goods
or services 1s enough to establish acquired
distinctiveness. For example, if the mark
sought to be registered is deemed to be
highly descriptive or misdescriptive of the
the
application, the examining attorney may

goods or services named in

require additional evidence of acquired
distinctiveness. See In re Loew’s Theatres,
Inc., 769 F.2d 764, 769, 226 USPQ 865,
869 (Fed. Cir. 1985) (finding claim of
ownership prior registration
establish
distinctiveness where registration was

of a
insufficient  to acquired

refused as primarily geographically

deceptively misdescriptive).

If the term for which the applicant seeks
to prove distinctiveness was disclaimed in
the the

registration may not be accepted as prima

prior  registration, prior
facie evidence of acquired distinctiveness.
Kellogg Co. v. Gen. Mills, Inc., 82 USPQ2d
1766, 1771 n.5 (TTAB 2007); In re Candy

Bouquet Intl, Inc., 73 USPQ2d 1883,

BEROPTAMEDTIRIZL D, u&%Uﬁ Lz
L7 Z EDFIINRES LD N E D D
Kﬁﬁ“é%ﬂé%%’:ﬁﬁ“é Bl 2L, BEkE R
RN HFRIZ WD CTHRE S 1L 5 P mL XU
BB DWW THEFITRLIRRY 72 & D Tk -
TRR THDLHDE B2 INDE, Fh
EIFN N 25 LT 2 2OV TEID
AHLEESRT S Z 35D, In re Loew’s
Theatres, Inc. 769 F.2d 764, 769, 226
USPQ 865, 869 (Fed. Cir. 1985)% &Rk
DXRERD P HED TR ) 2 14T LT
Z L ZNRET DI E DR Z T L
T2 HT, FEHICOWTGRMERZAE LS ®D
& LTOBEDNEf S L70),

HBEADSTERN ) ZNREL XD &5 53

MIEDBERTHBE SNV TW IS, D%
FRITFHAN N 2R L TN D Z L DO—ILDFE
L L TROLNRNZ EDD D, Kellogg
Co. v. Gen. Mills, Inc., 82 USPQ2d 1766,
1771 n.5 (TTAB 2007); Candy Bouquet
Intl, Inc. (2 B3 % 73 USPQ2d 1883,
1889-90 (TTAB 2004),
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1889-90 (TTAB 2004).

<1212.04(b) “Same Mark” ( IF—{ZE&] WSEFR) >
A proposed mark is the “same mark” as a | 2R INHIEEN 37 C.FR. §2.41(b)DH
previously registered mark for the | FUTHRIZBER SR L TESAL) <

purpose of 37 C.FR. §2.41(b) if it is the
“legal equivalent” of such a mark. “A mark
is the legal equivalent of another if it
creates the same, continuing commercial
1mpression such that the consumer would
consider them both the same mark.

(FFH%)

When an applicant is claiming §2(f) in
part as to only a portion of its mark, then
the previously registered mark must be
the legal equivalent of the portion for
which the applicant is claiming acquired
distinctiveness. See TMEP §1212.02(f)
regarding

claims of acquired

distinctiveness as to a portion of a mark.

bOGE, THTEDL ) RiEE L [H—
TR Tho, [HLHERT, HEADMHE
Z[R TR L A7ed K D72, R—Ofkke 4
DEENHIRZZNN BT THE, b
—ODIER LIEE M TH D,

(1)

HAJFE N 78 Z DAEEE D — D IR DN T
§2(0 Z I TR L T D2 5B, Sl
Bk SRR, HIREADSERBI) &2 45
L72Z &2 TREL TWAESY & IERSM T
RTIUTZR B0, RO —EFRIZ OV TR
B EES L o FRICEL T
TMEP §1212.02(f) % 1,

<1212.04(c)

Relatedness of Goods or Services (5 SR D BhEM) (S EFR) >

The examining attorney must determine
whether the goods or services named in
the application are sufficiently similar to
the goods or services named in the prior
registration(s). If the relatedness is
self-evident, the examining attorney can
generally accept the §2(f) claim without
additional evidence. This is most likely to
occur with ordinary consumer goods or
services where the nature of the goods or
services is commonly known and readily
apparent (e.g., a prior registration for hair
shampoo and new application for hair
conditioner). However if the relatedness is
not self-evident, the examining attorney
must not accept the §2(f) claim without

AL, HEICBOTHEE S N-E8h
RIIBIE DI B W THRE SN2k
S AT & T ICEE L T AN E D
2>, R L 22 U7 B e, BEEMER H
HThr5%E, FEEILKIZ, BINOFE
72 LIZ§ 20D ERERODH Z LN T
Do ZAUTEZYM T D AREMEDSIERITEm VD
1%, EEOEEM I —E A TH- T,
Z DR IR OMENILL b, H
LIZambdGaThs Bz, ~7Tvx
DD ~T AT 4 a T —
OFHHFE) ., LU, BIEMEA A TR
Bf, BEBIL, BN UIERBOMICH D
& IR X% BEEME 2 SERET D REHL & R
72 LIC§20 D FIRAFRO TF /e b, =
FUTFZY 3 5 ATREME MRS BV o1, T3
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evidence and an explanation
demonstrating the purported relatedness
between the goods or services. This is
especially likely to occur with industrial
goods or services where there may in fact
be a high degree of relatedness, but it
would not be obvious to someone who is

not an expert in the field. (UL FH#)

XTI —E R TH-T, EBICITEVE
HER D ST L LTHEDOSIFOBMAFE T
RO NIZIEHAETRWE D G5 TH S,
(LT )

<1212.05(a)  Sufficiency of Claim Vis-a-Vis Nature of the Mark (EZEDMHEIZREJ
5+ ERGEF) >
(%) (%)

Accordingly, for marks refused under
§2(e)(1) or §2(e)(2), whether the statement
of five years’ use is sufficient in and of
itself to establish acquired distinctiveness
depends on the degree to which the mark
1s descriptive or misdescriptive. If the
highly
misdescriptive of the goods or services

mark  1s descriptive  or
named in the application, the statement of

five years’ use alone will be deemed

L7223 T, 5 2 )1 3UTE 2 5:e)(2)
[ZHEASW TR S N IZ OV T, 54
WO OB Z i B R & U Cilsl 123
AR INTZ EENGRET AT+ Th D)
EIMIE, FOMEENGTRITH DHFEE X
TS 2R THHREIC L > THRE S
%, HFEIZEBW TR IE S Vi 3% %
ICOWTHERE DN IEF I EEIR A T 5 2 X
Mo I FLiR T 2555, 5 M O DORBGR
72T, SN EER L2 & ANGET

insufficient to  establish  acquired | DIZII A0 & A7 SD, CLUTHK)
distinctiveness.
(LLTHE)

<1212.05(b) “Substantially Exclusive and Continuous” ( &AM 52>k

Bl )SEEFR >

The five years of use does not have to be
exclusive, but may be “substantially”
exclusive. This makes allowance for use
by others that may be inconsequential or
infringing, which does not necessarily
invalidate the applicant’s claim. L.D.
Kichler Co. v. Davoil, Inc., 192 F.3d 1349,
1352, 52 USPQ2d 1307, 1309 (Fed. Cir.
1999).

5 O A ER TH 2 BT/
n, [FEEC) METhHhoTH IV, Th
%, MEICEDEETRWVERSCRELT
OFERNRHY, FO L5 7eEHIC I > T
T LOHHBEAOFENEE SN &
% HiA AT 5, L.D. Kichler Co. v. Davoil,
Inc., 192 F.3d 1349, 1352, 52 USPQ2d
1307, 1309 (Fed. Cir. 1999).

(LA THE)
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(LLTHE)

<1212.05(c) Use “asaMark” ( fZEL L) OFERAGSER >
The  substantially  exclusive and | SEFEAT SR DRkEEA 72/ I THE

continuous use must be “as a mark.” 15
U.S.C. §1052(f). See In re Craigmyle, 224
USPQ 791, 793 (TTAB 1984) (finding
registrability under §2(f) not established
by sales over a long period of time where
there was no evidence that the subject
matter had been used as a mark); In re
Kwik Lok Corp., 217 USPQ 1245, 1248
(TTAB 1983) (holding declarations as to
sales advertising

volume and

expenditures insufficient to establish
acquired distinctiveness. “The significant
missing element in appellant’s case is
evidence persuasive of the fact that the

subject matter has been used as a mark.”).

BLELT) OLOTRITNIER B0, 15
U.S.C. §1052(/), In re Craigmyle 224
USPQ 791, 793 (TTAB 1984) %% (§2(H)
(DS BERIEIT, TOEENER L LT
il STV & WO FHLA 2 WS, &
RN DT DIRFEIC L » THESL S 7 &
DOHR%E T L7z), In re Kwik Lok Corp.
217 USPQ 1245, 1248 (TTAB 1983)(5¢ I
M O E EARE BT % RS T
PG LT LR NGET AT ED
iz T Lz, T EFAOTRIIRITTND
EERERIL, TOTENMEE L LTHEM
SNTELEW)FEIZONWTOFHIFTID
HLIHLTH D] ),

<1212.06
BN %SGRES 2) B EFH) >

Establishing Distinctiveness by Actual Evidence CGEBEEDFERLC X Y %

Under Trademark Rule 2.41(a), 37 C.FR.
§2.41(a), an applicant may submit
affidavits, declarations under 37 C.F.R.
§2.20, depositions, or other appropriate
evidence showing the duration, extent,
and nature of the applicant’s use of a
mark in commerce that may lawfully be
regulated by Congress, advertising
expenditures in connection with such use,
or statements from the trade
other

evidence tending to show that the mark

letters,

and/or public, or appropriate

distinguishes the goods or services.

(LLTS)

ParERIH 2.41(a), 37 C.FR. §2.41()I2 %
SF, HBANIEZMRE, 37 CFR. §2.20
e BEEE, Es8IEIZ 0o
BIZRFHLCTH - T, S THEMITH S
NDEENZIT 5 HBEAIC X 2= DA
(AR DA, ®PHLE OME 2 RT LD, £
D& D e fERIARDINE X, EOFERD
L <UFARUIZE DRI H DOEFH L L
B, TENLS O L] LRI T &
ST, TOBEENREMA L < ITHHEZ 05
T 52 & EFEHT D DI D &R
THIENTE D,

(LLTHE)
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<1212.06(a)
B&EFR >

Long Use of the Mark in Commerce (X5 [1Z331F AIZEEDEHIR0 /2

Long use of the mark in commerce is one
relevant factor to consider in determining
has
distinctiveness. See In re Uncle Sam
Chem. Co., 229 USPQ 233, 235 (TTAB
1986) (finding §2(f) claim of acquired
of SPRAYZON

“cleaning preparations and degreasers for

whether a  mark acquired

distinctiveness for

99

use
had
submitted declaration of its president

industrial and institutional

persuasive  where  applicant
supporting sales figures and attesting to
over eighteen years of substantially
exclusive and continuous use); In re
Packaging Specialists, Inc., 221 USPQ
917, 920 (TTAB 1984) (finding evidence
submitted by applicant insufficient to
establish acquired distinctiveness of
PACKAGING SPECIALISTS, INC., for

contract packaging services,
notwithstanding, inter alia, continuous
and substantially exclusive use for sixteen
years, deemed “a substantial period but

not necessarily conclusive or persuasive”).

To support a §2(f) claim, use of the mark
must be use in commerce, as defined in 15

U.S.C. §1127. See TMEP §§901-901.05 as
to what constitutes use in commerce.

BENZB T DEEORMAEMIL, &
HIEBEDGERN N IEF L T E D g
HIWrd HBRICEE T HEERERDO—DT
» 5, In re Uncle Sam Chem. Co. 229
USPQ 233, 235 (TTAB 1986) ( [ T2H K&
¥EBHT V—=2 ZIREIR M OWAEAL 1
xt L C SPRAYZON 72358 2 %43 LTV
% Z LD T D820 E5 < FEIRITIERL
RS D LR L6, HEEANIXE
FEAEANT, 18 EflICTZ ) FEEAYITM
U CRICER L TV 2 L 2RES T
H2HEOESELZRHELTVE), In re
Packaging Specialists, Inc. 221 USPQ
917, 920 (TTAB 1984)(HFE A MEH L7-5iE
T, R 16 R0 SEERITME L
TR STV Ic b b b
T, Ihvr [0 REIF TS 508, &
T L HREM TGN D5 L ITE A7
W) e LT, BRadE—exicx LT
PACKAGING SPECIALISTS, INC.75#53!)
NEEE LT Z EESGET IR +072
EHR LT ESROZ L,

%2 FOICL D EREZEMMT DT, 15
US.C. §1127 IZERIND L DT, EED
FEREG IR A TRITIUI R 672
W, IS ICRIT AR A EnD D
NIZHOWTIE TMEP §§901-901.05 % & [,

<1212.06(b)

Advertising Expenditures (&5 H)(&EFR) >

Large-scale expenditures in promoting
and advertising goods and services under

i E OREER Ze IV T ORE & M O DR
FeaAttE L, BT DO R I,
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a particular mark are significant to
indicate the extent to which a mark has
been used. However, proof of an expensive
and successful advertising campaign is
not in itself enough to prove secondary

meaning. ()

The ultimate test in determining whether
a designation has acquired distinctiveness
1s applicant’s success, rather than its
efforts,
associate the proposed mark with a single

in educating the public to

source. The examining attorney must
examine the advertising material to
determine how the term is being used, the
commercial impression created by such

use, and what the use would mean to
purchasers. (1)

If the applicant prefers not to specify the
extent of its expenditures in promoting
and advertising goods and services under
the mark because this information is
confidential, the applicant may indicate
the types of media through which the
goods and services have been advertised

b OIEFEMEN SN TWERREZ R0
ICHETHD, LnL, SEEHTHRIIZID
T EAMEER OFHLUE, £ BT RE
RAREHT 572D 53 TIEZRY Y, (P

B DHDFBN I R L TN D E D
DT HIRER 72 BLHELY, TR SN
A O M L DT D L5 RERIT
WOIHEDLZ EICHBADRKI LT TH
>, %@Wﬁ%ﬁok>fiﬁw T

NS EREREMEEL, & O HFEN
E®i9_ﬁ%éﬂfwé#,%@ioﬁ
fEAIC K > TAEARH SIS EoH]
%, MOZEOHERNIEAFTICE > T2 &
g2 21T L7 U7 5720,
(%)

Z DREEE A AT ORI L OB D RR
AL, BT D& O FIE
THDHLEWVWHIHBTZOFERE IR LR
Z L EHBEANERS A, HEEAERES &

OB % Bin U CE 7AW 2 1%, 2EK
EOT L EY 3 V)D& O ELRD S
SNTAEHEZRLTEH I,

(e.g., national television) and how
frequently the advertisements have
appeared.
<1212.06(c) Affidavits or Declarations Asserting Recognition of Mark as Source

Indicator ((HFfZR"d b0 E L TEENRRINTWAEZL2TETIE

XIZEER)(BER >

L E

Affidavits or declarations that assert
recognition of the mark as a source
indicator are relevant in establishing

acquired distinctiveness. However, the

HTZ R T b0 & L TEENEM ST
b\é ExTRT 2EEMRENTIEESH
L, WO ERER LTS Z L ESGET D
L’C“E%T“Kbéo LoL, BEEMRET
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value of the affidavits or declarations
depends on the statements made and the
identity of the affiant or declarant.

(CLTH)

HiE & OMES, fRongs & 58 ihd A
XIFBERANDH TR S5,
(LA THE)

<1212.06(d) Survey Evidence, Market Research and Consumer Reaction Studies (53
EIZK DL, B HRER OVHEE KGR EER) >

Survey evidence, market research, and
consumer reaction studies are relevant in
establishing acquired distinctiveness and
secondary meaning. (1)

To show secondary meaning, the survey
must show that the public views the
proposed mark as an indication of the
source of the product or service.(LA FH%)

AR & DREL, TR R OVHE A X
JERRANE, WA MO IR ER 2 85 L
Tl L BNGET D ETHEETH D, (%)

TR EMRAREAT 5720, FHATIE,
R HPREGE S VT 2 i b SIS D H
FiardT bR LTS EEFEH L
RFIUTR B2V, (BLUTHS)

<1212.06(e)Q)

First or Only User (&#)D, XiIMe—DFERAE(SET) >

When the applicant is the only source of
the goods or services, use alone does not
trademark

automatically  represent

recognition and acquired

distinctiveness.(%).

Similarly, evidence of intentional copying
of a product design is not probative of
“Where the

proposed mark is a product design, the

acquired distinctiveness.

copler may be attempting to exploit a
desirable product feature, rather than
seeking to confuse customers as to the
source of the product” In re Van
Valkenburgh, 97 USPQ2d 1757, 1768
(TTAB 2011).

HHFE A 23 i XA H OME— D HIFT T
DA, R CIEEENER S LT
5HZ & LB DS ST Z L A2 BEIY
IR Z R B, (1)

Ak, X7 N A 2 BRI
o B — LRI, B i0vESE Sz 2
EENFELRY, HERSNAFEEN T 1 &
7 NTHA U Th LY, MR IO
M OW TR ZIRFISE LY L T5 &
Ny, EELWRIFORSEFIFALL S &
95 & RiAEi D, | Van Valkenburgh (2B
4% 97 USPQ2d 1757, 1768 (TTAB 2011),
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5. 2 OHIM
(1) B
AIMEZ R PR, WD D RLIRAYZRPEER, K OMBHIRICAE ] S 4 % pER(CTMR
7 &D0b), @BDNZOWTIE, FERICE VBRI ZES LIZGE, BET5
ZENTE D, MEHRGEE L PR &1, A THD T LNBETHDIN, 1FHLIHE
ROV =g 2] TRIFAUTR, FIAEMITER D P IR & faErsinn 3
FRERBORI—ThH D Z LNERIND,

(1—1) L EOTHRW

PEDOEFEN CTMR 55 4 SRIZBMI TR Y, £ 2T, THEFEEREEL, T30
FH S 7= (represented graphically)(i] & 2 DFEGE, K512, A DL TR A G T03E, K,
S, BT, AR XUTFOREEOIRIC L 0T A Z s TE B, 2L, Fub
OGN 1 BEOREL XTIV — R MOBEDOFNS LB TE D Z L 25 L3
%ol &L, BMERRIESGRE U ClrET Diikas [pHiE] ThoHE L TWn5D,

AR BT 2 HEHEER T, CTMR % 7 ScOfffEfE R IcE TR, 20
25 CTMR 2 7 (D0 B 235%4 7 %, T7ebb, [(b) f#AEZ K < fEE, © 7
enOFESH, S0E, o, FHiE, ks, JRpEHN, APEREH, — B X ORI, X
P T — B A DZ DM ORHE A R T 72 DICEG | EEE S D Z &N S DR
FROIBNS I, (d) WBAGEZBWCUTEE O OMEL LT-fEEE Iz T
WHSID XK 91272 T DEER XUIFRIR ORI D72 HPHE, () IROFRD IR
R5IEHE @) FESLEOLOOMWENSA L IR, () SRR 2455 7= O3
7RO, Qi) PESICAERIEE 5 2 2700 138672 Z L3 TE 20,

Z LT, CTMR % 7 &BIckW\T, [(Db), @KUDIE, KD TWD GRS
TH DAL — ERIZ OV TRIENME R SRR, EOREIEIIMEEZET 5
HLDOELROTWD &L, WHINRW EHY, IS X VR &S L TRk
(ZOWTIBERDSTBO b D,

(1—2) FAEEE ORI
ARBIEICES T B RE#NY, H A KT 4 > Part B Examination Section 4 Absolute
Grounds for Refusals @ 2.2 75 2.4 |[ZE#ENH Y, 2.2 D 24 ZZF0TH
CTMR(Db)7%> & (@I %5 LT D,

CTMR % 7 Z(D(b) TREAIMED 2 PEEE) 122\ TS, RE7R 2 SO 25| H
L, 7, &»oiE#ksgn)i, Bk I Udh— e R cBET 285 03—
A%, BOFFEDOFEFICHKTIHLOLE LTREL, thoFEE0RLNSH D
B Z AT B 12O EN 46 D TH D & L, B, F 1IN RO 5
TR X T — B R OB (reference) & LC, 5 212, & DiEH(sign) %, B4

4 judgment of 29/04/2001, joined cases C-468/01 P to C-472/01 P, para. 32; judgment of 21/10/2004, C-64/02 P, para. 42;
judgment of 08/05/2008, C-304/06 P, para. 66; and Audi v OHIM, para. 33
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DI TR T DHINERIC L > COHRHE SN D LD THH5E LTHWAHTA KT
42 2.2),

CTMR % 7 Z(D©@1F, Wi 5 FLAIPEZ DUV T, HFERGEEDS, HFEICAR 2 P4
S USRI D IO E LT DI T a0 & Bl AR ERIGER T D
X 9 7285803, Ftiki(descriptiveness) Th D & L CHEMaE 72 562 L AR LTV D,
BIZIE, PSR OE, & OFHE, BRY, fEE, KESEEBICEBTLI L0
Thb, 127170, BRIBEE-CHEERRIEX CTMR 55 7 5(DEIEEY Lz, R
L7 DB 2 )7 E LT, MOFHEEMMENT 2 mlRetEd & 250k 22 HEEIC DWW TS,
MEHEE 52 DRETIHRNEWNI HDOTH D, 72721, BEEIL, TOHGENEEC
RS TWD Z & AFFAT 2 0EIT R 0, IR 2 5072 FIFEIC DWW T,
HFECOBMER LT D Z & 2R 7200 Tl R IR LW A R
74> 23.1.1),

Z LT, HWroRILE 72 25D, FEEICEEESIN TV, S F—Ry hOU =
THA N CEOREN R ETCHER STV DHEIRH -T2, ZOHGER K
HZHEfE ST D HlvE(ordinary understanding) > 58 Z E N TEX AW A KIA
> 2.3.1.2),

CTMR % 7 (D@2 TIE, EICpgE b, IBRAMICER SIS Lo ItoTcE
ERLRBUTIEM L D Z L AR LTS, IEHMICER SIS L 91272 - 7= 55T,
B IS E N B RO ERHECRHE LIS DD v b o THY, b EEnEHE
WEFS TV o B E AT 256N SUIFEMAREZ B A, Ziuz kv
P HEEOICEREND X 92 aigiE LS T 5, 20w, CTMR % 7 %
D@ITIEEMICERASND L2 o M7 ELST 25603504 KT 4
2.4.1),

CTMR % 7 £)@IZON T, YRREIROBETH Y, EEROERIOEIC
P OME IR T 2RO B B2 555G, @RS OTRDPENI 72 R 2155 72
DIZBEIRTAR D 735 72 D356, QDM SEEIZ2E L 5- 2 DR D AN 725
BE, BETAHZENTERNE LTV,

70k, REFEHELEIX, EU NO—EOHBRIC DALY T 5558 THIRMm I 5
(CTMR %5 7 5%(2), 574 KZA > 1.1),

DT CIE, HFERHIE & BE MR ORI —ME, HFEICIRDHEERE W IR ERE & Y
P 25 L U2 B USRS & DRI & I REd T 5,

=
N+

5 Judgment of 29/04/2001, joined cases C-468/01 P to C-472/01 P, para. 33; judgment of 08/05/2008, C-304/06 P, para.
67; and Audi v OHIM, para. 34) Gudgment of 14/062012, T-293/10, ‘Colour per se’, judgment of 12/07/2012, C-311/11 P,
‘Wir machen das Besondere einfach’, paras 23

6 judgment of 20/07/2004, T-311/02, ‘Limc’, para. 30; judgment of 30/11/2004, T-173/03, ‘Nurseryroom’, para. 20
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(2) fEHPEE & HFEPHIE & OFEIEIZ DU T
(2—1) 4K PTEENM:
Pt & HRERaRE & R 2855680, AKX VB2 85 LI L1506
AQAR

(2—2) PAREE BB
FHRE PR & A F RS & A3 E— TR T AUE e B 720 & RFICHHEE L 72 BUE I 7208,
RO TWDEERDOK ST D B TV — B ROV TREEMER SR, £
DEFRENFHIIEE BT D HD Lo TS EE] (CTMR 5 7 5:0)EHY, FHS
NI PEREN BRI EZ BT HHDE RS TNAZ ERMETHY, oY, HFERE
ECTHDHZ LD, HFERE L MEHPEIE L IZFR L DO THHRETH D EMRINTX 5,

(2 —3) FAELYE OB
GRS FTREZRPIAT L, S SNIpETHL & L L, FLI R RH N m— g
IR E L TN 58,

(2 —4) FETORH N
HRRERALL, TRED L O 20856, FEAMIER & HRRRGEE & (3R — &3R80 b /e
ELTND,
W HRERGEE & PR & OMICEIROER & 296
W HRERAEECATRE L 7B & AR S ATRE L7 & ORIICAED D 5556
B EEHRGEDS, HRRRR OO 2 MR T2 b D TH LY

W FREDOY AL, L ITR6R0NE LTS,

@ HIRERGEE & EHIRGEE & DRICRSCF &/NCFDIEN O 556

@ I HPHIE & HFERGEE & ORICEAE DB H D55

@ PR & EHIRSAE & ORIT, PIEORECCHIR—TH 57y, K& SOME
INFIR DY

(i - ABC & ABC, ABCD 0B )

728, FEROEREE LY b EEARDOIL, FTOMHL TOAPEEE OEWDS, HIFERE
ORI D & HE55 E 72> TWBHNE I TH 5D, OHIM TiE, FHnHEL TW

7 Article 7, 3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the
goods or services for which registration is requested in consequence of the use which has been made of it.

8 The Manual Concening Proceedings before the Office for Harmonization in the Internal Market (Trade Marks and
Designs), Part B Examination, Section 4 Absolute Grounds for Refusal and Community Collective Marks (Remaining
issues (geographical indications, 7.1 f till 7.1.1. acquired distinctiveness, disclaimers, observations by third parties,
community collective marks), URL: https://oami.europa.euw/ohimportal/en/manual-of-trade-mark-practice, 2014 4% 1 A

31 HARsR, LAFRL
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HEEEHEOFEATHY, FL Bei N\ o—va U Tidky, &) ZEEpE
FEE LTS, b LD & HFEICFR 2 B & OEWDS,  HFEIZER 2 RO
B A sk I BRI  Th 2 5A1E, E O AIXHEEREE O & A 7r S
%o

LMo T, 1EHENR T 4 NSV EZ DIRECIIMBEE 2 57200, FHLLR
574y NEER LTV XD 7251, HBERGEOFEH & ixAaeshd, HFET
fEHE & 722 %, HFEREIZE O E Nz MR (device) ERIZOWT B TH D, £0i8
NS NTE DRI D8 5553 Th H%5E1%, MR EIEOHEHTIERnE S
n, fEEns,

(3) FREmIsSE &AM & DFHEIZ OV T
(3—1) A ATREM:
HIBRICER D FRERS SUIFRERE &, B L T2 s SUIREs & 38R 5 56,
AN K0 @A 2R LIz L I3 b & LT, R & R DAt d 5,

(3—2) PEEE BB
HFEIZAR DR ER M SUTRERS &, I LTS X3S & MlR— Tl
X725 720 ERRCHGRE L7EEIZ 20D, RO TV D EEROR TH 5 psin T —
B ZAZ DWW CRGREDME T S FE R, FORES SR A AT 5D Lo TND &
] (CTMR B 7503)9L H 1, RO TWBHEEEORIGR TH HPEML T —E 22>
W) LY, HBEIRDIEERGM UIFRERE &, B L T 2850 UIE & 23
Al —THDHRETHD LN TZ 5,

(3 —3) FAEILUE FOFHR
HIREIZ AR D i ARSI BT 2 H T iude 52 (=== 71 1.3),

(3—4) 5FAETOEHN
HFEREEAIC X D &, HFEICAR D REM N L LTV 20880 & OZR1’H D54,
LLFD &9 GBI fiifi s g & 0 RfEZ R L T D,
OWTHIFERGE 2 L2, FEEIC TR Lt L CHBEL =567 8)
B FEAELB) EFE—OREMIIMZ T, AL TR0 iEnA) 2 EEICREE L
a2, MUZHOWTHIBERGEE A L Qe s, FEECIE T 12hnx
T R RO L2567 &)

WZ, FRLOT—RAIHEHE LT B E LTV A,

@ HHMEH D MRS ZREEICFIHE L7256 W2 0E, T v Vi
@ EHHLEARELO B EE I, HOFEH L TRV EEMG(C) ZEEICH
L7 A WA 0E, Mt T2 v I OW TR 2 L Qe 2s, FEEIC

9 Article 7, 3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the
goods or services for which registration is requested in consequence of the use which has been made of it.
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(T T & TREEAARAR) ARCHE L CHIBR L 725 a e &),

¥, TOEMBLELTL UTDLBY THD,

AL, CTM HFEIZHR S REaih-oth— B R ICBHE L TV iudZe 70,

il S HHFELZ AR 2 R 0 — B RS BEE L TR T AURWT 720y &0y 9 D DSk
N—ILTCh D,

YO, FERE D SI—=LTWAN, B, ERE D/ S—L7R,
AR DfE R IEER AL 2 1 S —F 2008 LIRS, FHEMEGEDAME L 70D,
I ST W FEEIZFEE S 2 7ak 3 D T O OF Zhi B &
IbDONB D, FIZIE, FrEDREmO—ERH 2 KT —RAIHREIFF T SN DA
H5,

2B, BREORMAIZ L > T, [A—EOHWGER S D 2 L1370,

(4) FRI1) DM EHEIZ DT

RN 1 ORI AR O IARR G T2V, =2 77110 1.3 (2, BRI
L OFRI N AR U= 2 & 2R T 3HILC W, S0 k) RBUSICHSOTHETH
X RDNZET DR B 5,

(4—1) AAYHEPH

AU, Yi%~— 7 Bkt E T HARPubliIZ BT 5 H O TRIFIUIR LT, i
%, FEEREM IHEERBIC L VI S5, PO EIFEORE S AR E X5
ETDGELSONE, BEM ST TR E R TRERR S 4, — A7 ARl R
mINnHEBEXOND, Bz, F1HEOEFMNE, B EEE R RS TuiuE
T, BARCHCEH e EIE BRI SN TV ARERH H (v =T L
1.3 [To which (part of the) public must the evidence relate?] , 42 H),

HFEAFE AL, 8FEFHE UC, In Windsurfing Chiemsee F/HC108 &109/97)
T TND, ZOFEMITBWT, BRINENERHIFTE, RIS X > T B e o
NEGH5E DR HONTOIRHEZRL TS, T70bb, Th LARHERZ
MR, BET 527 T AD AL DLLN, FFEDEHENHHTWDREMLE & 2 PaIE T
A LTS LEERT DAL, £ DORERERD T2 O DLESAFIIRE L2 T U7z
B PR LT,

(4 —2) HugHipH
B, HHRBERAR, B0 U370 £ 9 2 Bl i (simple

10 The Manual Concerning Proceedings Before the Office for Harmonization in the Internal Market (Trade Marks and
Designs), Part B Examination, Section 4 Absolute Grounds for Refusal and Community Collective Marks), URL :
https‘//oami.europa.eu/ohimportal/en/manual-of-trade-mark-practicem, 2014 41 H 31 B, LLFREILC
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mark), SUFHIZRL 2B/ T X720 K9 ZRIER I MR D\, KIKEU
PIRTHBNNN N E SNAT, FHLE LTIE, EU &K THEINING 5 Z & A2R
TRENRDD,

72, EU 2T ENDSETH - T, HHEREL UTFEERE Oz 5
NTND LR LD THLLAWIAIE, FFETRIIN, 2 Ea—X0HofEnX
IO 572 )b, EU RIKTHEBIIING 5 2 L 2R HElR S 5,

72721, EU NO—HOMSIZIBW TR 285 LT Z & 2R L CTh -
TH, ZORHWS EU 2KISERN D30 5 & GHRINHTT 5 Z LB TE 5D TH
L, —EHIE CORHLTH K (=271 1.3 [Community as a whole] , 41 &)

HFARER AL, RFEFHFIE LT, In Bovemij Verzekeringen NV X/ Benelux
Merkenbureau %/ Case C-108/05) %27 T\ 5, ZOFLHTIBNT, FRINFESH]
FTIE, 845 U7z B S OBI DD TR s ek 2§ 2561, INREREROS
DT> TEOBBINIDBHENL SN TN D Z EDFETX 28580 BEMATRET
HHEHIRINT WD, LIeD- T, HAMITIE, —HOMED - TORMAI I HS
WG 5 Z LITTE 70,

(4 —3) WeHAYHEH
filE A D B 2212 DWW CERARIY 72 37200, RaREOfE & & 2 o MR
HWMEZ AT 5 & SND, FHVERTT 256, HEH DXL LRI H B 5 A X
Y NCHER L W2 7eOIEH OB A OE RPN EZETITRNEE X N5 X572
GBS, FEAZG LR 2RI _X&EThD, LT, ZTOMERH I THL Z
EBAHLTRTUEN D H(~ =27 /1 1.3 [Length of use] , 43 H),

(4—4) BEEDOBUL
HFEREEAIC L D &, REa-CIHE SR, Biatitoilb ERIND, 7
T A TR D DR S N, FELE U COERAT RN E S
TWb, LnL, 2OV 7T A Y —0OMSIMEOREEIZ L 0 Z 08013872 5,

(4—5) JREOHI
7e EERPIAEFICE LTI, FRERI SUIIEERBICET 28T R T 2 E L URE
RIFUTZR bR, BIZIE, a—e—ZfEE L CHBE LSS, S eikicBEd55e
EERIRE DB T Th o TR by, HEAE, —MRAREDETISORE S AL
(R L, 0% EEITFEMR—ATEHET LB FELY, ZLT, ZhboTX
TORHUZEEH OGRSV TWAMERH D, ZILOOFHLAZ NI E, flFr
\Z5-2 DRI RE 72 5(~ =27/ 1.3 [Turnover and advertising| ).

(4 —6) FoEBHEOBR
BRI BRI 72 E RIS, FFILE U CIRHIZATRETH 2 (Tt ),
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(4—7) Zofth
FEHCTE ZFHLE LT, CTMR 5 78 RICEENHHH, BRI, ik
AT o — N, BOIEOHEERIKROMORE, oF, ~r7Ly k%
I, GE bR R, REFBNKTT DRI, BRERE I DREEER En
AH(~==7, 1.8 Nature of evidence] ),
2B, MR SWTE, FOV T, KV OH D HOTIEARL, AT
L 7R K BBl e fh G R T il Ze 572 (=== 7/ 1.3 [Opinion

polls and surveys| ),

D HIEIZDONT

HFEAE, PEOERE(T v — v —oy 7 — V) OF LA R 9 & T
b5, FEMNCRRDEGEOBERITER IRV HRERGE & LTI 2 2387
HHDTHDLYE, 0L ) EHUIEE I/ (=27 1.3 [Manner of
use] ),

7, HEICRDEED, N Av—TCHBEAZRT L0 R4 S/
AR L D7, X VEHEERRO I Th D L O AL, AN HFEIC R
BEEOHE RIS T 208 ) OEENNEE L e H(~ =27V 1.3 [ B),

HEEZOEHIZ DN T

E At Sh ORI, HRE B CBEICHESL S TR AUEZe B 7RV, HIFEH LA
PRI BT S O TIEAR+S T%é@ﬂqﬁwm1mwwjﬂ7777%3ﬂ

HHE B DRI SRS, EEho BIZBW GRBIDMNFE L= 2
Zad LA L@ ER 70w, R A DI ORI EE 3 HREILE,  HEH L;Lﬁm
HARIC B4 2L L 0 IR S5, FEWSY RS HAF S HFER & Ofgiz 0 e, I
FAZEERPFE LA, EDOL<BNEWHE, EDL bWEFIICER 72D
MBS, HEBIGDWVZEERIND, 728, EOfHUI L > THHFEA L
IO AFEIH TX 20 EA1E, 25 OFHLMIEE S,

(5) FRI DA A b3~ 2 FLVERE

AL, HEERIZBRICIERS L TV O MERH Y, IBIT, BERaET S HICEK
WTCZEDMBINDMRFF SN TS Z ERMBETHLH(v == 7/1/ 1.3 [To which point
in time must the evidence relate?| (page 41)),

=2 C, HEEREEAL, 8FEFHIE LT ECS, C-299/99 ‘Philips/Remington §+4: %
TS, 2T, BRINERESHIPNE, TR HREO RS (HE H) C B Ahps fh Ok
B % FF> L \715 e sd, £oH ﬂﬁ?rﬁunu DN NI ERDTRIE ST RER TR
B L Wi ben ) PR LT,
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(6) &kt (BhHEZSF)

<PalEgH~—=7/ 1.3 Acquired distinctiveness (Article 7(3) CTMR) G&5%|

HO%ER (8 7 54(3) CTMR)G&E7) >

Article 7(3) CTMR provides that
‘Paragraph 1 (b), (¢) and (d) shall not
apply if the trade mark has become
distinctive in relation to the goods and
which
requested in consequence of the use which

services for registration is
has been made of it” A trade mark is
distinctive in this sense if it is recognised
by a sufficiently large part of the relevant

public as a mark of one single trader.

The
distinctiveness of colour marks are not

criteria for showing acquired
different from those applied to all other
types of trade marks. It is not in itself an
obstacle to the finding of acquired
distinctiveness if the fact that the colour
has been widely used, or obtained a
market recognition, 1s due to a
monopolistic situation, that is, that the
CTM applicant is the only supplier of the
particular goods or services, e.g. in the
field of telephone or postal services (see
the ECJ, (C-299/99

‘Philips/Remington’, para. 65); however,

judgment  of

this must be the case in the Community
as a whole and not just in one Member
State.

It 1s important to note that:

* The evidence of use is to be assessed in
order to judge whether that use has
produced a situation where a mark which
would otherwise have to be refused on one

or several of the grounds listed in Article
7(1)®b), (), and (d) CTMR has become

CTMR % 7503, % 11 Db), @KW
(DI, Bk KD TWDRE IR
WCRREAME A S-SR, DR Hs ik
BMEEZHETHED LTS E X1, W
RAanzung EHELTHWS, BEiEicZo
B CHAIER S 5 & S b o, BEfgT
DR D AN TRE 70585 D3 E DRsiFE 4 B
MOBG[FEOMERE L L TR L TV DA
To D,

CONERE NG ) 2 145 LT= 2 & & FE
T HHEMET, FOMT N TOFHADPGEEIZ
WH SN EELED LR, ZOMEN
IR EN TV D TS TRk & T
WD WD FFEMERPRIIZ L D D,
bbb, HERRGEO AL, #I21L,
FEE IITEY— B 2R DOSEHC BT, K
TE DR X IEB OME— DG E Th o 72
ELTY, AR, #inESsn
e ERESINDEE &1 6 W(EC,
C-299/99 [Philips/Remington| , /X7 7
77 65 DYRESR), 72721, 2D i
—IRREZZT T <, BN LREIRAkZF
WTEEY LTV T U Ze 570,

UTORICEET 2 LNEETH D,

- ZOHHICE T, AKiT CTMR % 7
ZDb), ©, KNDIZFeH L —2k
DI HA TR S 11D ~ S FEEED
N zGD L2 IRn bl siieny
AW T D712, ORI FEAMR
SNHRETHDHZ &,
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distinctive. It is not simply whether and to
what extent there has been use.

* The use must be of the trade mark
applied for and not a significantly
different variation.

+ The use must relate to the goods and
the of the CTM

application.

services subject

» Only objections under (b), (c) and (d) can
be overcome in this fashion. An objection
related to deceptiveness (g), for example,
cannot be overcome in this way.

7b which point in time must the evidence
relate?
The

distinctiveness at the time of filing (filing

mark must have acquired
date), and the distinctiveness must still be
present at the time of decision on

registrability.

7o where must the evidence relate?

The examiner must bear in mind whether
the ground for objection exists in the
whole of the Community or only part of it.

Community as a whole

If the objection is based on lack of
distinctiveness of a simple mark (e.g.
single colour, simple geometrical shape, a
single number or letter), or very complex
one that merely decorates the product, the
objection would almost always concern
the whole
examples is not exhaustive.

Community. This list of

If the objection concerns a language
which, in relation to the goods/services in

- Z ORI HFE S 2 BEIEIC OV T O
LOTHY, FELI A RLZNN)Z—T 3
ThHRWZ &,

- Z OfER D ILFAPGEE O HFED FREIC
DWNWT ORI L OEBIZEET 56D Th
HT kL,

- (b), @KLONAIZHA < FEHEERE DA,
ZORY FTHERRTE S, flziE, (@oik
PRI BB A HEAEF L, S DT
AR T X720,

G Z78 LD B DREFIZ B L 7221 #UE 7R
5720073,

o X RERE(H R BOISF) A2 JE 15 L
TWRITIULRR B\, F72, EOFkN1T)
1%, BERFTREMEICBI T A RE DRERIC B A7
FEL TWRITIUTZR B 7200,

AR E & ZICBE TS & D TRITIUEL 5
R0,

FTAEE, FEHEFE R ORI He [F (A 2tk
TIEET DD, T DO—EBIZDBRFLET D
DY Z SIRICED LT IULR B 720,

BNty

FEAEER R S HL A T () 20, B, f
7R3tk BB X350,
& DUMTHRL A A 5 720F OIEFIN R
D DRSO RANZFESNTW DTS, £
OIEAEFHIT, 1FE A EDHE, R4
RIZEADLLHDOTHAH, ZZIZHTF
Bl U A MIMHEFERYR S D TRV,

PEAEFEH RIS 55D TH - T,
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question, i1s well understood throughout
the (e.g. English
goods/services in the computer field) the

Community for
objection will likely extend to the whole
Community. Similarly, some words are
almost universally understood
irrespective of their language source (e.g.
extra, vino) and the objection would

extend to the whole Community.

In such cases the evidence must relate to
the Community as a whole and not just a
part of it.

It 1s, however, possible to extrapolate
evidence from one part of the Community
to others. If, for example an opinion poll
shows certain results arising from a
particular extent (amount and time) of
use in one part of the Community it is
reasonable to assume, absent good
grounds for taking a contrary view, that
the same extent of use would have the
same consequence elsewhere. In such a
case a further opinion poll would not be

necessary for each part of the Community.

The Community is taken as a whole and
not merely as an addition of the territories
of its Member States. This means in
particular that the evidence must relate
to all the relevant (territorial) markets in
the This
require a prior determination of the

Community. will generally
relevant (territorial) market. This exercise
involves an evaluation of the goods or
services in question and the relevant
means of distribution sales and sales
promotion. The relevant markets will

A AT AV ANEESEi T N2 G R A e
XN O THLIGEW L, 28
2 — BT DR D BEE), fHi
B L RAR IR L SSATREME &V, [F]
RIZ, WO DOHGEITEERIZ D 5T
FTE BB S B 2 0E, =7 A KT,
v /), fEREERE IR FEIAR IR L5,

FD XD IREA, FFTEEAR SRR
HTAH5HDLE L, FO—HOHRIEEST S
HDOTHo IR BN,

7272 L, FEEURD B BE 5770 B oE sy
DOFHLEHEE S5 Z L IFARETH D, Bl
I, R CIERD & 55T B T D
FeE OFFHE K QD OFE AN 726
SNDRFEDFERIREIN DA, FkFD
EZ T HRBERN W HIE, it
DT b [F] CEPH O 2> 5 [ U503
BOENTNETEA D EHENT D 2 L3
Tho, £DXI7054, LEEROEE
TEDICHFRTAEZIT H MBI T & Bb
5,

HERITEEE L TE S 2B, NEE
OETEHEIZAMLEZE T L0 Tk
WV, ZOZ X, BRI, FELIEFEIRN O
T O B (RIS T I S B L e L AU
BRI EEERT D, kIS, 2
13 57> U o B (FEIE) i35 &2 R E 3 5
ERH D, ZOFEMICIT YRS XIS
DR &, Fm ik se & OMRGEIEE D BEHE T
Bl , BEETSHIT %I, FEOEE
EVXBR O AW EI CRER S D, RIFLE
B ERE L T2 T T B 70,
VT LH 25 LehmEnEino FALEk
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generally comprise territories irrespective
of national boundaries. The evidence must
relate to each of the markets, but not
necessarily to all of the sub-territories of
each of these markets.

Part of the Community

Where the objection relates to part of the
Community only in accordance with
Article 7(2) CTMR the evidence need only
relate to that area. While this generally
arises in respect of word marks with a
limited linguistic understanding it may

also arise in relation to other marks.

What has been said above about the
in the
Community applies mutatis mutandis to

relevant territorial markets
the relevant market in the part of the
Community under -consideration. For
example, where a mark is descriptive in
the Finnish language, the evidence must
relate to the territory where Finnish is
spoken or understood, but the evidence
need not necessarily relate to each
individual region or subregion in that

territory.

To which (part of the) public must the
evidence relate?

The evidence must relate to the (part of
the) public to which the mark is
addressed. The starting point for this
exercise 1s the list of goods and services in
the application. Unless these goods are by
their nature addressed to specialists or a
limited public, the goods or services are
taken in their ordinary meaning and will

generally be addressed to the public in

DT XRTCICHETHLOTHDLETR
VY,

HEJFIR D

CTMR % 7 5N L1223 - T, EffEFE
LR D —EO I BIRT DA, REL
DEE T D BN B D DILE D XIFD I T
HbH, ZOLDIRPIT—MIZ, SiEOH
FRISIR BV D SCFAREIZEA L TA L 573,
OB L CAEL DAL H D,

LA O BIHE$ 2 fEI O 2D T
R L7, BET o EREROES T
BT HBEETHICER NS, #lzIE, &
HIEZEINT 4 T REE TR TH D45
B, TOFHULT 4 T v REBENFEEIND
DERAE S A D AEIR & B L 22 U B 7
WS, ORI LY, EOREENO
il 22 D HE S F Nk D 2 U BaE g
DHILETIRN,

AT & DLSR( DN BT L 21T 4UT
TRERUD,

AEHLE, AEEESS &3 B AR(DHES)
(R L7210 duiE 72 B 720, S HFE A
%, HETORELLEOEE —EThd, =
O DOPREMNZEOME |, HMAZFUIRS
NIEARZE G E L THWDDTRVIRD,
Z DR GH SUTEES 1T E O OB OFEFH
WCHfE S, ML CARENSG T
Lo LIzidoC, % 1 FHoRhIix—mcpE
EME S, SEYRLITEEF 2RI
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general. Thus, while products in Class 1
are generally intended for the trade, food
and drink products are available to
consumers generally.

The evidence must further demonstrate
that a sufficiently large part of the public
has the requisite knowledge that the sign
constitutes a mark (even though its source
may be unknown). It is not possible to
give any fixed percentages in this regard -
this would limit the available evidence
essentially to public-opinion
Rather,
whether, given all the evidence produced

surveys.

the examiner must evaluate

and the inferences to be drawn from it is
likely that a relevant part of the public
addressed 1s aware of the mark in the
sense mentioned before.

Nature of evidence

It is a matter for the applicant to decide
on the nature of the evidence to present.
While Article 78(1) CTMR lists some
examples it 1s not exhaustive. Examiners
must be prepared to accept opinion polls,
surveys, statements from the trade and
consumer organisations, articles,
brochures, samples, evidence of turnover
and advertising and other types of
promotion, of successful prosecution of
infringers, of trade mark registrations

obtained, etc.

Assessment of the evidence

When examining and deciding on the
amount, nature etc. of use necessary the
examiner must bear in mind the nature of

the trade concerned, the manner in which

flksns,
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B DB S EIR OB R TE O 438
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TRTFIUTIR B0,
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the goods and services are provided and
the relevant public, for example, whether
they are specialized or for the general
public. The extent to which the trade
on the face of it, lacking

be

mark 1s,

distinctive  characteristics must

weighed against the evidence provided.

Opinion polls and surveys

Well-conducted opinion polls, namely
where the questions asked are relevant,
and the

interviewed 1s properly chosen with no

and not leading, sample
inbuilt bias are particularly persuasive.
This applies in particular to such polls or
surveys when they are carried out by
well-recognised

independent and

organisations or institutions.

Trade evidence

Evidence from independent trade
associations, consumer organisations and
competitors should also be given weight.
Evidence from suppliers or distributors
should, generally, be given less weight.
The degree of independence of the latter

will influence the weight to be given.

Turnover and advertising

Where figures for turnover or advertising
are supplied these should relate only to
the goods or services in respect of which
registration is sought. If the application is
for ‘coffee’ the figures supplied should not
relate to ‘food’. In order to provide a
context for assessment of such evidence
the applicant should give a general
indication of the size of the relevant

market (Community or part of the
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Community). It is desirable that the
turnover figures be segregated on an
annual basis. In all cases the evidence
should show when the use commenced.
There must be pre-filing date evidence.
The greater the amount of use the more
weight must be given to it.

Manner of use

The evidence should show examples of
how the mark is wused (brochures,
packaging etc). Use of a substantially
different mark should not be given much
weight. It is sometimes the case that the
use shown is of a sign which, while similar
to the mark applied for, is in itself

distinctive. In such cases the evidence
should be disregarded.

In other cases the evidence shows use of
the mark applied for as part of a more
complex sign, frequently in association
with a ‘House Mark’ or more general
1dentifier of the applicant. An assessment
has to be made whether this constitutes
use of the mark applied for.

Length of use

The length of use in addition to the
amount (volume) of use is of particular
relevance. Thus the evidence should show
the commencement of use, unless that
information is immaterial because the use
has in any event begun long before the
filing date. The evidence should also show
that the use has been continuous or
indicate reasons if this should not have
been the case.
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Post application use

Acquired distinctiveness must have been
present at the filing date. It is not enough
if it was acquired after that date. To rely
on: CFI, T-247/01, ‘Ecopy’, para. 36, 37.

Evidence that was collected after the
filing date can only be accepted inasmuch
as it is sufficient to prove that acquired
distinctiveness was already present at
that date. Evidence which relates to the
after the filing date of the
application will be admitted but given less
weight than that which relates to the
period before the filing date. The distance

period

in time between the filing date and the
date to which the evidence relates, as well
as the time factor (how long and intensive
was the use before the filing date?) will
have to be taken into account. The closer
to the filing date the more weight should
be given.

Where none of the evidence shows any use
prior to the filing date, the evidence must
be disregarded.

Indirect evidence of use

The evidence may consist of registrations
obtained in a Member State on the basis
of acquired distinctiveness. Unless there
are good grounds for discounting such a
registration the examiner should accept
this indirect evidence.

Publication

If the mark is accepted based on Article
7(3) CTMR, this information must also be
published (Rule 12(1) CTMIR). This
applies also where the evidence 1is
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indirect, that is based on a registration in
a member state as a result of acquired
distinctiveness.

In practice the publication in the CTM
Bulletin is done by using the INID Code
521 without any further indication or
explanation.

TINERETZR SNIBREIZHES HEIT D
HTLE D,
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5. 3 ZEEHE
(1) B

WA RN LT SN RIE T - Th, HBED HEIOEH S TS Z LI
LN L T LB ATRETH D, PofFIE, HFRICER 2D Pk & 135872
LEETHM SIS Z EDAHEL Sh, RAQRDEDZISHRININR <, BhEHE# O
WA 52 ROVREOZER THITTFA SND, £z, FREMMSUIFRERS &
T AR D i ST & DBRIZOWN T, SEARRNCEERIEE M U 7zpa s U355
(ZR> TR Z RO D NE THDHEWVWIGE L D,

(1—1) FAIMEIZRET 2 PatE BB

PAREIEER 1 5:(D) Wz, TP &0, BIRERIC X VKRBT HZ LM TE S
TR T OIEH(sign) TH - T, b D HEDORL T — B R ZMMOFEDRENL T —
EZMOHAITHZENTEDL DR, | LHESNTEY, FiEE LORE &I
(a) 1RFBEA(graphic representation)iZ & VW EFH XD Z &, KOb) #5124 LT
WD EREE L e s TN,

Z0 BT, AcfE R E & U CREERIES 8 SRANERIT b, FI) A A SRV iR
FEERTE RN E LTS, BIEES 3 RICBW TS BAIVTUV DB ERTE 720 iR
X % 1 FQOEFET- S 72 i sign) (A (D@), (b) #BI1E(distinctive
character) |2 KT 2 PEIE(RIZR(DD), (© pEfm L idV— e AofsE, W, 4K,
&, Ak, JRpEHL, ARERSE U <33R SO L <Xt — B2 02 oofth
DR FT T2 OIEG | EARSLD Z &N TE DI I FE R OIS 72 5 patE([F S
(DE), (@ H5| EOBEAFERWTE L IEAIE/RD DML L= RgIEE 2B T
END L7825 T DI U RO I G 72 5 (R Th 5,

2120, MRS HIZPEEEDS YRR RN S, T ORERIZERIISHD M2
ALTODEEIE, BEFTEE L 70 2 FEIRES 3 S(EH),

(1—2) FAIKME FORE

PEIESEA A R12 [Examination Process] Tid, PEIEESS 3 5:(1)(@) 5 (d) A OMHE.
HIBHTDFEDTA X AP FH I TN D,

PAREVESS 8 Se(D(@IZRE LT, REEARIZ X 0 RELC X 22U EROU L B s ih & X
BITCEARVVEGRREEY L, A cBE L AL, Bz, e Camk 2pEhe LTonr
BIAERT 2560 X512, BEmO—BAHLL EOBEWEA RT3, BpEGHh%2XnT
XD LWV BEEOVHADHEREZ A SRS ONREETHEH D,

PARES 3 ZR(DMITRE LT, TRIAMEZ K < Rt (2B 2 IR/ E R 372\ a8,

1SR HP SMNEEWIMEERERI RS 58E  pEERIE HASERR, URL:
http:/www.jpo.go.jp/cgi/link.cgi?url=/shiryou/s_sonota/fips/mokuji.htm, 2014 4E1 H 25 H#R, LAFRELT
12 Manual of trade marks practice The Examination Guide, 2014 4F 1 A 25 H#&3E, LAFIEIC,
http://www.ipo.gov.uk/pro-types/pro-tm/t-law/t-manual.htm
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PR 3 SR(D) K OTFIDIZEEY LR FEHE Cd o T A SR D72\ FHER D8k
I T DD ORETH D Lt N TV D,
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13 Trade Marks Act 199, URL: http:/www.ipo.gov.uk/tmact94.pdf, 2014 %=1 H 24 H#R, LLFRUT
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72K, MOBERO—FHTEEEHHEH EINDHEDLBEICZANTEY, LT LD
BARCHEH L T AR E T2 E LTS,

ZDOX I RYE, PERE L R STV A OB W TREBI IR W DT
HIUTHEILZ2 D, MOEROEHS ORHANIN O LGB E 25, ZOLH 7
YielL, r—ANA r—ATHWr s 5,

B2, HFCFORILTT TLOVELY] (bhkdn) &\ o HERRGERIC R L, R
2% [SAUVAGE/Lovely”] (ZBAFFD, FBEOXFII EBEOXF LY RESFRTH
LEIDFT HNTWD, ZDOL T, MOHHIED & LHpsiE & R S, o
FEPEFEIZXT L CED DB INZ BN TS HOTY, BEIIERO LD, T,
Lovely] BN T 7 R4 L LTRETE, oibla+mIichT 5B 260
L7 ThHhbd, ZOD, REIOEWREIIEL G X V(R EET A R
[Evidence of Distinctiveness Acquired Through Use] , 4),

T, MMOEEO—FE LTHEHAINTESGES, F—iZ@DR0ng e LT,
[QUALITY ] DOF3FaEgEE N A NI SN TWAU(RKBM), ZofliE, HiFE
PAREDS TQUALITY | T ER TEINTZ LD THH DI L, R, Q)
DTN Z L, MOCFAIHFEFEE LR U TR TE SN LD TH D, ZDOHE,
[QUALITY| OSCFAET—oORE L UTHH STV D L IEA72 S0,

QUALITY UALITY

7, O X S RBSCFO I % KICT-D iR IR 58 2 G- 2 72 R DI ZRAE,
7 LT L72SE ThiuL, MtEOREELET 560 TIIRS, ZOREDER
FIHETE D & LTBEE R DBIRZET N TV D FEIEFEAE Y A N [Evidence of
Distinctiveness Acquired Through Use] , 5),
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W HREREEE & R & ORI EROFLEN D D56
W ARG ATRE U 72 & B PR A RE L 72X & OITHED & 555
W R & HFEREE & ORIIZEBZOENN D 55

14 Manual of trade marks practice The Examination Guide, the chapter of “Evidence of Distinctiveness Acquired
though Use”, 5 Use of the Mark as Part of another Trade Mark, URL:
http://www.ipo.gov.uk/pro-types/pro-tm/t-law/t-manual htm, 2014 41 A 24 B, LIFRIC
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(3) FEEmEsnSE L RS & OFHEIZ OV T
(3—1) fEHaDFTEEME
WEFFHT R OHBERELAOWT NG, MR D FEERSUTIEERE &, EH
L CW AR TN D56, WA BT LTz S 13V 2720y & U COY R HE
N END Z ERHDH ELTND,

(3—2) ML O
HIRRICAR D FEER AL SUTFRERS &, M LTS il XU DR —PEZ DN T
FRZARD L2 RUEI L7220y,

(3—3) FEELE ORI
< FESL UL D[R — M2 DN T >
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DWW LTV S ITEED B, 7272 L, FEHEH L T AR5 0,

O OBREOFPATHM L T2 LRBOBNDEE, EBEEORnEZ R L THHR
FRE TR DBINET TV D, BARRIZIE, ez [EhdE, ~r, &R, v+—b

Fy—hK, AT—=TN, £, TAI)Xy K] ORI L TWARHLE R LT
Ue, e [EE] ELTHRH b5,

(3—4) FAETEH
HERFFT M OHFEREE ATV G, HFRICRDFEERE M & L V0D REm &
DERNG D56, LTO XD 813 asnsg Lo RiEE R LT\ 5,

B AR O FAEEOMEMA) ZREIGEH LI ma (BilE, Ty Vi
DWTHIBRIR 2 LTV, B

Z IRy CRcak L CHIRR L7246 78
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B ARG B) & [F—OramicinZ T, #H L TWRWaEaanA) & fEE Ciie L

72356 W 20X, MUz OW CHIFERE 2 L =28, FEZCIE M oz
T R bRtd L7=ma72 b))

W EEH SRR O—TB Z 52, 2O L TORVEEER(C) ZREEICRE
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708, PREOAEIZ L T, F—TEOHWEIISER S5 Z L1370y,

(4) FRIJIOHWIFUEZ DT

AR ) DFIW ELE IO W T, PR AE A A R [Evidence of Distinctiveness
Acquired though Use] (ZFIFHN TS, 7272L, 22

, ZIZTHEITLNTWHIEESH
Z21E, MR E I L, ERIRIEO EER OB |2 O B E A B U TGRS
MR SIND,

(4—1) AAYHEPH
ZDRESINFFEDFEZE N OIS TV DB LD TH D Z & & pahh IR BEE
T DIHEE DKITONZ TGS TND LGRSO BV DA ISR E 2 7= 3 & ]
RUT=BID & 5 (In Windsurfing Chiemsee, C108 109/97), Z D41, Chiemsee
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15 Manual of trade marks practice The Examination Guide, the chapter of “Evidence of Distinctiveness Acquired

though Use”, 12.3 Goods/services claimed http://www.ipo.gov.uk/pro-types/pro-tm/t-law/t-manual.htm, 2014 41 H
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Bovemij Verzekeringen NV v Benelux Merkenbureau, Case C-108/05 3% %, ECJ
(3, TRSAEDS, IR A ORI S 3V TRBI ) 72 2 Rz 1845 L7z LR SN o 56 0
Fr] B RANZIERS U TR N D S Rt aadb o & L, LIchi-> T, —Hih
TR X T FR BN IS D < PSR GRIT T X RV (IR E A N TEvidence of
Distinctiveness Acquired though UseJ, 9).
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Distinctiveness Acquired though UseJ, 8).
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Acquired though Use]J, 10),
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(ERANAN

HVHIBHELTWD,

(b)  HIEREEAL,

D3,

72720, HERFFTIY, ERE ST TEZLDL I ENTEXRWIIEIERIC
EHRCEE LTV D K9 RE, Hie

’ QEQE/‘J’C ifdfl/\Z)), H‘L&)%MZD X

—IRANIE, ERIOBEHO FIEEZ T HBRICIRE IS E LT
HERFTIY, HREREES SRR b D L 7R A REME A Z BT 5

DNTOWTIE, I K VRS 28845 L7z 2 HlEr - DBRICRR VA E T

WHE LTINS,

B zIE, pEtE [YUKIGASSEN] %%
To BB D D, URLRHERT, AAGED
DN EEEZRTEI ST —LThDHZ LRI TEY,

1 THET, F—h

41 FHOHE Y —ERE | ZHOWTCHFE L
[HEE AEWL, 2, va ¥

A XY AUANDOLHDOENZBN TR AR =Y ThH D Z LR B, Ui
FHEILAAGE CEDAR—YZD LD EET AR TH D, T2, EENIZBNT,

[EE b (BBC) Dl — A_—Z [Yukigassen| &9 AT IDAR—Y DM
MENTWDEDELRDHZEHTEDL, O, FERCBNTZDATHKL

NAR—Y | IHEE T

TR TITARD, ZORAR—YRNEEIZEA INT-EES

1L, ZOEMEHBEY—ERZOWTHEHTS &, YUY, #HEV—EvAD
NEZ R L TWVAIZTERNZ EBEGKIIRO W E LI2FHITh D,

AR DA B W4 2 BT
HREH TH D,

(5)

(6) &kt

PR 145, [AESE 3 &k, LAt 1.3@WA SR

<PEtEHEAEH A F Evidence of Distinctiveness Acquired through use (FEfHIZ X 578

B OEEDTEHN(EEFR) >

The proviso to section 3(1) makes it clear
that a trade mark which offends section
3(D), © or (d) of the Act may still be
registered if it can be shown that, by the
date of application, the mark has in fact
acquired a distinctive character as a
result of the use made of it.

1 The Test

In  Windsurfing  Chiemsee  (C108

3 ROOELEXIE, PEES 3 &
Wb, ©@XFDITERKT HEETH > T
b, WA ETIS, ZOEENENZEEH
L7k & L COBRICRnIMEZ 15 L T
D LREAT 5 Z LN TE D5,AITIE, Bk
SNDAREMEDRH D EHRL TS,

1 FHE
Windsurfing Chiemsee (C108 &109/97)

16 0-411-13, Trade Marks Act 1994, In the matter of an application for Trade Mark Registration No. 2653570
“Yukigassen”, URL; http//www.ipo.gov.uk/types/tm/t-os/t-find/t-challenge-decision-results/o41113.pdf, 2014 4% 1 A 24

H Bk
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&109/97), the ECJ provided guidance as
to the conditions which should result in a
finding that a trade mark has acquired a
distinctive character through use. The
court found that:

“If the competent authority finds that a
significant proportion of the relevant class
of persons identify goods as originating
from a particular undertaking because of
it must hold the
requirement for registering the mark to
be satisfied.”

(Fg)

the trade mark,

4 Secondary trade marks

In Societe des produits Nestle SA
v Mars UK Ltd, Case C-353/03, the ECJ
determined that a mark may acquire a
distinctive character as a result of it being
used as part of, or in conjunction with,
another mark. There is therefore no
requirement for a non-distinctive mark to
have been used alone before it can be
registered on the basis of acquired
distinctiveness, but where such a mark is
used alongside another distinctive sign
the burden on the applicant to show that
the non-distinctive mark has come to be
seen as a secondary trade mark will be
greater, as 1in the British Sugar v
Robertson case, [1997] ETM.R. 118,

Where the evidence shows that the trade
mark 1s used together with another
distinctive trade mark it may still be
possible to accept the application provided
the evidence indicates that the sign
applied for has been used as a secondary

IZBWT, BN ENEEAHIFTECIHIL, PEEED
FERNC X 0 kB 25845 L T & ok
ZH 72 HTRBUCOWT, fHEtE R LT,
FHHIFTER O L H IR Lz,

[BEhE D & HEM D2 OFEIG D
N & ISPEEIZ K o TR 2NRFE O FZEIZH
KT DHHLDOEEHFELTND EFIEETN
D DG, E OREE LB kT D B
T ZTND ERIRSIRTIUTR B2V, |

(%)
4 “IREIREER

Societe des produits Nestle SA v Mars
UK Litd, Case C-353/03 (28T, ECJ I3,
NN OEREO—HE LT, It
B L CTREH S DR & U CRlhlvE 2 4
/T EenBHDERELE, LIZnoT,
R T D T2\ NMEFE SRR ) DFEFFIZ IS
THEEKSNDIITHFMTHEH STV RS
MUTTR BN ) BRIV, DX
D TR REEE S OFRRA S 0D & 2 el & JLIT il
HAasns8E, British Sugar v Robertson
FFH[1997] ETMR. 118D &Y, #5317
DIRUEE S “IRBIPARE & R Ta S D K9
(2722 TS Z & &Rt S HBA O AR
FEHIZREL 2D,

PR AT 1 D & 2 I D psikE & LA H]
SNTND ZENRHLZ X VRSN D56
13, HBRS LTV D EES N IRAERIPHEE & L
TSN TN Z &GRS & oT%EEﬁ
SN5H6E, HENZHE S D ATREN
B D, LIS, Hjl?ﬁézlfbfb\é*iiﬁi75>
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trade mark. Here is an example which
does not show that the applied for mark
has been used as a trade mark.

Mark Applied for :
YORKSHIRE

Mark Shown in Use in Evidence:

HARDCASTLE’S YORKSHIRE BITTER

In this case the word “Yorkshire” is
merely used as a description of the
geographical origin of the goods (beer).

Here is an example which does show the
secondary mark in use as a trade mark:

Mark Applied For:
LOVELY (for perfume)

Mark Shown in Use in Evidence:
SAUVAGE

“Lovely”

In this example the word “lovely” has
been dressed up to have the appearance of
a secondary brand. It is not just a
question of relative size. The degree of
descriptiveness is also important. Simply
increasing the size of the word “perfume”
would never turn it into a trade mark for
those goods. In this case, the presentation
presents the mark as a brand name for
the product.

Non-traditional = marks, particularly
colours and the appearance of the goods or
their packaging, often pose particular
problems. Such marks are seldom used as
the principal means of distinguishing the

PR L LT SN W2 & ZEE L7
WG 2R,

IR
YORKSHIRE

AEHL T 23RERA S V7oA
HARDCASTLE'S YORKSHIRE BITTER

Z OFEMTIX, Yorkshire] & V9 3CF
IR R(E—V) OB FERMOLHE L
THEASNTWAIZTERY,

LIS, IRERIEREDEEE L TR S
TN Z L 2T S92~

R
LOVELY (for perfume)

AEHL Al 2NRERA S U7 AR R

SAUVAGE

“Lovely”

ZOFHITIE, Movely] DOSCTF73fi Y SL
THhh, k7T ROSMEEE TS,
ISR R & & 720 ORETIE RV, FEibHY
ThHOHRELEETHD, Iperfume] DL
FTERELEZT TR, chizlo L
PASLODOPEIEICIEZ D 2 21T, ZOBE,
ROHY NGO T T R4 E L TO
WHEEREEZR L TWND,

IASKEI AL, Rl PG T2 Ok
DEF R ONMEIE, FRRl7efEE 7es, %
D X 5 7o AEEE DI PE G U IERE O | EoH
il 5 FEFE L LTERSNS Z
EIXD T80,
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trade source of the goods or services.

Nevertheless, they are capable of being
used as secondary trade marks. The key
issue will usually be whether the
proprietor has used the mark distinctively
to educate the public that it i1s a trade
mark. The most obvious way of educating
the public that such a mark is a trade
mark is for the proprietor to indicate this
in its advertising by the use of statements
such as “look for the one with the [bluel
wrapper’ or “you can rely on the
[description of appearance of goods or

packaging] to tell you its a [brand name]”.

In this connection, it should be noted that
the use of small letters “tm” in relation to
a mark with no trade mark character is
more likely to make an impression on a
lawyer than on an average consumer.

If there is evidence that the applicant
applies the same styling feature to the
shapes of a range of goods of the same
kind, this may assist in educating the
public that the feature has some trade
mark significance. On the other hand,
evidence that the undertaking produces a
large number of similar kinds of products,
all with different shapes, tends to point in
the other direction.

One means of signifying the trade mark
significance of colours is to use them as a
livery, 1.e. as a consistent colour scheme
applied to a range of products of the same
general kind so as to designate the trade
source. The use of such liveries for buses,

ZHUTH BT, IO ITIRAERIRE
EELUCHERT D ENTED, @,
HRARE L 22 5 D1E, FOMEENEIETH
DL BRI SR D 2O FTEHEE
FNEXBILTHEHALTEZNE > NTH
Bo TDOLXDIRIERENPMETH DI EEN
I ORI BB FIED, PratEs
ﬁﬂﬁﬂﬂﬂﬁﬁm%®%W%5LZiWﬁ
s X ATEEEOAMBLOF] & RiUE, Eh
ﬂ[77/k%]tk%ﬂéjﬁk@%g
AT D LI ko TURETINAE TS
ZEThAb,

ZOBETHETRE AL, ST
IRUMEERIZOWT/NCT tm) 2T 5
Z L THEEAEGI ORI AR EEE LY
LI THDAMREMERN BN L TH D,

HARE A 23] CAERE OO R D db il 2. THAK
2R CEER O R A 5 2 TV DRI 5 5
B, ZOZ LT ORI B DORE
BELELTOEMMPRS L Z & EARIZI LY
5 ETCERSIOWREMER S D, — T, FHE
NZIOFAL L% R TR DR T AR
LTWAHZ EOFHlNE, ez tsr
R LR H 5,

HORNEL L TORBMAERT FEO—
ﬁ,%h%m—ﬁ7 ELTHERTSZ
EThbH, Tbb, —BLIEEBEERHZ
[ — D —fit W e B o> B 5 D S il 2 L fE
L, BB EoWiEIRT 5, /"X, FHE
K OEHEOY—EART— g NZFD X
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trains and vehicle service stations are
good examples of such use in relation to
services. On the other hand, evidence that
an applicant uses a wide range of colour
schemes in relation to goods or services of
the same kind tends to point away from
the trade mark significance of any one
such colour scheme.

Where there is doubt as to whether the
proprietor has done enough to educate the
relevant public that at least one of the
functions of the sign in question is to
1dentify the product or services as those of
a single undertaking, evidence that the
relevant public has come to rely upon the
sign in question for the purpose of
distinguishing between goods/services of
different undertakings may be sufficient
to show that the sign is recognised as
serving a trade mark function. The best
evidence of reliance is that which shows
that (and in what way) those making
selection decisions between competing
products or services have come to rely
upon the sign in the course of the selection
process. Evidence of mere abstract
recognition of the sign is unlikely to assist
if the doubt is not about the extent of the
use of the sign, but rather whether it is
used for the purpose of identifying the
services of one particular

goods or

undertaking.

5 Use of the Mark as Part of another
Trade Mark

In the light of the ECJ’s judgment in
Societe des produits Nestle SA v Mars UK
Ltd Case C-353/03, it i1s clear that, as a

VIR T —HAEHT D Z LI, BB
DNTDOZED LD REMOIHHITH L, —
77, HFEA MR CREEA D P i ST H I
WTTERX 7p gk gt 2 L T S REHL
1%, FD X —oDEEHEOMEE L L
TOEMRNLZ LT H D,

D72 & YRR OMRE D — DD HL
I —ERAZH—DFFEO LD L LT
ETHIETHDEHETLIARICHOE
HI= O EHEE N+ L= E D 7b>
IZOWTCEED B D56, R EEIC
% PEiinl %%ﬁﬁﬁéﬁ%f%@#é&%

DAY FZAEFRICHE D K 9 1272 > TV D EEHL
%, OGRS S L COMIEZ R LT
WD RSN TS Z EDFEIH E LT

NTHLHZEND D, ROLEFEMEDD HFE
WX, AT AR T —E RO T3
ROWTEZAT 9 B DIEIROEFE TE DI
WD Lo TE I E(RNED LD
IS L IR > TWDEDINZRTH DT
bD, ZOEROEL DGR3 % ORE
WTIX, £ OEFROEHORE TIIz<,
LA, ZINNH DEEDOFEIEDREM X
&%%ﬁﬁ?éﬁ%f@%éhfnéﬁe
I MMITEEE B HEEITIE, BTS20
FIREMED U,

5 BIOMEED—E L L COEEDMFH

Societe des produits Nestle SA v Mars
UK Ltd Case C-353/03 (23315 % ECJ DH]
PACHR S L, (EAROMEE LT, BN
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matter of law, there is no bar on a mark
acquiring a distinctive character as a
result of its use as part of another trade
mark. Word marks are often used with
device marks but that does not mean that
the consumer could not regard the word
(or device) element as having an
independent distinctive role within the
composite mark. The question is whether
the mark applied for, if used alone, would
distinguish the goods/services listed in the
application in the perception of a relevant
average consumer. Where the use relied
upon by the applicant is likely to be
perceived by relevant consumers as use of
the mark only as part of another mark,
of

distinctiveness for the part alone is likely

establishing a claim acquired

to be much more difficult.

For example, use of the mark on the right
below could not be perceived as simply
use of the trade mark “Quality”’. Therefore
use of the mark on the right ought not to
result in the inference being drawn that
the word “Quality” as such has become
distinctive of the applicant. It will be for
the to establish through
evidence that the result of the use of the

applicant

mark on the right is that the relevant
class of persons actually perceive the
product or service, designated exclusively
by the mark applied for (on the left), as
originating from a given undertaking.

(BEE 9

Small differences between the mark
applied for and the mark which has been
used, which do not alter the distinctive

DORFEED—H L LTSN ARERE LT
AR A ST D 2 LI OREE S D
EDRALNTH D, LTHEE l%?%
R END Z k@&m# Ny gV
OT@E%#%QIﬂXiI)%#AW
BN TTHMNT L 7=ik Bl 0% E & & DB & Ix
T EMTE R NEWNS Z LT e b
WV, M, HBESIVTODIEEDS, HR
TSNS AEIT, BT 5 A RTHE
F OB T, MRS pa s %
RSN E I NTH D, HFEADMKHIL
L7eAEADS, B4 H1HEEZE DEERD
R ZBIOEEED— & L TOHREHK S
L AREMED R WG E, £ O TIETFIZON
Tk &S Lz LD TIRA NGRS S
ZliE, EnCEE LW E s,

Bl z1E, L FOAROEREOM Y, H
2 [Quality] &9 PAIEDREH & A 7232
EIXTER, Lo THIIOEEE O
AL, TQuality] OXTFZEDHODHFAN
g RS R M Aoy PN E 5= Lot ]
SHIHERITIESR2WVITTH D, Al
DA D/ R0, BEtED & 545
D N% 23, HFE ST EE(EADIC X
S TENIET R TR T Y — B R & Fr
FEDOFEHEIZHKT DL D E L TR
THZLTHDHE, FHLAEMEL CGELR
FIUEZe B2 0 OIXHEANTH 5,
(CilEE 1)

HFE SN TV DR L H ST & 7
=L DONCH DT IRENE, FOMEE
DFBIEEE 2 5 H O TRITIUE, EHL
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character of the mark, may be ignored.
For example, the use of the mark below
should be considered as use of the word
PREMIER as such.

(KNFE)

7 Market share

It is necessary to have some idea of the
market share held by the applicant under
the mark applied for. For example, several
hundreds of thousands of pounds per
annum in the dairy produce sector will be
a tiny proportion of the market and it is
unlikely that such turnover will have
educated a significant proportion of the
relevant public to perceive the mark as a
trade mark. On the other hand, this level
of use on an established specialist
publication may well have reached a
significant proportion of the relevant
public for the product.

8 Turnover and Period of Use

Evidence normally includes the date use
first commenced and must relate to use
before the date of filing. Any use after that
date should not be taken into account. If
there have been gaps in the use, it will be
necessary to consider how this affects the
reputation of the mark applied for. For
example, a strawberry grower may not be
able to demonstrate sales throughout the
year, but if he sells his strawberries for
two months of the year every year for ten
years, that is likely to be sufficient to
illustrate continuous use, given the
seasonal nature of his product. Another
trader might sell goods under a certain
mark for twelve years, but there may be a

TXw, B2, LT oEREOMEHIX
PREMIER OXTFZDHOOEH & Ain S
NHRETH S,

(KNTAM)

7 EEAR

HIRE A28 R SO AR EE 2 O TR
FLTWAHGHARICONT, HORE
HHRET 2 0ENH D, BlxiE, MRS
7 B —TEREA TR RiIhEo Z< b
TOREETHY, ZOREOES| & TH
BT D AROFY 22 FNE D3 OFFEE % PR
LT T IR L ICZIT AN & 13D
R, —JH5TC, ERFOH D HMETATY
WIZZ DL~ LDEfRHIVUE, FORIZ
BRE T D AROFE Y LFNIEITZE L TWAD A
REMED 2126 %,

8 W5 &R OME M

WE, FELUIAE ARG L7 B A S A,
£/, HEEABRTOMEHIZEEE L Wit
X2 6720, O AMLIEOERITBES
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NHAHFE S IV TV AIEEEDOFEHNIZED L 9
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two year gap leading up to the date of the
application in which few or no sales took
place. Before a judgement can be made
about accepting or refusing the mark, it
would be necessary to look at all the
surrounding facts to see what effect that
gap had. If sales werent particularly
strong beforehand, the reputation of the
mark may have been severely diminished.
If, on the other hand, sales were very good
both before and after any gap, it may be
that the gap would have no negative
effects on the reputation at all.

Turnover figures should normally be
given for the sales of goods/services under
the mark over a period of about five years
before the date of application. If the period
of use is shorter, figures for the period in
question should be given.

The greater the turnover, the more likely
it 1s for the mark to be accepted. Turnover,
advertising and period of use are
considered together - massive turnover
and/or advertising could compensate for a

short period of use.

Ideally, the turnover figures should be
broken down to give the turnover relating
to each class of goods/services. However,
industry does not group its products
WIPO
so this may not be a
There should
however be sufficient breakdown of the

according to the system of
classification,
practical  proposition.
goods/services to support a finding that
the relevant public has been repeatedly

exposed to the mark in use as a trade

T 5N, FEEDOH LWL EEELRFIL,
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mark for all the goods/services for which
acceptance 1s proposed.

In the case of financial services, turnover
figures may not always be the appropriate
means to gauge the extent of use of the
trade mark. For example, turnover
figures which are merely the total amount
loaned or insured by the applicant will
give an inflated picture in relation to how
well-known the mark is in terms of
exposure to the relevant public. However,
a clear indication of the extent of use is
required if the applicant is relying on this
to demonstrate that the mark has
acquired a distinctive character. In the
case of financial services the number of
account holders or investors and, if
appropriate, the number and geographical
spread of branches, could be used to
demonstrate the extent of the use.

9 Area of use

Within the UK: a list of the areas of sale is
normally included within the declaration.
Sometimes no specific areas are given and
phrases like "throughout the UK" or "in
England and Wales" are used instead.

In Bovemij Verzekeringen NV v Benelux
Merkenbureau, Case C-108/05, the ECJ
held that in order for a trade mark to be
registered on the basis of acquired
distinctiveness, “only if it is proven that
that trade mark has acquired distinctive
character through use throughout the
territory of a member state.” Accordingly,
it 1s not possible to register a trade mark

on the basis of distinctiveness acquired on
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Bovemij Verzekeringen NV v Benelux
Merkenbureau, Case C-108/05 {23 T,
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WAIHIR Y, patsfa w2 Ehid 5 E
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a local or regional basis. The ECJ’s
judgments are binding and conclusively

determine the meaning of those
provisions of national law that give effect
to the Trade Marks  Directive.
Consequently, national procedural
provisions, such as the entry of

geographical limitations under section13
of the Act, do not allow the Examining
Authority in the UK to interpret the
proviso to section 3(1) in a way that
permits registration in circumstances that
are 1incompatible with the Bovemiy
judgment. Accordingly, other than in the
circumstance described below, it will not
be possible to register a trade mark on the
basis of acquired distinctiveness within an
area of the UK, even with an associated
geographical limitation of rights. So, for
example, it will not be sufficient to prove
that a mark consisting of English words
which describe a characteristic of the
has

distinctive character in Scotland alone.

goods or services acquired a

The Bovemi judgment also considered
the position where the trade mark is a
word in a language which is only spoken
and understood in a part of the member
state. In these circumstances the ECJ
decided that it is sufficient to prove that
the mark has acquired a distinctive
character in the relevant linguistic area.
a Welsh word which
describes the goods applied for may be

For example,

registered if it is shown that it has
acquired a distinctive character to a
substantial proportion of the Welsh

speaking population in Wales.
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It should be borne in mind that the
requirement for wuse throughout the
territory of the member state includes use
in advertising. Accordingly, it is not
necessary to show that sales have
occurred throughout the member state if
the mark has acquired a distinctive
character on a UK wide basis through

national advertising.

Furthermore, the court’s judgment cannot
have been intended to have the effect of
preventing the registration of a trade
mark which has become factually
distinctive to a significant proportion of
the relevant UK public simply because
there is a small discrete areas of the UK
in which the mark has not become
distinctive. Accordingly, failure to show
that a trade mark has become distinctive
in (say) the Isle of Man, will not prevent a
national registration on the basis of

acquired distinctiveness.

For export: occasionally, turnover figures
also include goods for export. These
figures may also be taken into account
when considering the strength of the
evidence. If turnover relates to goods
manufactured in this country which are
only for export, the evidence will not be
sufficient to demonstrate that the mark
has
amongst a significant proportion of the

acquired a distinctive character

relevant UK public.

Outside the UK: if the only use of the
mark is outside the UK, the mark cannot
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be accepted. Section 3(1) requires the
be
distinctive in the relevant markets in the
UK.

mark 1in question to factually

10 Advertising expenditure

Advertising figures are normally provided
for three or more years prior to filing. The
nature of the advertising should be given
where possible e.g. television, radio,
newspapers, trade magazines, etc. This
usually shows whether the advertising
was nationwide or restricted to local
areas. The figures should be broken down
to show costs in relation to each class of

goods/services where this is feasible.

The
advertising figures will very much depend

importance to be attached to

on the goods/services at issue. An aircraft
manufacturer, for example, will spend
vast amounts of money assessing the
market for a new aircraft, developing this
market and advertising their intended
product. Such costs may run to hundreds
of thousands of pounds, or even millions,
and may indicate that the company has
established the mark before even one
aircraft 1s sold. In such a case, the
be
sufficient for the mark to proceed without

advertising  expenditure  might
any sales being made. On the other hand,
there may be little or no advertising
expenditure for a highly specialised
product with a small market. A company
producing technical valves may inform
existing clients of their updated product
through a catalogue which is already sent

out regularly. It may then be impossible
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for that company to attribute specific costs
to the marketing of one particular product
among hundreds in their catalogue. It is

therefore 1mportant to assess the
circumstances of each case when
considering the importance of the

advertising expenditure in gauging the
reputation under the mark.
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BRIRVREOER THIVTFIASND, FTo, FERINTRD RGN XIS & faErash
XATHRERHE L 1R —TH L ULEN D 5,

(1—1) s EoRd

PAEESE 17 SRI2BWC, THE) 13, THaENEE LCES I UMMt 2 a5 X
I —v 2%, MARFEE LTS UIRAET 2 PG50 XX — E AN O3 5729
AT 5, HMEATEOERTH D, ] LEFRKL, TO L TREER 41 KiZHBW
T, WA ORISR TE RN E LTV D,

A=A TV TRHEE T, FRIAIORWVMEE] L1k, TRgER, Bz kT
2 P AR B HFEA OPEss it — B 2 ( HEEREL T — B 2] )& A DRE s,
XTI —ERANLEBIT 5 Z LR TE0 ) (HEER 41 FFD)bOE L, S HICH
BIAID72WREEE LT, (2) REANTHRII O/ iaE(FVESE 41 5:0) &, (b) &~
STEH D, B HFEEATENGERN OB 5 (A 41 5@) L1205, Fn e
NED XS 70 GEITBGKT 5 Z LN TEX RV EEDTND,

F 72, ANEHNZFHR 10D 72\ PEREEE I BES & 78T 5 DOITARE R L Cu e
WRBEE(RIZE 41 @7 D) & LTS, (@) fEasnxidth—exoflE, 8, K% 5
ik, JRPEHNSUTZ OMORHK ; UE, () S OEFER STV — B R O
ZR T DB S DIEGR CRE D DMER S NTRECh D L LTV A (RF 41
@ DERE 1.70- D22 W),

(1—2) FAKLME FOREH

BB U ClE, Mg A~==7 /12 Part 22 [Section 41 - Capable of
Distinguishing| (ZF2# 5, ZZTh, @itEx 3 2OH 7T I VITHT, FEh
(A T > TN D, T70bh, (@) KEMIZHET 20125 L TR0, £
ZATHA B NGB FTRETH 2%, (b) AERIZFRAIFTRE & 3~ D IZITRER TH 5
P, B BENNTEHAIARE TH D H D, () REMNTHHIFTRE L TV RV b oo 3 ST
b 5 (PitFsEd~ =27 /L Part 22 3), LT, AEMICHRIT DDI50 LT D0
EWVI DI, FEIEREROEEZZRT HMETHY, THICBWTHER LN Lo
THELNDHD TRV E LTINS,

ZIT, BERAE~Y=2T7 UL, TRERICEL TWD) ETONWTIE, Clark

25 “TP Australia Trade Marks Office Manual of Practice and Procedure”, ver. Dec 20,2013, URL:
http://www.ipaustralia.gov.auw/pdfs/trademarkmanual/trade_marks_examiners_manual.htm, 2014 4= 1 H 15 B3,
LUFRT
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Equipment Co v Registrar of Trade Marks [(1964) 111 CLR 511 at 515 - the
Michigan casel DIl ZGI L, PEEROFEZENHITHEN T, MEREOHBEAIZ LD
EAIZ L - T, M ADOPEs & HFEADREG S & 2RI L 2 2 X 512 0E0rEBET
NETHDH] ELTND,

72k, OB, IMICHIGAN] OfE% [ R7 7 X2 — v ~YL) DO ARHZRE
IZOWTHFRIZOWCHERIC L 25012 iR LT & Z A S, RIRE s8]
FNZER 2 7256 TH Y, ERLOHWEEL PR LT,

ZOBEZIFE, AT AFERICKIT D EAER L LTI DN TWND,

W

N

PURCIE, HIFEREEE & MR OR—ME, HFEICER DR Er s U ERss & Y
Pt 25 L QU2 s USRS & DRI & I REd T 5,

(2) fEHPGHE & HFERGEE & OFLEIZ DOV T

(2 —1) $HEMEDOATRENE
IPAU KOHREREEADOWT IS, G & HREREE & R RR D551, A
L DHINTERO SN WGENRHDH L LT\ D,

(2—2) pEtEE EoBd

PAREE 1Y, HARERGEE & RRGHE & SF—Celdiude e L EHEAOICREE L T
WD BRIV, PAEIEES 41 2555 8 THCIX, ANERRA A PED 72\ PRIz DU T (]
FAE@), THEASHEEAO SO E U TRER M U ERE % FZEIGRT& 5
FEFEE CHIFAH LV RN HBAICR D EIE A L Cuvieny) Ha, BEcExine d
%o ZORCRHERIZ LY, ARERRERE G D 72 POV T, FEERITR S U3
5% 7800 C & DR F CHIRA H BN Y BZEHE A LTI ERDSG80 Hivd &g
WRCTE D, 207w, HFEL TWODRGENMEH S TORITIUDEEITRED b T,
HRERGHE & PRS2 1%, F—ChAILENH D,

PAREVAEE 41 456 4 THIZOW T B ARSI FTRE T h 5,

(2 —3) FHEILUE EOFHRH
PSR A~ =27 /L 23 D 4, 4.7120F, HFEAIIRDPGHE L, AL R SR
BE L DA TRWGEE ORI O BZN L ST\ D, T2, PaEOARER 725
INNECBN IR DR THIUE, TOXERITEHE TS L LTEY, FlxiE, 7§
BEDFEARR 72 R — M2 AT, YR a2l 5720 T 0ZERThIUL,
BOONI RS = DFENIOWTIE, BH TS LS Tna,

RN L50, F—ITRIEEEL B X RWRREDO S O THIUY, HFERGE 2 s

HVENTI L (PEEA~ =27 /123 D 4, 4.7.1), F7-, BOEVDHAHEEE, #
DN X > TSI 2 L3RDHIND X 9 G EIXOORENLIETH 5 (A 4.7.2),
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(2 —4) FETORHN
IPAU K OHFERIEADOWT G, THFERGEIZ TSN O SCFRFLE 2 MZ T2 b DT
HHEAE 1Y, HRLUTEEE R 25E80RHH L L, idr—RZX-oTRARDEL
TW5,

RO L TIE, ZOMENPHEOEE /L ChoaEMfE 725 L LT
W5, BZIE, HFECITEMARERTH DO L, BRI IFER SR 72 ST
THAL WL IRGEATH S,

RICF&/NICF-DOZERIN o D 56, HRERIEAIER LR TH H5EE D 9
HIEAHELTWA,

PIEICE ENTKIRICERN D D56, TOREORE SRXENEGT Db
FIZEVEDE LTS,

BEDENND D5E, HHRE SNSRI TG E 580305, Ziud,
ERED L1z, BREKIIESTHRINID S S RO NI T —ANET HND,

TOM, HERE LT, BERCTRETHY, TOEVRT 4 PORES
D &5 BREHRENCBIT HIRY , ED~—2 O SHREREEOMT & L%
TRV EHIRT SN DRI, A LD P & HRERFIE L 2 LT D &0
9T EITIFTR DR,

B L7 Ui o N b - T PG & HERGHE & ORIk X 7
FEENG LA, HERICE VAU TRIERE Y LX) I = ) EREETE
Do
WP, HEES & OFNERORIUC A DECEET D LERH D,

W, [Rl—PRICR & RN IO RE DIBIIRCA R 2Nz THEM+ 5 2 &1, i

PR D T D L AR END,

BlAE, TRRO L I 72a8E, TPAU & HBEREAOW TR bR/ e LT

AV

@ [HUENGE &GP & OFT, REOHMCSCHIF—TH 52, K& S8
BRI D8,

AB
(# : ABC & ABC, ABCD & (p/ed)

F72, T2 MOFBHED X D AR Y OFEEEOEL, BB E VD
FIZBWTRELSHEELEZ 550 TIERL, FEHEICBOTHREREEII20,

728, FREDFNA LV, PREEE D [R—MEOHIBHIITRHT RS 2 7 & LTV D,
A=A NZ VT TIE, FHEOHBINIORE(RE XY I —= ) LR EORRE
1%, FUEMO—THY, BEEMHERINEZAE LTS E, FE TR THD
DT OHWINEE S5,

(3) HREICERDFEE RS LA L T2 Rl IR & DAHEIZ DU T
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(3—1) A ATREM:
IPAU KOHRERREEADOWT S, MBI DIEER L SUTFRERB &, LT
WD P IR N T2 D86, WollWEZ BT LIz L1327 & LT HEDE
HINDZ Wb DHELTND,

(3—2) L EOTHR
HFEIZ AR D FRERG M XUTFRERE &, L TV AR XU FA&RE DR MEZ DWW T
BRICHAGE L7 BT 72V, FEE 5.7(2-2) & [RIREICAEIR TX 5,

(3—3) AL LOBIW
AEENZGHRN IR HIVDFEEIZ DN T, AHLOIRHIIAETHH DT, FEEE
WA L CW B PasSUIBBIIRE LT e 5 Z &R Enzv, LinL, 5
PASLDS & OFREE UL TR 1 2 L CWAHEIFHIC LA TV DD, TR SATREN:
D& D INNZONTUIH IR ZERZ ETCIET A E LTWnA, b LIEH SN
L2 CLE, RGBS OFITAIC OV TR 2 LT D S IR CX 220 e,
Z O OFRETHET D Z L DNER S D (FEGEA~ = = 7 /L Part 23 D 4, 4.6)%,

(3—4) FETORHN

IPAU K OHBEREAZOTNG, HFECR D FEER S A L O D8 E 0%
BN LGS, LFO XD RGAIIEfisnD EORMERL TS, 721210, F

RICKoTEHEENER DD, UTHEE 20 LITRLNE LTS,
B EARR@O BRSO REA) & FEEIC R L7258 W2, T v i
DOUNTHFEREE AL L Cuie s, RIS THIR) & Fod L CHIE L7256 7

&)
B FEAELB) ER—OREHITIAT, HHL TRV EELA) ZREEICRGEE L
AW AL, MUz W CHIFERGIE A2 L QU ey, FEECE (L 1oz
T TR BECE LSRR L)
B SO LEHAELO B ZE A, O LT (C) 2 EEICRE
#HUT-BEAW T, e T3 v 22 OWTCHBERFE A LT =0y, FEEIC
X T & MEERARAR) A RE L CHE L72E 7 L),

708, PREOAEIZ L T, F—TEOYHWEIISER S5 Z L1370y,

(4) FRIFIOHWHEAEIZ DN T
IPAU (k% &, HFESNIZRENH TN 2H LT O THIUE, FHli
il LB, FBINDBARATh 5D X 5 7ealE, FOREIZ X > TUBRERD=
DI 2FE ORI 72 < T e,

26 Trade Marks Office Manual of Practice & Procedure Part 23 Overcoming Grounds for Rejection under Section 41 -
Including Evidence of Use 4.6 What if the evidence does not cover all the goods/services claimed?
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FTo, URAPEIEN & DRREARENNIGER )2 H LT AR TIERWGE, Bk
DT DITITEFEPAEIFRR L 9 B2 DO TH D UL CX D2 F 95 Z & &R
FREHLOFR R NEE L 72 5, FELO S IARERRERNE S MO K D, YiZREEN
r<mbnTtnaZ i, oA BWNTCENTIEH S, TNEKRTHST
=AW

I, PHEAARERRRSE A MEEZ A LW Ea Wiz, e ) igiEic VN T
PSR MAIRZR L), Z OREAHRERAC RSN 2 A L TN D Z L 2Rmd &b D
AW LEE L 70 %, BREFIEN L MBI TWD Z &1L, ANTIEH L0, ThHEE
T4 TRV,

(4—1) ARY#PH
—IREZ RS 41 RTHEESNDDS, FrIFHMR B 253720,

(4—2) HusaOaH
IPAU (%, #AWEDREENZIER S E LTWD, 2B, ffmEEsE~—=o7 /L
Part 23, 4.4 Ti¥, fEH STV HIBEREEFHNA K ZVIEE, YRXPaiEN AN DO E
ﬁmXiﬁﬁ& IZOWTHERICE VBRI TE AL HITRDTEAH L LTWD, 272
, L OEEE, H5 20N THBINNGH D LD LNIUL, —A TV T4
Wf%ﬁ%ﬁ% DODHDIZF47 T D LRt STV D,

(4 —3) IRFfHIAHIPH
IPAU (2 X, A EZORY 2—20 71, HAEENMEFAZEE TR
HE) == TEES L DDA EIRET ABRCEE S NS,
EMMER LTS E, ZORY 22— A0S THBEROHIMNIAZTH 5,

(4—4) BEDOBUL
IPAU (2 XX, BHORY 2—A0%, HbOFEENMIFAZEL e F Y I —
VI EBER LTV DED T S ECEER T 7 7 X —Th D,
H LAY a— AKX UE, FERABMAAE S THBREOHWEIANTH 5,

(4—5) [REORHE
JREDRY 22— ERBEEATE, TR TS L@ s, FHckveh
ZY I == T E/G TN LT M T HBROEER T 7 7 4 —Th 5,
(4—6) FogHEHEiOHF
XU, PEEMERICL DB H) == B H LTSI S R
Ty I B—BIINTND,

(4—7) zofth
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HFEREELANLE, FRBICRT B G k9 2 7o DI BEize, AL E RO
P AP C R 58, HFERNS, WROFHEEZFHLUIANDLREZE L TnH(7RE,
(Pt~ = = 7 /L Part 23 3.4 |24 20&),

PR B A S V7= B & 2 O f AR

Z DOPEEAME ) ST g s — B A

FERATE LE(EE L0, UREIPHICOI= 24500, XIS RLEE RG-S —t
ARSI NI 5E, 78 EEE, BT 2FEEOBEN Y — BRI TE D4
BA T, U, HREEE, 5 EEmoIc D 25540050 — B A DLk
RCRTIENTE D),

IR EARE (S RLV0)

FREN IR S 2 & 2R TR, UIERYOT V4 VEE

i ISEEE S

fE 2 DO H 2 A MZAUIFE EEOFTEETRE Z L, Zli7eibinot— e R
%, Bl b OREHE L2 B LY, diRb REL, BEBIELYY, )
B, WZETve, 994, B, (v F—% v R L,

FEREIZ DU TR T 2 R
EZAR—A(HFENIC & > THEDS, A—R b7 U TEN KON O FEEFHE ) ?)
WRFEARERIE (AR =& %18 L CHRIE L T o855, TG TIEZ 0% =#ix
ENL BUVFET 50 ?)

PRENMER SN CNDA v X —Fy hOT =7 A MNRE

BEEE S [1ZB5- LT\ B ADRES

BB N OV UL T o — MG R

HIRE L 72RO RE O 332 0 o 72356, S BIIRWHEIPHO e T
DR MEINTT D LINTE D, TIUT, LPIEDOHE I OFERE LR, KO
JEL72psiin & £ O~ —27 2 L T & 72psinn & OFRPMEIC X 5,

(5) A DA FEA W9 2 FEUERT
HRERF T 2,

(6) Tofth
IPAU I3, RS L V@RI &7 & U TORREZRO 256, TEEMm IR ER

BIHEH L TO RO E ENTWD5E, YiZim i A OZERCHEH LTu
BENSIBFE BRI L Q22 LT, HIRERDD E LTS,

Fiz, HFEEED, FERINZELRAIZR D L 72 D ENEBE L2 E LT D,
FRENL, HEFESAERAEAEZ AT TIEH 20355 LRO LA, b
URERIIZELIRI 72 D L 70 5 2 & An 3 RHL HIUX T E MG 5 Lk T\ 5,
fth 5 C, HFERENAERRRE A TEZ A L Qe S L=85A0E,  HEOEL
H LARIOE GO B2 w5 & LT 5,

265



(7) BRHESR)

<PAIRERR 17 5> R O<PHIEIES 41 >3 1L 1.7T@ 2 2,

<PEtEEA~ =27/ Part 22, 3. Inherent adaptation to distinguish GEAIZx3 5

FERES)BEF >

The first question to be determined in
deciding whether a trade mark is capable
of distinguishing the applicant’s goods
and/or services is: to what extent is the
applicant's trade mark inherently
adapted to distinguish their goods or

services?

All trade marks examined will fall into
one of three categories:-

a. trade marks that are sufficiently
inherently adapted to distinguish and are
therefore facie of

prima capable

distinguishing;

b. trade marks that have some
limited inherent adaptation to distinguish
but are not prima facie capable of
distinguishing;

c. trade marks that have no inherent
adaptation to distinguish.

& D PAREDS I D it S OV U
DWCHBIIZGT D0 E S 35 1
THRIE LT U7 & 72 e DR,
FHRE N D RGEE D3 & D P i X IBHS 2 7kl &
LI EOREREMICHE LTS
D, Thb,

FEZZ T HFELT T, LLF 3 DDh

T AY =DV HINTEET D,

a. IR ERMICERCES L, L=
> TSN 12 AT 2 ke

b. & DFRE DR ST AE R 72585~ D
WENH DD, PO E2AT
% LT 2RV PR

c. ANERRRRIA~DIEE D720 RS

<FBEEHFE~==27/V Part 23, 3. Evidence of use - general requirements (D3

- —EEE(SER) >
When grounds for rejection under section | 5 41 =235 < FEAEER S a2 X
41 apply to a trade mark, and|#l, #IE, KIEOTH IIFEAXOFRT

amendments, submissions in rebuttal or
informal information are insufficient to
satisfy the Registrar that the trade mark
1s capable of distinguishing the applicant's

1%, ZOREEA AN ORE M OV SIS
WZOWTERI N 2 AT 5 &OBEE 215 S
FDHIEARTTHHYE, PR XA
ZEAT D HOIERRFHL AR5 2
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goods and/or services, the trade mark
owner may provide formal evidence of use

the
Requirements common to all evidence are

to support application.

set out in the following paragraphs.

Decisions made on the basis of evidence of
use involve weighing up the evidence
provided, and deciding whether this
information, in combination with the

of
adaptation to distinguish, is enough to

trade mark's amount inherent
satisfy the Registrar that the trade mark
should be accepted. Justice Branson in
Blount Inc v The Registrar of Trade
Marks, 40 IPR 498, 504 (‘Oregon’) referred

to the process as follows:

Where the Act requires the registrar to be
"satisfied" of any matter, it is to be
understood as requiring that he or she be
persuaded of the matter according to the
balance of probabilities: Rejfek v McElroy
(1965) 112 CLR 517, 521. That is, that
the registrar be persuaded, having given
proper consideration to those factors and
circumstances that the Act requires him
or her to give consideration to, that such
matter is more probable than not.

()

3.4 What information should an applicant
supply?

Applicants should be advised to include
the following in their evidence of use:

* the trade mark number
* the applicant's name and the declarant's

ERTE D, T RT O Hmd 5 gk
1L, ATFDE/RT T T 7 T35,

A ORI EE DN T S HIREI,
PR SAVCREL AR L, 2 OF#RDS, #E
EREDRRINE 64 D ANE R 7206 G OFREE &
i, ZOMEEZZETRE TH D & ek
B ST 0 THL), IRETD
Z L %fEH, Branson |5, Blount Incv
The Registrar of Trade Marks, 40 IPR
498, 504 (‘Oregon) FH{HIZFBWNT, LFOY
a2 RAZE ML,

PAREVEDS & D L5 7R REIC DV T b Bk
BT T D Z L EERT HGA, Fiu
ZARMEDHTZ L2203 - T ORIBEIZ W
TG 22 & Z2ER LTV D LHEfEE
% : Rejfek v McElroy(1965)112 CLR 517,
521, T72bb, BEEDPEEIC L > TH
BT D 2 & BT BT R L ORI
N EE LRSI 58, 20
ORI E B B0 E WV ZITERENE
U,

3.4 HEEANZED XS 7eiFmafditd &
yop)

HREANIL, Ttz g el ARl A 3
5L ERELET S,

PR
-HFEAN D K4 K OVE S35 D4
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name
» when the trade mark was first used and
the period of use (for intended use, see
section 4.3.1)

*the goods/services in respect of which the
trade mark has been used

- annual turnover figures (in Australian
dollars). Where a wide range of classes
or very varied goods or services have been
claimed, turnover should also be broken
down to show figures for goods or services
Alternatively the
applicant may be able to indicate the

of a similar nature.

proportions of the designated goods or
services which make up the total
turnover.

- advertising expenditure (in Australian
dollars)

- exhibits showing actual use of the trade
mark, or digital photographs of the

exhibits.

The following information is also useful
(this is not an exhaustive list):

-indication of market share

-individual item cost (this should be
considered in the context of turnover
figures. Inexpensive goods or services
are likely to have a wider market and
more competitors than expensive,
specialised items).

- indication of advertising types e.g.
television, radio, print, Internet

- publications/articles mentioning the
trade mark

-indication of customer base (who are
the
Australia or overseas?)

- indication of distributors Gf the

applicant's major customers in

RO 5 B, BEEEEEE I Ry
SN EEWEHOEKN, 7 ar 431
ZHR)

< BRZPEEME R STV SRS — B A

AERIEG BECA—A R 7 U T FV), TR
DXy XAZIEF N ZFEORE L XL —E A
DEgEDER SN, EhETEd, [F
RO O S I — B AT AR
TEDIFT TREINHRETH D,
HDHVNE, HEEANE, REGIFEERERT D
BEMEL T —ERDEEERLTH &
U,

c REEGF—Z NS U T RL)

* BRI OM 2 7R REHL T Z DFE
Wwor o2 VGEH

LLFOE#RS E7-6%0CTh A (2 hidiEiE
L2V A RTIEZR, )
=7y k=T
AEBIT A T LY A M AL, BESIEEE D
BHECEEINLIRETH D, ZMi7epEih
T = RIL, mfl TR T A T A K
D HREX72TGTHr oI 2L OFELE%
ALTCWDAREMNEDNH D, )

-Hlzix, Tvye, U4, Fhy, (v
H—F >y hDO XS RINEOFEEZRT HO
- BRI E KT A T TR & R
THO

RS RTHOG—A 7 U T T
WS CHIFE A O LR LD ?)

REEE T HO (b LHBEAMES O
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applicant sells their goods via a 3rd party,
how much presence does the 3rd party
have in the market place?)

Mm% 3 DOFEEZM > THIEL TV 55
&, TOMHITBWT, Yi% 3 >OFEHIX
EDOREE D ) (presence) A L T\ 5
D% )

< PiEEA~ = = 7\ Part 23 - 4. Examining evidence — general GEHLOBE — —f%)

EER >

Once an applicant has provided evidence
of use, the examiner needs to assess it,
and make the decision whether or not it is
sufficient to satisfy the Registrar that the
trade mark does or will distinguish the
applicant's goods and/or services in the
marketplace. The combined effect of use
or intended use, the nature of the trade
mark itself, and any other circumstances,
may be sufficient to accomplish this

purpose.

The following paragraphs give some
guidance on particular issues to be
conscious of when assessing evidence.
Most of the comments are relevant to
evidence irrespective of which subsection
the ground for rejection is in relation to.
there

comments pertinent to trade marks with

However, are some specific
no inherent adaptation to distinguish
which are set out in paragraph 4.5.

4.1 How much turnover does an
applicant need to have?

The greater the turnover, the more likely
it 1s that the trade mark is capable of
distinguishing the applicant's designated
goods or services. Massive turnover may
compensate for short use, likewise, long

AL AR T 5 &, FEEITE
NEFHI L, ZORiEN TSI THIRR
N DR L OV 3B & i S E T D 2
EXITFR S EA D LD T L EREE
IS S B DI+ Th I ERET
HVERD D, HHIIER S AHE,
PAE HROMEE, KOV ORI E
“NHIE, ZOBEMEENRT DO
ERDHT DD,

LIFDO/NRZ 75 70X, GEVE G35 B
IZE T REFEORBEIZ O\ T S0
AR LTS, 1 ZEAEDI AL M,
FEHEBLEH 23 & OB IZBIfR L TV A vE i
7, FHUZBET SO TH D, =L,
FRBA~DAG W A3 72\ O PR B 5
HRWZea A RN O0dH Y, Fhic
DNTIINT 7T 7 4.5 TihR5,

41 HENITENUSZEOEG @RI
X772 B 7202

BEIENARKEWEE, pass AN O
T D R XATEB IO\ TRk D 2 A3
5 A[REMEDN BV, BRISERBINAT S OARE
R A 73 8 2RI B LT, KRR HS
mEITEVEREIM A S bo sy, Ak
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use may compensate for small turnover,
especially in relation to trade marks with
some inherent adaptation to distinguish.
total be
considered in the context of the relevant

However, turnover must
market and balanced against unit cost
before a decision can be made on this
issue. Applicants should be encouraged
to supply information on unit costs and
perhaps market share to help support

their case.

As a general comment, it is necessary to
the of
adaptation the trade mark has with the

balance amount inherent
strength of the evidence provided. For
example, a trade mark consisting of the
surname KINGSTON (SFAS 1798) will
need much less evidence of use than will
one consisting of the surname KING
(SFAS 24870) when used for the same,
fairly commonplace goods or services.
Similarly, if a surname is to be used on
very specialised and unusual goods, such
as magnetic resonance imaging scanners
(MRI scanners), the amount of evidence
required will not be as great as what
would be required for cheap, mass

marketed t-shirts.

4.2 What length of use is enough?

The longer a trade mark has been in use,
the more likely it is to be capable of
distinguishing the applicant's designated
goods or services. The length of time likely
to support an application very much
depends on the degree of inherent
adaptation the trade mark has. The mere

fact a trade mark has been used in the

2, RVl IR R 2R B | 2 A D
LD LB AREERH D, L, BBl
AL, BREMSGORIUCH S L THREL,
BN RN & bhi L7248 T, Z o/
REIZOWTIRET LT3 5720, HFEAZ
X, FIROESITE L TR THIZD, H
NJEA, KROMBAIC X » Tl S A RIC
B9 DI MO AT & Th 5,

—R7RE R E LT, MEIEOAREREA
OFRFEE &, B L7ZfHLo S DR T 2 R
EROVENH D, Blx1E, KINGSTON &
W IED G 72 B RERE(SFAS 1798)1%, [F)—o
P72 0 SRR SIS R S v b 55
&, KING &) a5 72 5 pEaiZ (SFAS
24870) LV & AF FHIZ OV T ORI 72 <
TIte, FERIS, HDOENEMEDOEW,
B LW, FlziE, BRILEHEIRY A
Xy T —MRI AF ¥ )R EIMEHIN
L%, ERINDFHLOERR, ZHTK
BICGESND T vy VicERESND &R
PNLHEIZELL 2WNNETTTH D,

4.2 o7 ABEORS L%
PEAEH SN CE BB EWIEE,
RN DFEE T % fé i XTI 2OV Tk
B =BT HAHEMED SV, HFAOESIT
LR D AREEDEWHII O K 1L, RO
AEWEEGOBREICRE S ELAEND, B
FHZBWTCRERER SN TE eV H H
LTI, FUCE TG cEbsZ &,
MIFZFD XD IZR DR EWZ L2 E
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trade does not mean it is capable of
distinguishing or is likely to become so.

For example, a canned food producer
might use the words "Baked Beans" on
their labels for a long period of time. The
words could be used in a fancy script, or in
But while ever the

buying public sees these words as the

different colours.

description of the contents of the can, they
are not capable of distinguishing the
goods of the trader concerned. The length
of time therefore, is only one factor which
the examiner must consider in making

their ultimate decision.

4.3 When should the use have taken
place?

In most cases, there is an expectation that
the trade mark was used before the
application was filed. However, if the
application is to some extent inherently
adapted to distinguish, use after the filing
If the use has not
been continuous, the capability of the

date is also acceptable.

trade mark to designate a trade source
An
been

may have been diminished.
indication that the
continuous, or if that is not the case,

use has

information describing the actual periods

of wuse, should be included in the
declaration.
(%)

4.4 Does the applicant have to show use
in all States?

The the
geographical extent of the use, the more
likely it is that the trade mark will

greater demonstrated
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distinguish the applicant's designated
goods or services throughout Australia.

If it is clear from the evidence that the use
has only been in a relatively small
geographical area, the application may be
accepted with a geographical limitation.
However, in the great majority of cases, if
it is shown that a trade mark is capable of
the
and/or services in one state, then this will
be
nationally.

distinguishing applicant’s  goods

sufficient to show that capacity
Geographical limitations
should be the exception, rather than the

rule.

In the past, services were more likely to
be localised than goods, and quite
localised use would allow acceptance of a
trade mark for services, perhaps limited
to a particular state. However, with the
growth of franchising as a method of
business organisation and development,
and with technological changes (such as
the

Internet) which overcome barriers of

electronic communications and
distance, many services are becoming

national or international in market
access. This should be taken into account

in assessing evidence.

4.5 Can the applicant rely on use from
overseas?

Overseas use may be taken into account
in assessing evidence regarding trade
marks which are to some extent
inherently adapted to distinguish, if the
use 1s within a market similar to the

Australian market, and the trade mark

NDATREME D = £ D,

167 1 208 EEHSR BB\ N HEER A MU L 2 PR 5540 C
W 2 EREILN BB B e A, HREI
MR & CRBEEEND Z &3 D,
=L, R¥Dr—AT, —DOMN TREaE
DSHFEN O P L K OV XA E B 2l S ¥ 5
ZEMTEDLERINDGE, ZHUIEE
HI7RRe N R TIT o & Sihvd, HukaH)
FRIZFERICIEZ <, ¥tz ThD,

WEICBNT, P—ERFFER LY b Hl
FIZRESNAEMNRH Y, 2RI HIFIR
EOMAT, —E R A EEOZ
0, BE L FFEOMRE S, FHE
o TV, UL, BV A0 &L
DREOHELLTDOT T F v A XDRK
RlZPE, E70, BREEORREEEZ ik 5 4%
OB ZIE, EFEECA VF—F
M EFRIZ, 2O —EARTET 7' X
2B W TREPUIEERRIZ 2> TE T
%, FFLOFmIZBNTIEL, 29 LA
BETHRETHD,

4.5
N
WS COMERE, AN H DREAREN
(A LT 2 R B 2 LA R
HENCBESND ZLNH LD, Thid,
A=A b7 VTSR LGN T o
HEHTHY, LHRERFE—OREE Th D,
BIZIE, KE, hFH, =a—V—F R,

IR TS TORAICKILTE 5

272




concerned is the same. Use, for example,
in the United States of America, Canada,
New Zealand or Great Britain may carry
some weight. Whilst such overseas use
may support an applicant’s case, on its
own it is unlikely that it would be a
sufficient basis upon which to accept an
application. Use in an obscure Asian or
South American marketplace will not be
as persuasive (Burger King Corp. w.
Registrar of Trade Marks (1973) 128 CLR
417,422- (Whopper')

4.6 What if the evidence does not cover
all the goods/services claimed?

For trade marks which are to some extent
inherently adapted to distinguish, there is
no requirement for the application to be
restricted only to those goods/services
The
legislative requirement is for the trade

demonstrated in the evidence.

mark to be capable of distinguishing, not
that it
distinctive.

demonstrate it 1s already

The evidence needs to be scrutinised to
determine whether it supports a capacity
to distinguish for a broad range of goods,
For
example, evidence demonstrating use on

or only something narrower.
children's pyjamas and underwear in
class 25, may support a capability to
distinguish on a broader range of related
goods, such as children's clothing; clothing
for pre-teens and teens. The same
evidence, however, may not support the
applicant for a diverse range of goods and
services, such as vehicles, tools, travel and

restaurant services etc. If the evidence
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IZiE, FUE E0#SEIE 720 (Burger
King Corp. v. Registrar of Trade Marks
(1973) 128 CLR 417,422- (Whopper)),

4.6 FELDS EIR SN D T X TORGE/ATH
R E LTCWRWGEIZE S R0 2
RN B DFREAEHNEA LTV DR
BEZDWTIE, AHIUZEB W CEERES =P
S/ B DI A IR 3 5 BRI X720,
A EOBERE, PEEICEIN IR S5 2 &
TH-o>T, TNHRTTITHBIMEZA LTV
5 ESGIET D Z LTI,

AFHLASIE SV PR SR O TRkBI ) 2 B )
FDD0, HDHNEZEDORRITE - &N
O EHWT 2 7-D121%, AL
ROEVENRH S, FlzIE, 525 FHoO1H
DIXT % RO FEIIKT AEHEEGET D
AFE, FEEFAAE, 10~12 s L OV
AL L, X0 IRVWEPH O BRIz
W, B EEMT D L7, L
2L, [RICFELC, i, EE, KITED
VAT O — e R, SRS
WZOWTHBAZE TS Z i TE R
VY, REILZ X > THFEADOFESRR 7 L — A
MEMT HNRWGEE, FEEIL, EORE
BRI A AT D PSS DHEAH D Fr %

273




does not support the applicant's complete
claim, the examiner should suggest the
specification be restricted to include only
the range of goods/services for which the
mark is capable of distinguishing.

4.7 What if the trade mark shown in the
evidence is not identical to the trade mark
on the application form?

Differences between the representation of
the trade mark applied for and the trade
mark as used should be noted. If the
differences do not substantially affect the
identity of the trade mark, they may be
ignored (section 7(1)). Differences in
script, colour or the pattern on a
background, for example, may be ignored
if they only serve to enhance the trade

mark, and not change its basic identity.

4.7.1 Should the trade mark be
amended to conform with demonstrated
use?

If the differences between the trade mark
as applied for and as used do not affect its
identity, there is no requirement for the
application to be amended to conform
with the use shown in the evidence.

4.7.2  Limitation to colour
Most trade mark applications are
submitted in black and white, but

evidence of use often demonstrates use in

colour. In most cases, this 1s not

important. However, if it is obvious from
the evidence supplied that the trade mark
is only capable of distinguishing in

particular colours, then a limitation to
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those colours should be requested. The
limitation i1s made by way of an
endorsement specifying the colours
concerned.

Urtbh s,
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